INDEX

A4 size paper—Accelerated examination

Sec. No. Sec. No.
Failure t0 prosecute .......ccccvvvvveeeieeiere e 711.02
A Failure to provide timely notice of foreign filing after
non-publication reqUESE ...........ccoevvererireneene, 1124
Ad size paper (See also Paper Size).............coooo.... 608.01 Formal s s 711,711.01
______________________________________________________ 608.02, 1825, 1826 FOrwarding .........cccvvevvienennienensieneneceneneen. 111.04(a)
A.l. series of patents (See also Patent) ...........ccccocv..... 901.04 Incomplete FEPIY o 711.03(3)
Abandoned application (See also Abandonment) Invention abandoned................ 706.02(d), 2134, 2138.03
Accessibility t0 PUBTIC ......ovvvrrrreeereesrnn 103, 711.04 No .re_ply.. ........................................................ 711, 711.02
Counting, When processed ...............covooooee. 711.04(a) Notification of ..o, 711.02, 711.04(c)
L L1111 LT 203.05 OF APPEAL .oovvsvvcs st 1210
Failure to provide timely notice of foreign filing when Of mventlo_n ............................ 706.02(d), 2134, 2138.03
nonpublication requested..............cocovrierrenenn 1124 Pap_e_rs recelve_d L 508.02
Fee ON PEtition t0 FeVIVE ...oooeeeveeeseeeeveee 711.03(c) Petition to revive ........ccccevvviveenne. 711.03(c), 711.04(c)
Issue fee, failure tO pay ......ccccvcevveeiciciccee, 711.03(c) e e 1 00_2'02(0)’ 100_2.02(q), 1002.02(r)
Matter reproduced in sSubstitute ............cc.ccoevvenens 201.09 Petition to withdraw holding of examiner’s statement
OFAEHING oo 711.04(b), 905.03 e e 711.03(c), 711.03(d)
Papers received, handling ........ccccoovveveiinennennnn, 508.02 Prlor_ a_ppllcatlon_ P 201.06(c)
Provisional application .............cc.ce...... 201.04(b), 201.11 Pr0\{|5|onal APPlICALION ..o 201.04(b), 201.11
REference USe......coouvveieiiiiniie e 901.02, 2127 Pulllng_ """" S 711.04(a)
Referred to in issued patent..........cccoevevevvreneninnnnn, 103 Reco_n5|derat|on """"""""""""""""""""" 711.03, 711.03(c)
Retention fee ... 601.01(a) Fallurf-z FO FBSPOND wocssnvsesssensssssmnssssnnsesns 711.03(b)
REVIVAL.eeveeeeeseeee e 711.03(c), 1893.02 INSUFTICIENCY OF FESPONSE .ovvvssvvvsesssrvsessne 711.03(a)
Provisional application ...........cccoceeeeinnciennnns 711.03(c) Reissue
SEOMAGE vt e 711.04(b) R(_eturn OF SUITENAETed PAIENL....o.oversvsessnvssssnses 1416
WhEN 0PN 0 the PUBIC ..o 103 Revival s e 711.03, 711.03(c)
Abandoned file (See Abandoned application; Shortened statutory period expired................... 710.02(d)
Abandonment) s 711.04(a)
Abandoned files repository .......... 608.02(c), 707.13, 711.01 Spem.al S|.tuat|ons """"" A 711.02(b)
_______________________________________ 711.04(a), 711.04(b), 905.03 Termlqatlon of proceedlnqs:.................201.11, 711.02(c)
Abandonment (See also Abandoned application) ........... 711 Unavo_ldable (Sge also Petition)....... 711.03(c), 711.04(c)
After allowanCe........ccoveveieiere v 711.05 Unfjellve_red action T 707.13
After payment of iSSUE fee ...........ooooccrrrerreern 711.01 Unintentional (See also Petition).............c....... 711.03(c)
Amendment late..........cooveeirrcieniiencnn 711.02, 714.17 T 711.04(c), 1124
Appeal diSMiSSal ..........cc.ocvvveeverererereererereenen, 1215.04 Wlthdr_awal of_ho_ldmg._ S 711.03(c), 711.04(c)
Appeal Withdrawal.................ooo..... 1215.01 to 1215.03 Abbrev!atlon, periodical C|tat|o_n s 707.05(e)
ASSIgNEE MUSE CONSENL.....ccvervvieiererieeeie e 711 Abbrgwgture and apstract publication ..................... 711.06
Change Of AdAIeSS.........orvooroceerreereeeseeseee 711.03(c) Citation............ s e s 711.06(a)
CoUNted a5 A AISPOSAL.....eerrreeerreerr oo 1705 Abstract for_defen3|.ve publICZ:,ltIOI.’l .............................. 711.06
Date OF ..o 711.04(a) Abstract of '“te”_‘a“ona' APPNCALON....ovesevvnes 1826
DESLIOYS CONtINUILY oo 201.11 Abstract of the disclosure ..........cccccoevevveiveicienennn, 608.01(b)
EXDIESS... . oemoeoeoe oo 711, 711.01 T 1302.01, 1302.04
Continued prosecution application (CPA).....201.06(d) Abstract publlcatlt_)n..: ................................................. 711.06
ISSUE F6€ NOt PAIT o eeor oo 711.03(c) Accelerated examination ...........ccccoeevvereineneienennne 708.02
Issue fee paid.......ccocvvvvcvnivivinincnenns 711.01, 711.05
Failure to file property rights statement..................... 150
Failure to pay iSsue fee ......cccccovvvrnivrenciesenn, 711.03(c)

-1 Rev. 8, July 2010



MANUAL OF PATENT EXAMINING PROCEDURE
Access-- Administrator or executor

Sec. No.
Access (See also Inspection; Power of attorney)
Attorney not of record.........cccoeevevevciciennnnenn, 402, 405
Authorized by DIrector ..........coccoovverieeicieneie e, 104
Continued Prosecution Application (CPA)................ 103
Ex parte reexamination file...........c.cccoveniininnennn, 2232
Excluded attorney or agent ..........ccocvevvevvererereninnnenns 105
Inter partes reexamination file.................. 2609, 2632.01
International application ...........c.ccccveeieieniicienenn, 110
Pending application................ 101, 103, 104, 106, 724.04
.................................................. 724.04(a), 1128, 1132
PELItION ..o 103
Protested application............c.cccceevennenn. 1901.05, 1901.07
Provisional application ...........ccccoeeveicinicnennn. 103, 104
Published application...........ccccooeviinennennnn. 1128, 1130
Reissue application ..........ccocvvvvevnvvivnircieseniens 724.04(b)
Suspended attorney or agent.......cccceveverereserieneenens 105
Accounts, Deposit (See Deposit account)
Acknowledgment of protest.........c.cceoveeieiencinnnne 1901.05
Act (See Statutes)
Action (See also Letter, Examiner’s)
AdVisory action........cccceeeveeeieseenenne. 706.07(f), 714.13
After another examiner’s action.............ccccocvevennen. 706.04
After Board decision.......... 1214.01, 1214.03 to 1214.07
After Board decision reversing examiner ........... 1214.04
After Board decision sustaining examiner.......... 1214.06
After interferencCe........coovvvveiieicine e 2308
Amendment after final rejection....................... 706.07(f)
............................................................. 714.12,714.13
Citation of references........ccccoeevvvvveevernne. 707.05, 710.06
Claim sUmMMmMary ........ccocoeveveiveireieiese e 707.07(i)
Claims in excess of number of claims previously paid for
.......................................................................... 714.10

Closing prosecution in inter partes reexamination (See
Reexamination, Inter partes: Action closing

prosecution)
Completeness.......cccoervevrereienenieennen, 707.07, 707.07(a)
Copy t0 apPliCANT......cvrveiirireiiceere e 707.12
Copies of references.........ccovevvienciciencieneen, 707.05(a)
Correctness, Period for reply ........cccoceeveveveiennnn 710.06
COUNLEA......coiiiiicirieec e 1705
Crosses amendment ..........ccoverveeveienenieieseresennns 714.05
DALttt e 707.11
EXAMINEI™S .cviee e 707
File wrapper endorsement...............cocue.... 707.10, 719.01
File wrapper entry........cccccoeoreneninenineeee e 707.10
Final rejection............cc.c...... 706.07 to 706.07(f), 713.09

In reissue applications ..........cccocevevrereeneicnennas 1443

Rev. 8, July 2010

Sec. No.
Foreign priority determination .............. 201.13t0 201.16
Formal matter..........ccccooceveneienenn, 707.07(a), 707.07(e)
......................................................... 707.07(j), 714.02
FOrMS USEA ... 707
Incorrect citation of references...........ccooevvrvrenen. 710.06
Informal application............ccccoevevviieicieiiccee 702.01
MailiNG ..o 707.12
Original in file wrapper.........cccccccvvinenas 707.10, 707.12
Patentability report.........cccoocveviiiiinenn 705, 705.01(c)
Piecemeal examination.................... 707.07(a), 707.07(g)
Primary examiner’s personal attention........ 707.01, 1004
Priority determination, foreign............... 201.13t0 201.16
Reissue application file ..o, 1430
Reply time computation ...........c.cc.eu.... 710.01(a), 710.05
Restriction requirement...........c.cccceceevevernnnne. Chapter 800
RETUMNEA ..o 707.13
REVIBW ..ot Introduction
Shortened statutory period .................. 710.02, 710.02(b)
SPE’s personal attention............cccoovvrevnerninenn 707.02
Supplemental..........ccccooevivviiiineieicieiens 710.06, 714.05
Suspension (See also SUSPENSION)........ccccevverereereene. 709
Suspension, primary examiner’s attention ............... 1004
Suspension, TC Director’s attention..............c.......... 1003
Third, SPE reVIEWS........coeviviiicieeree e 707.02
Time limit......ccooviiviiee e, 710.02, 710.02(c)
Address, Change of correspondence.......... 601.03, 711.03(c)
After AHOWANCE ......coveiiiieiiceceee e 2501
Address, Correspondence (See also Mail Stop)
................................................... 403, 2540, 2542
AAAress, FEE ....oviiiiiiiirir e 2540
Address of applicant ...........ccocvireriiiinii e 605.03
Address of U.S. Patent and Trademark Office ........ 501, 502
Address of patent OWNer........c.cccceevvvererennnennn 2222, 2622
Address of unavailable inventor .........c..ccccceevuenee. 409.03(e)
Administration, Letters of..........ccooevevevcnicinnn, 409.01(b)
.................................................... 409.01(c), 409.01(e)
Administration of 0ath...........ccccoviviiininii e, 604
Administrative instructions, PCT .......c.ccccoeevernennnn. App. Al

Administrative Patent Judges (See Board of Patent Appeals
and Interferences (BPAI))

Administrator or EXECULON.........covveeeriererieiese e 409.01
Allowance and iSSUE ..........covrereeieeneenerenienee 409.01(f)
Application by, After discharge ........c.c.c.e..... 409.01(c)
Assigned application, Inventor dies ................. 409.01(e)
AULhOTILY .o 409.01(b)
Consular certificate ...........ocoeeevviviiveieevieieienn, 409.01(d)
FOreign CoUNtrY .......cooceieiininiiieecee e 409.01(d)



INDEX

Admissions by applicant--Affidavits, traversing rejections (37 CFR 1.132)

Sec. No.
Heir .o 409.01, 409.01(a), 409.01(d)
Prosecution By .......cccocevvveivniniiecieccceieees 409.01(a)
Intervention not required ............ccooeveereeiennenn. 409.01(f)
Refuses t0 SIgN ......coveviriieicree e 409.03(c)
Specification form.........ccoceovvniviieie 605.05
Admissions by applicant............ 706.02(c), 2129, 2133.03(c)
Jepson ClaiM........cccoeveieiecce e 2129
Admissions in reexamination
EX PArte ...cocovveieeeee e 2217, 2258
INEr PANTES. ....viiieiiciece e 2617
Advantages OVer prior art.........ccocceeveveverereneneens 707.07(f)
Adverse recommendation under 37 CFR 1.312.....714.16(d)
......................................................... 714.16(e), 714.19
AdVISOry aCtion .........ccoverveenerincneiiens 706.07(f), 714.13

Affidavit (See Oath; Declaration)
Affidavit, disqualifying commonly owned patent or patent

application publication as prior art...........cccceeeeervenenn 718
Affidavit, swearing back of reference (37 CFR 1.131)
........................................... 706.02(1)(3), 715, 2133.01
..................................................... 2133.02, 2133.03(c)
Acts relied upon, NAFTA/WTO/USS. .............. 706.02(c)
...................................................................... 715.07(c)
Best mode, failure to disclose.........cccooceviieieenne 715.10
Co-authorship ..c.ooveiieecee e 715.01(c)
Common assignee, reference and application
.............................................................. 715.01(b), 718
Compared to Rule 1.132 affidavit...........c.ccoenee. 715.01
Completion of invention ..........c.ccccceeeeee. 715, 2133.03(c)
Conception (See Conception)
Continuing application.................... 201.06(c), 201.06(d)
Copies from prior applications...........cc.cceceenen. 201.06(c)
Dedication to publiC...........cocoiiiiiiiniiee e, 715
DEriVALION .....ceviiiiicee e 715.07(c)
Diligence (See Diligence)
Effective filing date ........cccccoevvivvvvivi e 715
Exhibit, DiSpoSItion .........cccccvvviirerinierieinnenes 715.07(d)
Formal requirements..........ccovevveeneienencescneiens 715.04
Facts and documentary evidence...........c.ccco..... 715.07
Timely presented .........ccocevevevievivsinsiecieee e, 715.09
GENUS-SPECIES ...vevvevestrrieeerereeieiesee e see s sre e eraens 715.03
Generic Claim ... 715.02
Interference testimony USed.........c.cccvvervevnenae 715.07(b)
Overcome patent or publication............cccccovvrrinnnn. 715
Petition regarding sufficiency..........c.ccocvvnene 1002.02(c)
Prior public use/sale..........ccccvvivieieienenieieneenen, 715.10
Priority time charts...........ccoovveiinineniciece e 2138.01
Proper USe Of ........ccoeiiiiiiic e 715

Sec. No.
Reduction to practice (See Reduction to practice)
Reexamination,, €X parte.........c.cccocevererenenesesennns 2258
Reexamination, inter partes ..........c.ccocoeevevneneennen. 2658
Reference date to be OVErcome .........ccoceevvenivinnnnn, 715
Reference is
Common aSSIgNEE ......ccevverrererrernrnanens 715.01(b), 718
Joint patent or published application to applicant and
ANOLNET ... 715.01(a)
Patent or application publication claiming same
INVENTION....ccoieii e, 715.05, 2138.01
Publication of applicant’s own invention...... 715.01(c)
SUFFICIENCY OF . 715.08
When used............ 706.02(b), 706.02(1)(3), 715, 2132.01
Who may make affidavit.........c.ccccoorennnennn 706.02(b)
............................................. 706.02(1)(3), 715.04
Withdrawn rejection.........cccocevevevennncnsieeieeiese s 715
Affidavits, traversing rejections (37 CFR 1.132)............. 716
ALtorney arguments..........coceevevvicnenceinneenens 716.01(c)
Inoperability of references ...........ccccue...e. 716.07, 2145
Reference attributed to applicant ....................... 716.10
Attribution, of reference to applicant .................... 716.10
Commercial success, eVidence..........ccoceeverererenn 716.03
Commensurate in scope with claimed invention
.............................................................. 716.03(a)
Derived from claimed invention ................... 716.03(b)
Design applications...........cccceeeeee 716.03(b), 1504.03
Sales figUIeS .....ccooviiiiee e 716.03(b)
Commonly owned patent ............cccveereneinenccnnenn 718
Commonly owned patent application publication......718
Comparison with closest prior art ................... 716.02(e)
Computer programming Cases..........cc.cceeeuen.. 2164.06(c)
Continuing application ................... 201.06(c), 201.06(d)
Copying, eVIdence.........ccocevevereienerinnens 716.06, 1504.03
Disclosure, sufficiency ........cc.ccocvvveverenenicnnsnne, 716.09
Disclosure, utility and operability .............cccvne.ee. 716.08
Evidence
Consideration Of ..........cccooviieienine s 716.01
PUBHICALIONS ..o 716.02(g)
ObBJECHIVE ... 716.01(a)
Compared to opinion evidence................ 716.01(c)
Probative value...........ccocooiiiiiiice 716.01(c)
Weighing against prima facie case.......... 716.01(d)
....................................................... 716.05
SECONAANY ..ovvvveeeeeeee e 716.01(b)
TIMEIINESS ...cvviveeeiie e 716.01
Long-felt need........cccoevveieveiiniie e 716.04
Petition regarding sufficiency ...........c.ccoceee.e. 1002.02(c)

Rev. 8, July 2010



MANUAL OF PATENT EXAMINING PROCEDURE
Affidavits submitted with prior art under 35 U.S.C. 301 in patented files-- Allowance and issue

Sec. No.
Reexamination, ex parte ........cccceevvivriveeereenesenennnns 2258
Reexamination, inter partes ...........cceeveveveiennennn. 2658
Reference attributed to applicant ...........c.cccoeeeee. 716.10
SUFFICIENCY OF .. 716.09
SYNEIGISM ..ot 716.02(a)
Skepticism of eXPertS.......cccocevvevererierie v e 716.05
TIMELINESS.c.vevveeirieieie s 716.01
Unexpected results, allegations..............ccccceeenenee. 716.02
Unexpected results, evidence...........c.cocceeeruenen. 716.02(a)
Advantages not disclosed or inherent............ 716.02(f)
Burden on applicant..........cccceveveiieienininnnnns 716.02(b)
Commensurate in scope with claimed invention
.............................................................. 716.02(d)
GENUS OF SPECIES ....vevvviieieeierieieeie e 716.02(d)
Range, claimed ..........cccocvvivvviinninciecreiee 716.02(d)
Weighing evidence of .........cccccovvvvvieivinninn, 716.02(c)
Affidavits submitted with prior art under 35 U.S.C. 301 in
patented filesS.........covviiiii e 2205
Affirmation (See Oath; Declaration)
After final practice .........cccocvvevvvviviivciceccece 706.07(f)
In transitional application ...........c.ccceceveinennae 706.07(g)
In ex parte reexamination ...........ccccocvereecrerencnienes 2272
Agent (See Attorney or agent; Power of attorney)
Agent for international application................. 1807, 1864.04
W Ao (o =T T LA o] o PSS 2173.05(k)
Agriculture, Department of, Plant patents........... 1608, 1609
Agricultural Research Service........ccccoeeienennne 1608, 1609
AIDS/HIV, petition to make special ..........cc.cccerenee. 708.02
Algorithms ................. 706.03(a), 2106, 2106.02, 2164.06(c)
Alien Property Custodian (A.P.C.) publications
(See also Citation of prior art) ........ccccccevervnnene 901.06(c)
Allowance and issue (See also Allowed application)
........................................................ Chapter 1300
Abandonment after ... 711.05
All claims allowed, shortened statutory period
...................................................................... 710.02(b)
Amendment, EXaminer’s .........ccoccooeveeieienennenn 1302.04
Amendment, Examiner’s, Rule 1.312...................... 1305
Amendment after (See Amendment: After allowance)
Amendment after allowance of all claims............. 714.14
........................................................................ 1303.01
Amendment after D-10 NOLICe ........ccceverervrerreine, 130
Amendment at time of ... 714.15
Amendment crossing in mail .........c..ccccevveieiennns 714.15
Assigned application...........cccoeiiinieieience e 307
Assignment DiVision...........c.ccocevennene 409.01(b), 1302.11
Rev. 8, July 2010

Sec. No.
Cancellation of claims after appeal ..................... 1214.05
......................................................... 1214.06, 1215.03
Cancellation of nonelected claim by examiner’s
amendment ........cooveeierene e 821.01, 821.02
Cancellation of nonstatutory claim................. 1302.04(b)
Citation of prior art.........ccccceevevevvvieviennnse s, 1302.12
Claim for Official Gazette..........ccccceoeveiirennnn. 1302.09
Claim renumbering.......... 608.01(j), 1302.01, 1302.04(Q)
Claim renumbering, dependent claim............... 608.01(n)
................................................................ 1302.01
Classification..........c.ccoevvvvrivinninsnennnn. 903.07, 903.07(b)
Classification change after allowance.................... 903.07

Classification in another Technology Center ...903.07(b)
Copending application

File wrapper/history notations............. 202.02, 1302.09
Parent application data.............ccccoeevvvnvirennnne. 1302.04
Correction of error after allowance ....................... 714.16
CroSS-reference ........ccovvveveeereininescseeens 903.07(a)
D-10 NOLICE.....ecviecereieeeeieeee e 130
Deceased inventor, notice of allowance............... 1303.03
Drawing, drafting stamp no longer required .... 608.02(0)
Drawing correction.............. 608.02(z), 1302.04, 1303.01
Drawing in patented file ...................... 608.02(i), 905.03
Erasure of markings .........ccccccvevvinennincnnenn 1302.01
Examiner’s amendment (See Examiner’s amendment)
File wrapper notation ............ccceevenenenencnennens 1302.09
FINal FEVIEW.....ovviiiii e 1302
Formal matters .......coccoevvevvveeeie i 714.16, 1302.01
Formal matters, examiner’s amendment and changes
........................................................... 714.16, 1302.04
Formal matters, specification rewritten............... 1302.02
General FEVIEW .......cc.ovevererericeceee e 1302.01
INErfErenCe ...ooovve e 2303.01
Interference search .........cc.ccoevvvennne. 1302.08, 2304.01(a)
International classification .............cccevvnerinnnnn, 903.09
Intervention by eXecutor...........ccccevevencinncne. 409.01(f)
Issue classification notations..............cccccvereenene. 1302.10
Issue in another TC without transfer ................ 903.07(b)
Jurisdiction of application ...........cccccocvivviviiiininennn, 1305
Listing of references........ccccceeevvvevevvsisn s, 1302.12
Locarno classification designations.................. 903.09(a)

Non-compliant amendment, treatment of.... 714, 1302.04
Nonelected claims canceled by examiner’s amendment

............................................................. 821.01, 821.02
Nonelected claims eligible for rejoinder ....821 to 821.02
Notice of Allowability...........ccoceiiiiiinininnnnn 1302.03



INDEX
Allowance, Reasons for--Amendment

Sec. No. Sec. No.
Notice of allowance (See Form letters and forms: Notice AIpha SUDCIASS .....ccovevciiceece e 903.07
of allowance) Alteration of application...........ccoceovviviiinciiiicies 506
Ordering allowed application............ccocceerenuenne. 1306.03 After execution prohibited .................. 605.04(a), 608.01
Patentability report, print disposal ................... 608.02(n) Before execution of oath or declaration ....601.01(a), 602
...................................................................... 705.01(d) PR PTSRURSRPRPRRY & X 9241
Plant application ..........cccccovvivvivivsinie e 1611 Alternative phrase in claim (See also Indefinite claim)
Printer Waiting ........ccccocvvevieneneicnenee e 1309.02 2173.05(h)
ProSe .o 707.07(j) Amended application ... 203.03
Protest against iSSUE .........ccooerrererineneisesecsieee 1901 Amended application, inspection for transfer........ 903.08(c)
Reasons for allowance (See Reasons for allowance) Amendment (See also RePIY) .....covvvvviieiiienieee, 714
L CToT0] o I (0] o AR 905.03 Accidental entry .......ccccviviviiniincieee e 714.21
Reference listing ........cccoveveieieniciencinesee e 1302.12 Adding excess ClaimS........ccoovvverieinenieieneeee s 714.10
Reissue application ...........ccocveiieneineneineseee 1455 After abandonment...........ccoeevvreinennnn, 711.02, 714.17
Rejection after allowance........... 706.04, 706.05, 1308.01 After all claims allowed ...........cccoceveviviieiivninininns 714.14
Rejoinder of claims...........ccccocevvnnnnne. 821.04, 1302.04(h) After allowance
Related applications, file wrapper/history notations APProval ......ccccevvvvviicieiciecein 714.16, 1002.02(d)
........................................................... 202.02, 1302.09 Canceling claim ..o 114,16
Reopening prosecution ...........cccccoeveieiencrennene 1308.01 Entry in part ... 714.16(e)
Review by examiner ..........ccccoevveneinencienene 1302.01 Examiner’s action ........... 714.16, 714.16(d), 714.16(e)
Review by primary examiner..........ccccoeveeveivinenns 903.07 EXCESS ClaimMS ...c.oovevevvie e 714.16(c)
Rewritten specification requirement................... 1302.02 Formal matters ........ccocoevvvvveivrennnn, 714.16, 714.16(d)
Secret application............ccocevvveeveieienieenen, 130, 1304.01 Handling.......cocoovvvveiieeeseec e 714.16(d)
Signing file Wrapper..........cccooveveninciices 1302.13 Mailed before allowance............cccccoevviriininn. 714.15
Special ..o 708.01, 710.02(b), 1301 Motion under Rule 41.208(c)(2) (formerly under Rule
Specification, clean copy required............cc....... 1302.02 (ORI (o) ] 7)) S 714.16(b)
Statement of iNVeNtion ... ieiiieieiieas 1302.01 Patentability pointed out ..........ccccoveivieriiieniennn, 714.16
Supplemental oath after ..., 603.01 Reason for adverse action................ 714.16, 714.16(d)
Terminology correspondence of specification and claims Renumbering claims .........c.ccooevvininiinennn 714.16(e)
........................................................................ 1302.01 Secrecy order application......................... 130, 1304.01
Title of INVENLION ..o 1302.01 After examiner’s aNSWET .........cccvveerenreerenreenennanns 1210
Title change by examiner.........ccocoovvvverivnnnnnnnnn, 606.01 After appeal, before examiner’s answer ........... 714, 1206
Title search, continuing application.............c.cccceene.. 306 After Board decision ............c.cce..... 1002.02(d), 1214.01
B L1 (=] 903.08 s 1214.06, 1214.07
Undelivered notice of allowance ............cccc.c..... 1303.02 After death of attorney or agent ..........ccoceeeeerereennn. 406
Withdrawal from issue (See Withdrawal from issue) After final rejection.................. 706.07(f), 714.12, 714.13
Withholding from issue, secrecy order application Examiner determines compliance with 1.121....714.18
................................................................ 130, 1304.01 Non-compliant amendment, treatment of................714
Allowance, Reasons for (See Reasons for allowance) After final rejection, entered in part..........cco.c..... 714.20
Allowed application (See also Allowance and issue) Applicants must Sign .......ccceeveverererercrenees 714.01(a)
DefiNition ..o 203.04 ALAllOWANCE. ... 714.15
Express abandonment of ...........c.ccccevvieneinnennen, 711.01 Attorney not of record..........ccceceevveinnnn, 405, 714.01(c)
File wrapper data ..........c.ccoeoeneininciiecce 1302.09 Basis in disclosure .........cccoeevveniinenne, 608, 706.03(c)
(0] (0 -1 T T [N 1306.03 2163.03, 2163.07
REJECHION ....ve v 1308.01 Before first action...........ccccecevvnnne. 608.04(b), 714.01(e)
Suggesting claim for interference ...........ccccooeevvenae 1003 Board rejection avoided ..........ccooevveneicienieennen, 1214.01
Allowed claim, rejection ........ccoccevvvveieneiesieneie e 706.04 By replacement paragraph or section ..........c..cccevevee. 714
By Board of Patent Appeals and Interferences ... 1213.02 By substitute Specification ............c.ccccvvvreiineiicnenns 714
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Amendment-- Amendment

Sec. No.
Canceled matter restored ..........cccccevvevnenne. 608.01(s), 714
Canceling all claims................ 706.07(h), 711.01, 714.19
Canceling appealed claims................ 1215.01 to 1215.03
Claim added, terminology basis..........ccccccceeee 608.01(0)
......................................................... 2163.03, 2163.07
Claim numbering ............ 608.01(j), 1302.01, 1302.04(qg)
Claims
Added in excess of number of claims previously paid
(0] S 607, 714.10, 714.16(c)
Clean Version .........ccceceeevvevcveennnenne 714,714.13,714.16
Marked-Up VErSIiON.........cccovvveireecieienese e see e 714
Status 1dentifiers........ocoveerreiennc e 714
Complete reply required ........cccccevvevennnne 714.02, 714.04
Consolidating pending claims.............c.cc...... 714,714.13
.......................................................................... 714.16
(000 o 1-] g oTo] o1 =1 714.07
Copying patent claim (See Claim presented
corresponding to claim of patent)
Crossing mailing of allowance............c.ccoceovvenne. 714.15
D-10 notice preceding........cccvveveiveriereereresesesnseennns 130
Date of receipt.......ccocevvecvreivnnnns 505, 710.01(a), 714.18
Date stamp
Office date ......oeverereeririrennn 505, 710.01(a), 714.18
TC receipt date ......ccocovvvireiiircee e 714.18
DEClaration........cocovernreierneenee e 602.01
Defective, directions for entry ..........ccccccevevveinennns 714.20
Delivered to wrong Technology Center................ 508.01
Discharged attorney or agent..........c.ccecevercienenne 714.19
Disapproval of preliminary amendment ........... 714.01(e)
.................................................................... 1002.02(d)
Disapproval of second or subsequent reply ......714.03(a)
DiSCOUIEOUS .....ovveveeeeieieeiieieeiee e 714.19, 714.25
Drawing ............ 608.02(p), 608.02(q), 1302.05, 1303.01
In reissue application...........cccoevvieiensienenisene, 1413
Drawing, disposition..........ccccceverevenernsnnnnnn 608.02(x)
Drawing, NeW Matter.........ccocoevvvvrerveennnn. 608.04, 714.19
DUPHICALE. ... 719.01(a)
Easily erasable paper forbidden................ 714.07,714.19
Entered in part........cccccoevvevinesnsese e 714.20
Entered in part, after allowance, 37 CFR 1.312
...................................................................... 714.16(e)
ENEY oo 714.18, 719.01(a)
Entry denied...........ccocovevrvrrinnnn. 714.17,714.19, 714.21
Appeal Case........ccevvvvrrineeeeeee e 1206, 1214.07
Drawing COrrection ...........ccoceeereeeniennieneneens 608.02(x)
Drawing NeW MAtter ..........cocoerererierireiereeiens 608.04
LISE ot 714.19
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Sec. No
Paper NUMDEY .......cccoeviieie e 714.21
Period for reply expired .........ccccoereieninnnnnienn 714.17
Preliminary amendment ............cccooeenenennn 714.01(e)
Second (or subsequent) supplemental reply.. 714.03(a)
Substitute specification unnecessary..... 714.19, 714.20
Unduly interferes with preparation of Office action
............................................................. 714.03(a)
ENtry direCtionS ......cccovvviiiiieiiecc e 714
DEfeCtiVE...ovviiciceeec e 714
Entry inadvertent...........ccocoevvinencienenneneesiees 714.21
Entry in ex parte reexamination.............ccceevvvennnne. 2234
Entry in inter partes reexamination............c.cc.cccueue. 2670
Examiner’s (See Examiner’s amendment)
Excess claims added............ccocvrvrvnnnene. 714.10, 714.16(c)
FaCSIMIle ..oooviiie e 502.01
Fees, additional ............ccocvvvvveiiiecieiececes 710.02(c)
File wrapper endorsement.............cc.cccue..e. 714.18, 719.01
Filed with application............cc.cccvveniincinenns 601.01(a)
Formal matters, compliance with ............cc.ccceene. 714.02
FUIlY reSPONSIVE ....c.vecvviieiiiciiseceeee e 714.02
HEAAING ..o 502
Immediate iNSPECtioN .........cccvveieieiiii e 714.05
IMProper SigNature .........cccccvvereineneicsesee 714.01(a)
............................................ 714.01(c), 714.01(d)
Ratification........cccceeevevivinicie e, 714.01(a)
INACCUNALE ..ot 707.07(h)
Incomplete reply......ccocoeevnenennnn 711.02(a), 711.03(a)
........................................... 714.02 to 714.04, 2266.01
.............................................................. 2666.30, 2671
Time for completing........cccccevevvennene. 710.02(c), 714.03
.................................................. 2266.01, 2666.30
Increasing claims in excess of number of claims
previously paid for..........c.ccccoevnnene. 714.10, 714.16(c)
INK, NOt PErMANENT .....c.vevieiecece e 714.07
Inspection by eXaminer .........ccccceveverevesiesnsnannns 714.05
Inventorship (See Correction of inventorship)
Jurisdiction of application not with examiner ....... 714.16
................................................................ 714.19, 1305
Late. e 710.02(d), 711, 714.17
Literature citation in specification.................. 608.01(p)
Manner of Mmaking ........ccccooeiiiinnic 714
Motion under 37 CFR 41.208(c)(2), Application in issue
..................................................................... 714.16(b)
Name change on file wrapper.......... 605.04(c), 719.02(b)
New matter........ccocoeeerirunnen. 608.04, 706.03(0), 2163.06
Non-compliant amendment, treatment of ................... 714
........................................................................ 1302.04



INDEX

American Inventors Protection Act (AIPA)--Anticipation rejection

Sec. No.
Nonentry (See also Amendment: Entry denied) ... 714.19
Not entered........coovvvveneiiniinesieneeeas 714.19,714.21
Not fully responsive...........ccccceceverennns 714.02 to 714.04
................................................ 2266.01, 2666.30, 2671
Not fully responsive, time to perfect reply ....... 710.02(c)
............................................. 714.03, 2266.01, 2666.30
Oath, Original .........cccceeviieiieicre e 602.01
Objectionable remarks............cccceevervennnne. 714.19, 714.25
OF ClaIMS....eoee e 714
Of SPecification...........cccvervirinene e 714
Office date stamp...........cccevruvnnene. 505, 710.01(a), 714.18
Paper NUMDET .........cccovvveieeece e 714.18
Patentability pointed out............c.cccceenee. 714.02, 714.04
Period for reply ends Sunday or holiday............ 505, 513
......................................................... 710.01(a), 710.05
Permanent ink required..........cc.coevvvvevenne. 714.07,714.19
Petition NON-eNntry ........ccccevvevieievcne s 1002.02(c)
Plant application ..o, 1610
Post Office address, Applicant.........c.ccccoevvennnens 605.03
Preliminary ......cccceeevevviiesie e 506, 714.01(e)
Canceling all claims..........ccccceenenee. 601.01(e), 711.01
Denial of entry....cccovevvviiiiiccecceee s 714.01(e)
EXCeSS Claims......cccooviiiiiiiieeece e, 506, 714.10
Filed with application ...........cccccoevniiiinnnnns 714.01(e)
Manner of making .........cccocevvvvvvivnvninsnenne, 714.01(e)
New matter added........... 601.01(a), 608.04(b), 702.01
Non-compliant amendment, treatment of ............... 714
PG-Pub application...........cccccooriiiiiiiciee 1121
Referred to in oath/declaration .............. 601.01(a), 602
To lessen filing fee ..o ivciicce e 607
Ratification
Signature defective ..., 714.01(a)
RECEIPL..ceveiveeeee e 501 to 505, 511, 512
Received after allowance....................... 714.15, 1303.01
Reexamination ...........ccccoevveriennn, 2250, 2666.01, 2672
REISSUE ..ot 714, 1453
Requirements of ..o 714.02
Residence change.........ccoovvviineiicnciicne 719.02(b)
RESPONSIVE ..o 714.02, 714.04
Return, after entry on file wrapper..........c.cccceeve.ee. 719.01
RIibbON COPY..ovvviiiiiiceee e 719.01(a)
Rule 1.312 (See Amendment: After allowance)
Second (or subsequent) supplemental reply......714.03(a)
Several filed on same day ........cccocevvvevvneinennnne, 714.18
Signature improper ..........cceeeeeeveene. 714.01(a), 714.01(c)
...................................................................... 714.01(d)
Signature MisSing........coceovvereeneneieseree e 714.01(a)

Sec. No.
Signature required .........cccceveevviesesiesseese e 714.01(a)
Signed by applicant, not by attorney or agent of record
............................................................. 714.01(d)
Signed by attorney or agent not of record .405, 714.01(c)
Statement of allowability by Board..................... 1213.01
Supervisory primary examiner.... 714.13, 714.16, 714.18
Supplemental..........cccoooiiiiinn e, 714.03(a)
Support by original claim...........cccccoeevnennenen. 608.01(1)
Telephone NUMbBEr.......cccovevereveneienine 713.01, 714.01
Unduly interferes with preparation of Office action
..................................................................... 714.03(a)
Unmatched with application file ...............cc.cc.e... 508.03
UNSIGNE ... 714.01(a)
Ratification of ........c.cccooevvinenn 710.02(c), 714.01(a)

American Inventors Protection Act (AIPA) (See Statutes:

Public Law 106-113)

American National Standards Institute (ANSI).......... 608.02
Amino acid sequence (See Biotechnology; Nucleotide
sequences)
Analogous Art .......ccceeeeveinenn, 904.01(c), 1302.14, 1504.02
...................................... 1504.03, 2131.05, 2141.01(a)
Analysis of Claims ..., 904.01
Answer, Examiner’s (See Examiner’s answer)
Answer all matters traversed ..........ccoceevevervcnienn 707.07(f)
Antecedent lacking (See also Indefinite claim) .......... 706.03
............................................. 1302.01, 2173.05(e)
Anticipation rejection............ 706.02(a), 707.07(d), 1504.02
....................................... 2131, 2132, 2133, 2136
Affidavit to OVercome ........ccocvevevereveneveneneens 2132.01
ANalogous art........ccccevvevevenenene e 1504.02, 2131.05
Definition Of ..o, 2131
GENUS-SPECIES. ...c.veviieieierieiete et 2131.02
Generic chemical formula..........cccocovvevviivininnne. 2131.02
Meaning of
“BY Others” ..o 2132
“IN thiS COUNTIY™ ..ot 2132
“Known or used”.........ccoceoeeneinnnennn. 2132, 2133.03(a)
“Patented in this or a foreign country”.................. 2132
Multiple references, when permitted................... 2131.01
One year grace Period .......c.ccvecvevvevvereresieneseseneenns 2133
On sale (See On sale)
Ranges claimed ... 2131.03
Rejections based on publications and
PALENTS .. .eeeieieee e 2133.02
Prima facie Case ......c.ocoovvveveivnencie e 2132.01
Public use (See Public use)
Secondary considerations, evidence of................ 2131.04
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A.P.C. publications-- Applicant

Sec. No.

A.P.C. publications (See Alien Property Custodian (A.P.C.)
publications)

Apostille (See also Oath; Declaration)........... 301, 409.01(b)
........................ 602, 602.04, 602.04(a), 604, 604.04(a)
Apparatus, Process or product and.... 806.05(¢) to 806.05(g)
APPEAL ... Chapter 1200
ADandonNmMENt..........ccovviiiiiiree s 1210
Actions subsequent to examiner’s answer ............... 1210
Administrative handling ..........ccccoevvniininnnnn, 1203
Affidavit after appeal.............c......... 1206, 1208, 1211.03
Amendment after examiner’s answer ..............c...... 1210
........................................................................ 1211.01
Amendment before examiner’s answer.................... 1206
Amendment for purpose of ............c.ce...... 714.12,714.13
Amendment makes application allowable ............... 1206

Answer, Examiner’s (See Examiner’s answer)

BIIET e 1206
In ex parte reexamination...........ccoceeevencrenienne. 2274
In inter partes reexamination................. 2675, 2675.01
IN TRISSUB vt 1454

BY patent OWNEr .......cccovvviiiieiiie e 1204

Cancellation of withdrawn claims ..........cccce.... 1214.05

Civil Htigation.........coooveiiiiiice e 1216.02

Claims copied from patent, time limit .............. 710.02(c)

Claims included .........ccccoovvnvvniinciniennn 1205, 1205.02

Composition of the Board.............cceevevvevvevcieiennenn, 1202

Concurrently with interference ............ccoccoovenenne 1210

Concurrently with prosecution before examiner...... 1210

CoNferencCe.....cccveeceeevie e 1207.01, 1302.14
In inter partes reexamination...................... 2676, 2677

Correspondence address for litigation......... 501, 1216.01

COUI e 1216

Court, Federal Circuit..........ccocveerviiveeiec e, 1216.01
Of an inter partes reexamination................ 2682, 2683

Decision by Board ...........ccccevvivviviveienieeeieneseieens 1213
Of an inter partes reexamination................ 2681, 2682

DiSMISSal.......coeiiiiiiiiie e 1215.04

EXaminer reversed ..........ocooeveveneveneneseneennenns 1214.04

Examiner sustained ..........cccooeveireneicneneieneens 1214.06

EXamINer’s @nNSWEN........ccccovverieenenieeseeee e 1207

Failure to prosecute appeal ..........ccccovveevrervrennn. 1215.04

Fee (See also Fee) .....cccoevvveienienen. 1204, 1204.01, 1205

From Board decision.............cc.ceeverennen. 1216 to 1216.02

Inter partes Reexamination..............c..c....... 2674 to 2680
FIOWChArtS ..o 2601.01

INrOAUCTION.....coviviieiiccece s 1201

JUFISICTION....ceiiii e 1205.03, 1210
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Sec. No.
Matter subject to........ccovevvevvereernennn. Introduction, 706.01
Multiplicity rejection.........ccoccevcvrievrvriscnnene, 2173.05(n)
New ground of rejection by Board...................... 1214.01
New ground of rejection by examiner in examiner’s
ANSWEN ...evvieeeee et 1207.02, 1207.03, 1208
New matter affecting claim..........cccccooeeenennne 608.04(c)
NOLICE OF .. 1204
Oral NEANNG......vcviverieiieieere e 1209
Reexamination, eX parte .........ccocevevervnrsneennnnn. 2276
Reexamination, inter partes..........cccocevcvvvvveennnnn. 2680
Order for complianCe ........ccovveveveverinse e 1210
Patentability report case ......cc.ccoeevverveeseennn, 705.01(a)
Primary examiner’s attention ...........c.c.ccoeevveneenen. 1004
Procedure after Board decision ................. 1214, 1214.01
...................................................... 1214.03 to 1214.07
Protestor participation .........ccccccceveveviesiesnsnnnnns 1901.07
Publication of Board decision ............ccccccevvevennen. 1213.03
Real party in interest ........c.ccccooevevnnene. 1205.02, 1207.02
Rehearing by Board..........c.ccocecvrennnnn 1214.01, 1214.03
Reexamination, ex parte.........cccevevererenesesesnnne 2273
Reexamination, inter partes...........c.ccoceu..e. 2674 to 2680
Remand by Board.............ccocenerinnnenn. 1208, 1210, 1211
.......................................... 1211.01, 1211.02, 1211.03
..................................... 1212, 1213, 1213.02, 1214.01
..................................... 1302.14, 2143.03, 2274, 2275
................................................................... 2681, 2682
Remand by Federal Circuit ..........cccocooveiiiinnnnnns 1216.01
Remanded application made special ..................... 708.01
Reopening of prosecution........... 1207.05, 1208, 1214.07
..1211.01, 1213, 1213.02, 1214.01, 1214.04, 1214.07
Reply brief to examiner’s answer............c.ccoceevvevenne. 1208
Requirement by board to address matter .................. 1212
Secrecy order application ............c.ccoceevrenae 130, 1304.01
SIR @ppliCation.......cccooveiriiiiiicic e 1105
Statement of allowability by Board..................... 1213.01
Supplemental appeal brief.......c..ccooviiiiiinine. 1207.02
Supplemental examiner’s answer .............. 1207.05, 1211
Suspension pending civil action or federal circuit appeal
inrelated Case ......ccvvrvirercr e 1213
Time for filing brief.........ccccooviiieie 1205.01
Withdrawal.............ccceu.een. 711.02(b), 1215.01, 1215.02
Withdrawal of final rejection ..........cc.ccocoeviiiiinnn. 1207
Withdrawal, partial...........ccccocvrevrrnnnnne. 1214.05, 1215.03
Appealable matter not petitionable...................... 1002, 1201
Appendix, computer program listing................ 608.05, 1121
Appendix, multiple claim Sets ........ccccoveivvercieneiieen, 1121



INDEX

Applicant--Application

Sec. No.
Applicant (See also Inventor; Pro se applicant).............. 605
Abandonment notification .............cccccceevenenn. 711.04(c)
Administrator or executor......... 409 to 409.01(f), 605.05
Age, special Status.........cccoveieieiiienieieeee e 708.02
CItiZENSNIP ..o 605.01
Common, at least one.......... 201.03, 201.11, 706.02(f)(2)
............................................. 706.02(k) to 706.02(1)(3)
Comments on statement of reasons for allowance
........................................................................ 1302.14
DiSCOUMESY .vvevveieiesiesiesieeieeie e 714.19, 714.25
Health, special status..........cccceeviiveivereciciercienens 708.02
HEIM e 409.01(a), 409.01(d)
International application .............cccccocivienne 1805, 1810
.................................................... 1817.01, 1820, 1821
JOINt .o 201.02, 201.03, 2137.01
Mailing address.........ccvvvvrvivsineeeieeere e 605.03
Name change ........cccoceveveveinieennas 605.04(c), 719.02(b)
Other than inventor ............... 409 to 409.01(f), 409.03(b)
Post Office address .......cocovvvvvvrvnivnieeieeee e, 605.03
POWer t0 INSPECE.......cverveevere e 104, 106
Reply (See Amendment; Reply)
REQUIFEMENTS ..o e 2137.01
RESIABNCE ...t 605.02
Self prosecuted application................... 707.07(j), 713.01
Signature........ccceeveveeenenn, 605.04(a), 605.04(e), 605.04(f)
Small entity StatuS.........cccevevvevieievere e 509.02
SOIB ot 201.01
Application
Abandoned (See Abandoned application)
Abstract of the disclosure............cccocevveverernennn. 608.01(b)
Acceptance 0f 37 CFR 147 ....ccoeovveviieniene, 409.03(h)
Acknowledgment...........cooriiiiiiiiiicienen, 502.05, 503
AdAress MiSSING ...c..cvvverririnieireee e 403
Allowable except as to form...................... 706, 710.02(b)
Allowed
Definition......ccccovviviiiiicsese s 203.04
File wrapper data ..........ccocooviveiiinciicieen, 1302.09
OFAErING..cviveieieiiriece e 1306.03
REJECLION......ccvveveeeceeeee e 706.05, 1308.01
Amended definition ... 203.03
AITangement ........covvereenerieenereseneee e 601, 608.01(a)
Design application.................... 1503, 1503.01, 1503.02
Assigned (See also Assignee; Assignment)
AACCESS. ..ottt 106
AHTOWANCE. ... 307
Conflicting subject matter........ 706.02(f)(2), 706.02(K)
706.02(I) to 706.02(1)(3), 706.03(k), 822,

Sec. No.

2304.05
Inventor deceased...........coveevireiiiiiniencnne 409.01(e)
Assignment for examination
Office of Initial Patent Examination (Office of Patent

Application Processing) ........ccceoevererseneens 504
Assignment to examiner for examination......... 903.08(b)
Assignment to Technology Center

for examination .........cc.ccecevenens 504, 903.08, 903.08(e)
Background of the invention ...........c.ccccccevennee 608.01(c)
Best mode........cooveiiinciiiie 608.01(h), 706.03(c)
Brief description of the drawings...........c..cc....... 608.01(f)
Brief summary of the invention........................ 608.01(d)
British English spellings..........ccccovvveniinciiennn 608.01
Certified COPY...oovvririeiiie 608.01
Claim omitted.........ccooveviviienrcircrcececese e, 601.01(e)
Claim terminology .......ccccoovvveivivciiererese e, 608.01(0)
Claims ......ccovvvrieninnns 608.01(i) to 608.01(n), 706.03(k)
Clarity and completeness, examiner’s action........ 707.07
Classification in Technology Center ................ 903.08(b)
Common ownership ............ 324, 706.02(f)(2), 706.02(k)

.............................................. 706.02(1) to 706.02(1)(3)
.................................................................. 709.01, 822
Completeness .................. 201.03, 201.06(c), 506, 601.01
.................................................... 601.01(g), 608.01(p)
Conflicting, same applicant............cc.cceevevnne. 709.01, 804
.................................................................. 822, 822.01
CONENt......oviieee Chapter 600
Continuation (See also Continuation) .................. 201.07
Continuation-in-part
(See also Continuation-in-part)..........ccccceevvennns 201.08
DESION it 1504.20

Continued prosecution (CPA) (See also Continued
prosecution application (CPA))

DESIGN .o 201.06(d), 1502.01
Continuity between applications .............cc.cccveeee 201.11
Control of aCCESS......evvvriririiiieiceees 101, 103, 106
COPENAENCY ...t 201.11
Copending, Design ........cccccovverereienieniseneneeennes 1504.20
Correction of inventorship .........ccccceeevereienennenn, 201.03
Cross-noting

Data of parent application in file wrapper or PALM

bib-data sheet or PALM database............cc.ccvnneee.

.......................... 202.02, 719.02, 719.07, 1302.09
Data of related application, updating ................. 201.11
Foreign application, file wrapper/history notation

................................................................... 202.03
Foreign application, oath....................... 201.14, 202.04
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Application-- Application

Sec. No.
Description of the related art..............cccccevvnnee. 608.01(c)
Design (See Design application)
Detailed description ...........ccccceveveiciencneiennn. 608.01(g)
DiStriDULION ... 508
Divisional (See also Divisional application)......... 201.06
DESION.c.vivee et 1504.20
Drawings, NECESSAY .......cccververrereereereereereesnenns 601.01(f)
MisSing fiQUIeS .......oocvveiiriiicee e 601.01(g)
Effective filing date ........ccccceeveverennnne 706.02, 706.02(a)
Electronic submission of (EFS-Web) ................... 502.05
English language........ccccovvveevcnieicse s 608.01
EXamination........ccccovevevevcne i, Chapter 700
EXAMPIES.....oiiiiiiiieee e 707.07(1)
Facsimile transmission...........ccocvevvevvvveienrerenennn, 608.01
Fee, filing (See also FEE) ...ccovvvevevvreieverese e, 607
Field of the invention..........cccocoevv v, 608.01(c)
File wrapper continuing (FWC)........cccccceevennee. 201.06(b)
Filing date.......ccocovveiviiicienennen, 201.11, 503, 505, 511
EFS-WED ....ocviiiiiic s 502.05
Filing receipt (See also Postcard, self-addressed)...... 503
Five year pendency ......c.ccccoeevveevvesvnerenne 707.02, 708.01
FONt . 608.01
Foreign (See also Foreign application). 201.13 to 201.16
FOMMLciiicc e Chapter 600
Government-owned
SPECIAl ... 708.01
Incomplete ... 203.06, 506, 601.01(d)
.................................... 601.01(e), 601.01(f), 608.01(u)
Definition.....c.cocveieiiccee e 203.06, 506
INformal .......coooiieiii 506, 702.01
DefiNitioN.....ccoviiiieecee 506
Primary examiner’s attention required ................. 1004
SEArCh ..o 702.01, 704.01
SPECIAL ... 708.01
INSPECLION......oiiie e 103
International (See International application)
International Convention (35 U.S.C. 119) ............ 201.13
Invalid 0ath ........ccocovvvviiee e 604.06
Issue fee not paid (abandoned) .........c.ccccvenenee. 711.03(c)
Issue simultaneously with another application ... 1306.02
JURISAICHION. ... 1305
Mode of Operation...........c.ccoeevvercinenciiene 608.01(h)
National application...........cccocevevvrenniencneieneee 201
National stage application............ccccocvvvrieviviininsnnnne, 201
New, definition ... 203.01
Nonprovisional ...........ccccocevviieiennn, 201.04(a), 506, 601
NUMDET ..o 502, 503, 506
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Sec. No.
Status of application using ..........cccceeevvvevvnene, 101, 102
Omitted items....201.17, 601.01(d), 601.01(f), 601.01(g)
Ordered examination.............c.cc....... 707.02, 708, 708.01
Overlapping
Common ownership................. 706.02(f)(2), 706.02(k)
....................................... 706.02(1) to 706.02(1)(3)
.................................... 709.01, 715.01(b), 804.03
........................................................................ 822
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Applicant’s......ccccceevervee, 707.05(b), 707.05(d), 1302.12
Complete data.........cccevvevvienecieiiecieeesese e 707.05(e)
Copies furnished..........ccocooeriniiiciiicicie e, 707.05(a)
COITECLION... e 707.05(g)
Correction, period for reply.........ccccovvvvcrenvnnnnn 710.06
CrosS referenCes .....cvevevere e 707.05(e)
Data USed.......cccovvvrveieieircnie e, 706.02(a), 707.05(e)
Decisions, orders, notices, memoranda................. 707.06
Defensive publications............c..ccce...... 711.06, 711.06(a)
Electronic RESOUICES........ccevvvvrerieerieicicnieias 707.05(e)
EXamINer’s aNSWET .........coverirreiennrerinesreenesneeens 1207
Foreign language documents............c..ccoceevvrveenane. 706.02
Foreign patent data...........ccccceeeunne. 707.05(e), 901.05(a)
Foreign printed applications...........cc.ccoeeeveneee 901.05(b)
Form PTO-892 reproduced ..........ccccevvevvrerennnne. 707.05
INCOITECE v 707.05(g), 710.06
Literature, in specification.........c..ccccoceveivrennn. 608.01(p)
Mailing copy to patent owner......................... 2206, 2208
MeMOrandumM ........ccooveiveeee e 707.06
NOLICES .. 707.06
Order of lIStiNg ...coovevveeiveierecc e 707.05(c)
OFUBIS ...ttt 707.06
Patents series, U.S. (See also Patent) ................... 901.04
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Citizenship of applicant-- Claim

Sec. No.
Periodical .........cccovevveiveierence e 707.05(e), 901.06
Prior art effect of international application ...... 706.02(a),
........................................ 1857.01, 1896, 2136.03
Prior art in application ..............c........ 707.05(b), 1302.12
Prior art in patent .........ccoceovvreinnenn 1920, Chapter 2200
Confidentiality ......c..ceovvivevererinie e 2202, 2203
CONEENT .. 2205
Court deCISION........ereiieieiee e 2207
Handling ......cooviiinieeee s 2206
Parties Who may Cite........ccoceovveriininiiiiiicne 2203
Service on patent OWNEr ........cccvvvvrververeereneneens 2208
Time for filing ..o 2204
Publications.........cccocoveiiiiiiiiicee e 707.05(e)
RETEIENCES. .....oevieciceceeee e 707.05
Allowance in first action.........ccccoceeeveiienenne 1302.12
From applicant.........ccccocevevvvrnnnnnn, 707.05(b), 1302.12
Citizenship of applicant...........cccccoov i 605.01
Civil action under 35 U.S.C. 145 .....1214.07, 1216, 1216.02
Civil action under 35 U.S.C. 146 ........ccccervvrvrncnenas 1216
ClaiM .o 608.01(i), 608.01(k)
“Adapted for” clauses in ........ccccceveveveiennnn, 2106, 2111.04
“Adapted to” clauses iN..........cccecevereevnnn. 2106, 2111.04
Added by amendment ..........ccccoiiiiiiiiiienenn. 608.01(0)
Results in change of inventorship.............c....... 201.03
Added in excess of number of claims previously paid for
.......................................................................... 714.10
After prosecution closed ............ccocveennee 714.16, 714.19
After prosecution closed, near end of time period
.......................................................................... 714.20
AQOregation ........ccccceevvrviiesinsieeeereeere e 2173.05(k)
Allallowed..........ccovrieiiieee 710.02(b)
All canceled ... 711.01
Allowable except as to form...................... 706, 707.07(a)
.............................................................. 707.07(j)
Allowed, Rejection of .......ccccevevviiieinne 706.04, 706.05
Allowed, Withdrawn appeal ............ccccvvevrnnnne. 1215.02
Alternative phrase (See also Indefinite claim)
..................................................... 2173.01, 2173.05(h)
Amendment of (See also Amendment).............c........ 714
ANAIYSIS v 904.01
Antecedent basis (See also Indefinite claim)..2173.05(¢)
Basis in description.........c.ccoeevveiicnennns 608.01(0), 2171
Basis in disclosure ........ccccoevvveeeeecieeecveennnen, 608, 2163.03
Breadth........ccovevnicinn 2163.05, 2164.08, 2173.04
Broadening in reissue application........ 1412.02, 1412.03
Dependent claim .........ccccooevvivenninincciene, 1412.03
Cancellation by examiner after appeal................ 1214.05
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Cancellation results in change of inventorship......201.03
Change after Board statement of allowability .....1213.01
Combination, 0ld..........cccooeveiriniiiiee 2173.05())
Combination and subcombination.................... 806.05(a)
ComMPriSINg...c.coveeeiriecireee e 2111.03, 2173.05(h)
Considered in deciding reexamination request
................................................................... 2243, 2643
Consisting essentially Of...........ccoccoveiiiniinennns 2111.03
Consisting of ........cccocvvviviiniiien 2111.03, 2173.05(h)
Construed in light of specification ................... 608.01(0)
.......................... 707.07, 804, 2106, 2111.01, 2111.03
....................... 2129, 2145, 2164.08, 2173.05(a), 2184
Copied from patent (See Claim presented corresponding
to claim of patent)

Correspondence with disclosure........... 1302.01, 2173.03
Defined by specification, term ...........cc.ccoevevennene 2111.01
Dependent .........ccoooeiineiie e 608.01(n)
Dependent, objected to when improper............ 608.01(n)

.......................................................................... 706.01
Dependent on canceled or rejected claim......... 608.01(n)

.......................................... 706.01, 707.07(j), 1214.06
Design application............c.ccooevineninennene 1503, 1503.01
Differing only by functional statement................ 2173.05
Diminishing SCOPE........covvirirerreneire e 2173.05(h)
Disclaimer ........ccocvvevevvevieicieiesenn, 706.03(u), 710.02(d)
Double inClusion ..o, 2173.05(0)
Duplicate .......ccooeveivniniiieicee 706.03(k), 2173.05(0)
Each mentioned in letter...........ccocooneiiinccnen. 707.07(i)
EQUIVAIENCE ..o 2183
Excess added by preliminary amendment over number of

claims previously paid for ..o 714.10
Excess over fee after notice of allowance ........ 714.16(c)
Fees, dependent........cccoovvveivineiincneincnee 608.01(n)
File wrapper notation ............ccccoeevvienerinennennen, 1302.09
Foreign priority (See also Foreign application).....201.13

.......................................................................... 201.14
FOMM e 608.01(m)
Function of machine.........c.ccccocveriininiennn, 2173.05(v)
Functional.........cccccooevviininnnecce, 2114, 2173.05(g)
Generic (See also Generic claim)............cc....... 806.04(d)

................................................................... 2173.05(h)
Illustrated by drawing.................... 608.02(d), 2173.05(s)
Improvement (i.e., Jepson claim) .........ccccccevvennnnn 2129
INACCUIALE ..o 2173.03
Incomplete......coovvereievccie e 707.07(j), 2172.01
INdefinite ....ccoooviecieeece 706.03(d), 2173
Independent...........ccoeeieenine i 608.01(n)
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Claim presented corresponding to claim of patent--Class definitions

Sec. No.
INAEX 1t e 719.04
Indirect limitation ..........cc.cccovvvnene 706.03(d), 2173.05(f)
Informal ..o 702.01
International application ... 1824
Interpretation................ 2111,2111.01, 2111.02, 2111.03
JEPSON .ottt 2129
LinkKing......cooovvvneienieinieee 806.04, 806.05(c), 809,
......................................................... 809.03, 821.04(a)
Linking, GENEFiC.......ccovvvreereiicniens 806.04, 821.04(a)
Linking, Traverse of rejection............c.cccevnnene. 818.03(d)
Markush .........ccceeeveviennnesreene, 2173.05(h), 2173.05(0)
GENEIIC c.vivieviieieti et 803.02
SUDGENUS. ...ttt 2173.05(h)
SUPPOIT .o 608.01(p)
Means (See also Means) .......ccccvvveveeereereiesesnneens 2181
MISSING 1.vvvreeeeeee e 601.01(e)
Multiple dependent..........cccvereeiviinienniinennns 608.01(n)
MUItIPHICItY .cvvvicicc e 2173.05(h), 2173.05(n)
Negative limitation ..o, 2173.05(i)
New matter.........ccocvvevrvrnnnnns 608.04, 706.03(0), 2163.06
Reissue application..........ccccovervenenecneenns 1411.02
Nonelected invention...........cccccceeeevieceeienenn, 706.03(m)
............................................ 821.01, 821.02, 821.04(a)
Nonelected invention, Added..........ccccceverirenennn 821.03
NONSLALULOTY ...vvevveveeeieiecc e 706.03(a)
................................................................ 2105 to 2107
Nonstatutory, Cancellation ............cccccceceeeeee 1302.04(b)
NUMDBEIING . 608.01(j)
Objection contrasted with rejection ...................... 706.01
Official Gazette (O.G.)..ccccevevvvereirrreeeieeenn 1302.09
Omnibus claim........cccoeviieiiice e, 2173.05(r)
Ordinary and customary meaning............. 2106, 2111.01
OFIgiNal ....ccvoviiiiieiie s 608.01(1)
Patentably diStinCt...........ccocooviniiiiniiiin 706.03(k)
Plain meaning of claimterm..........ccccccoevvvinnnene 2111.01
Plant application ..........ccccoovvvrernieneniseiens 1605, 1610
PIUFaL.....coiiiic s 706.03(k)
Priority (See also Foreign application) .... 201.13, 201.14
Product, Functional ............ccccocevvvinniiencieneee 2114
Product by process........ccccevvevverervenienn 2113, 2173.05(p)
Prolix (See also Indefinite claim) .................. 2173.05(m)
RENGES ... 2131.03, 2145.05
Reference numerals included....... 608.01(m), 2173.05(s)
Reissue application
NUMDENING ..o 1453, 1455
Original claim subject to reexamination............... 1440
Printed in Official Gazette ............ccccevevereinnnnnn 1455
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Same invention as original patent.................... 1412.01
Underlining and bracketing............cc.ccccee. 1453, 1455
REJECTION ..o 706, 2121 to 2186
Relative terminology ..........cccccevvneiienennnen, 2173.05(b)
Renumbering at iSSUe .........ccccecvvennane. 608.01(j), 1302.01
Renumbering dependent................... 608.01(n), 1302.01
Single Means ... 2164.08(a), 2181
Single SENENCE.........cvvviiiieee e 608.01(m)
Species, how recognized.................. 806.04(e), 806.04(f)
Species (plural) added ..........cccocovviriniinennne, 818.02(b)
Statutory requIrement........ccocveeeveeesieeeeiesneennns 608.01(k)
Subgenus (Markush type).........cccocvvnenenienn 2173.05(h)
Subject matter eligibility ...........c.ccovininennnn, 706.03(a)
Suggested for interference............ 2304.03 to 2304.04(b)
Failure to make .......cccoovvvvveviiecievccece e, 706.03(u)
Time limit.....ccoo s 710.02(c)
Summary of invention, consistent................... 608.01(d)
Terminology basis in description ............c........ 608.01(0)
..................................................... 2173.01, 2173.05(a)
unsupported.......cccoeveveieveneneee 2163.01, 2173.03
USE ClaiMS ... 2173.05(q)
Vague (See also Indefinite claim)..706.03, 2171 to 2173
Varying SCOPE.....cerveirrerieinienieesre e 608.01(m)
“Whereby” clauses in........ccccvevvivrevivennnne. 2106, 2111.04
“Wherein” clauses in........ccccoovveireniennen, 2106, 2111.04
With motion granted in part ..........cccocveeveniencnnns 714.20
Withdrawal of appealed claim.............. 1214.05, 1215.03
Claim presented corresponding to claim of patent (See also
Interference).......ccvvvvericneiicnnn, 710.04(a), 2304.4(a)
Appeal of reJeCtion.........cccccevvvvieiie s 1210
Disclaimer rejeCtion .........ccoceevvveiieieneneneniens 706.03(u)
Late amendment..........coeeveieninenieieee e 714.19
Not a reply to Office action.............cccoevvrennn 711.02(b)
Patent in different Technology Center ........... 2304.01(b)
Period for reply ......ccccoevvvvvvinennnne. 710.02(c), 710.04(a)
Prosecution Closed..........cocevriiiniieieic e, 714.19
REJECTION ..o 2303
TC Director’s attention ..........ccccceveveevevrivriesnenne 1003
Rejection, Failure to reply t0........cccocevvveienene 706.03(u)
SPECIAL....eiviiici e 708.01
TC Director’s attention required ..........ccocoeeveereenns 1003
Time limit for reply ... 710.02(c)
Claiming same invention.................. 706.02(f)(2), 706.02(k)
...................................... 706.02(1) to 706.02(1)(3), 715
(08 F T T o] o TS 903.02(h)
Class, transfer .......ccvvviiiicic s 903.05
Class definitions .........ccooeeeeeienine e 902.02
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Classification-- Common applicants

Sec. No.

Classification (See also Patent classification) ....Chapter 900
Application (See Classification of application)

BaSIS ...t e 903.02
BUITEEIN ... 902.04
Definitions ......ccccovverviniiiciceicees 902.02, 902.02(a)
(D= [ o (R 903.09(a), 1503.01
Examiner (See Classification examiner)
FOreign patents.........cceceverenenenene e 903.03
Harmonized subclasses...........coovvevveiiennnn 903.06
Index to U.S. Patent Classification ................... 902.01(a)
Classification, International.............ccccooeeevninen. 903.09
INAICES. .ttt 902.03
INFOrmMation ..o, 902.03(a)
Insight on USPTO Local Area Network........... 902.03(c)
International ... 903.09
Issue classification form/sheet/slip ......903.07, 903.07(b)
............ 903.09, 903.09(a), 1302.09, 1302.10, 1302.13
Locarno International............ccccooeienciincnnnn. 903.09(a)
MaNAOrY .......coeviireiie e 903.07
MEANUAL ... 902.01
Patent classification Home Page on the Internet
...................................................................... 902.03(a)
Nonpatent literature ...........ccooevoeeiiiiieniicceies 901.06
Numerical iINdeX........ccoeviiriiiiriescne 902.03(c)
OFUEIS .. 902.04
Patent, Change of .........ccccceviiiiiiie i, 903.05
Patent Classification Home Page on the USPTO Intranet
...................................................................... 902.03(b)
PHINCIPIES ..o 903.02
REVISION ....covvcveieee e 903.02(a), 903.02(b)
Rules governing applications...........c.cccceeveenen. 903.08(e)
Statutory authority ........ccoccovveiiiiciicnccees 903.01
SUBCIASS HSES ..o 902.03(c)
Classification examiner
Decision on classification............. 903.08(d) to 903.08(e)
Patentability report..........cccoovvvviineiiiencinenn, 705.01(a)
Classification of application............ccccccoeovrenae Chapter 900
Allowed application............c.ccoeuneen. 903.07 to 903.07(b)
.............................................................. 1004, 1302.10
Amendment affecting .........ccccceevvvvvviviccieiennn, 903.08(c)
Borderling .......cccoeeeieieniic e 903.08(a)
By applicant ..o 601
Cross-referenCing........ocooveveveeenennieneneie e 903.07(a)
DiSPULEd......cveeereieiere e 903.08(a), 903.08(d)
File wrapper data .........cccocoeeieveneneninescsens 719.03
Improperly classified ..., 903.08(a)

In another Technology Center at allowance
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............................................ 903.07(b), 903.08(a)
New application, by Office of Initial Patent
Examination (Office of Patent Application

Processing) ......ccccccvevveeennenn 903.08(a), 903.08(e)

New application, by SPE.........c.ccccocvinnienecnn. 903.08(b)
Post clasSifier .......ccoovvvviviiveieiiieieins 903.08(e), 903.10
Preliminary ... 601
RUIES QOVEINING ..o 903.08(e)
Transfer to another Technology Center............ 903.08(a)
..................................................................... 903.08(d)
Classifier, POSt........ccccoovviviviivnieeieriescnies 903.08(e), 903.10
Clean copy of specification ................... 608.01(q), 1302.02
Clearance for new law interpretation.............. 1003, 1207.02
Closed prosecution except for formal matters......... 707.07(j)
................................................ 710.02(b), 714.14
Prosecution not closed........c.cceeveiveveicneninnnenn, 707.07(j)

Closing of U.S. Patent and Trademark Office....201.13, 510
Code of Federal Regulations (CFR) (See Rules, Patent
(Code of Federal Regulations))

Coinventor, Power of attorney..........ccccceeeveevevneninnnnns 402.01
Collateral estoppel (See also Estoppel) .........cc......... 2012.01
Ex-parte reexamination ............coccoeeeenerenenienneeniens 2259
Inter partes reexamination ...........c.ccocceveevereinnnenn 2659
Combination and aggregation............ 2173.05(j), 2173.05(k)
Combination and subcombination......................... 806.05(a)
............................................ 806.05(c), 903.02(b)
Comments on tests or examples .........c.cccvereennen 707.07(1)
Commercial activity as on sale (See also On sale)
........................ 706.02(c), 2133.03 to 2133.03(e)
Commercial exploitation as on sale
(SeealsoOnsale) ......ccccceverennns 706.02(c), 2133.03(e)(1)

Commercial success of invention, affidavit alleging (See
also Affidavits, traversing rejections (37 CFR 1.132))
........................................................... 716.03, 1504.03
Commissioner for Patents
(See also Office of the Commissioner for Patents)

............................................................ 409.03, 708.01
................................................ 720.01, 720.02, 720.03
Duty of Disclosure to ........cccecevvevevevenesesnnienns 2001.03
Mailing address ......c.coevveveierere e 501
Statutory DasiS ........cccovvieiiieiire 1001

Commissioner initiated reexamination (See Director
initiated Reexamination)
Commissioner for Trademarks

Petitions decided DY ........cccoceeiviiiieiiieinn, 1002.02(i)
Commodity Control List (CCL) .....ccoevviiriiiiieieren 120
Common applicants........ 715.01(a), 706.02(f)(2), 706.02(k)
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Common knowledge, use in rejections--Continuation

Sec. No.
....................... 706.02(1) to 706.02(1)(3), 709.01, 2137
Common knowledge, use in rejections..................... 2144.03
Common ownership ......706.02(k), 706.02(1) to 706.02(1)(3)
............................................................................. 2137
Conflicting claims..........c.ccovvrvinennne, 303, 706.02(f)(2)
.......................... 706.03(k), 709.01, 804, 822, 2304.05
Evidence required for establishing................ 706.02(1)(2)
Common representative for international application ...........
................................................................ 402.09, 1807

Communication with suspended or excluded attorney or

- 1= | SRS 105
Communications, official mailing address for ............... 501
Communication via Internet e-mail...............cccovenes 502.03

Comparative tests (See also Affidavits, traversing rejections

(37 CFR 1.132)) .ot 716.02(b)
Complete application ........ 201.03, 506, 601.01 to 601.01(g)
Complete British specification............ccccceevvvnninnnenn, 201.15
“Comprising” as transitional phrase.............ccccc...... 2111.03
“Comprising” in Markush claim ...........ccccoccoen.e. 2173.05(h)
Compact disc submissions ................ 608.05, 2421.04, 2425

Amendments t0.....cocovvvrereiene e, 608.05, 2426
Computer programs ..........cccceereeereerennens 608.05(a), 2425
REQUIrEMENTS ....ceeieiieeiieeeee e 608.05
Sequence LiStingsS .....ccovvveereneieneneeie e 1823.02
................................................ 2420, 2422.03, 2424.01
Tables. ..o 608.05(b), 1823.02, 2424.01
Computer generated iCONS.........ccccceveriiercninnnnne 1504.01(a)
Computer programs or software
Adequate disClosUre..........cocovreneiiiinece, 2164.06(c)
Affidavit practice........cccoevvviveverenerie e, 2164.06(c)
BeSt MOE ....ccvvvvieiee e 2161.01
Deposit of listings........ccccoevvvrerennnne. 608.05, 608.05(a)
Enablement ... 2161.01, 2164.06(c)
Patentable subject matter ..........ccccovvevevereinirnnn, 2106
Printed in PG-PUb ..o 1121
Undue experimentation...........cocoeevereierieennn. 2164.06(c)
Written description .........cccoceveeveinenciiscneenes 2161.01
Concealment........coeovvereinennnieen 608.01(h), 2138.03
Conception ......ccccecvvereerinnn. 715.07, 2138, 2138.01, 2138.04
Concordance, International and United States classification
.................................................................. 903.09
Concurrent Office proceedings ..........ccoeveveverereienennas 2282
Conduct of ex parte reexamination proceedings........... 2254
Conduct of inter partes reexamination proceedings...... 2654
Confidential citation of prior art...........cc.ccceeveneen. 2202, 2203
Confidential material...........cccccooevenenene 121, 724 to 724.05
Confidential material submission....................... 121, 724.02
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Confidential party of interest.........cc.ccoovvvvvivinennns 2202, 2203
Confidential status of application.............. 101, 706.02(f)(2)
Same applicant ................... 706.02, 706.02(c), 706.03(k)
............................................. 709.01, 804, 822, 822.01
RUIE 1.53(0)..ecveeeeeeirieieerieee e 201.06(d)
Confidentiality, pending applications................ Chapter 100
Confidentiality of international applications ................... 110
Confirmation NUMDEr ........c.ccovviiii 503
Conflicting applications, same assignee .........c.ccceeevvene. 303
................................... 706.02(f)(2), 706.02(k), 709.01
................................................ 715.01(b), 804.03, 822
Conflicting oaths or declarations............c.ccooevevrvnnennne 201.03
Congress, Inquiry on status of application by member of
............................................................. 203.08(a)
Conservator, Authority recorded ...........ccceevvvininnnne 409.02
Conservator, Legally incapacitated inventor .............. 409.02
“Consisting essentially of” as transitional phrase.....2111.03
“Consisting of” as transitional phrase.............c.c....... 2111.03
“Consisting of” in Markush claim ............c.cc.e... 2173.05(h)
Constitutional basis for patents...........cc.cccuvnee. Introduction
Constructive election (See also Election of species)
.................................................... 818.02(a), 818.02(c)
Constructive notice to patent owner of request for
reexamination .........ccceevvvveveeeeerecree e 2230, 2630, 2654
Constructive reduction to practice.........c.ccocvvvvrivrnenns 715.07
Consular certificate...........coovvvrviririirecesees 604.04
Consular certificate, Foreign executor or administrator
.................................................... 409.01(b), 409.01(d)
Consular certificate, Omission of ...........cccccvenee. 604.04(a)
Consular OffiCer ... 604.04
Content of ex-parte reexamination request................... 2214
Content of inter partes reexamination request............... 2614
Continuation ..........ccoceevevrennnn 201.06(c), 201.07, 601.01(a)
Assignment carried from parent.................... 201.12, 306
Continued prosecution application (CPA)........ 201.06(d)
COPENABNCY ....vecvveieeiee et 201.11
Cross-reference to prior application...................... 201.11
Definition ....ccoocvvviecieee e 201.07
DTS o o S 1504.20
Effective filing date..........ccocvvvvvvviviiececeen, 201.11
File wrapper continuing (FWC) .........ccccevvenene 201.06(b)
File wrapper/history notation ...........cc.ccoceevnencnn. 202.02
Final rejection on first action...........cc.ccoeeevenene 706.07(b)
Identification on letter of transmittal ..............cc.ceeee. 506
Inspection of parent...........cccvevvveieiineneie s 103
Inter partes reexamination of ............ccccocevvivreinnnn 2611
International application............ccccocoiiieiiinnnne 1817.02
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Continuation-in-part-- Copending U.S. application

Sec. No.

International application as parent.......... 201.11(a), 1895
Inventor, at least one in cOMMON...........ccoevreeninn. 201.11
NEW MALter......cccvveiieieiee e 201.07, 608.04(b)
Oath i 602.05(a)
OWNEISNIP ..ot 201.12
Parent application data in specification ................ 201.11
Parent application data noted in file history/wrapper

........................................................... 202.02, 1302.04
Reference to parent application ............c.ccccceevenne 201.11
Reference to parent application inadvertently omitted

........................................................................ 1302.04
REISSUE ..ot 1414, 1441, 1451
RESEIICHION ... 819
Rule 1.53(0) ..oveerieiirrereeee e 201.06(c)
RUIE 1.53(d) ..evveeereieiieiirieieereece e 201.06(d)
Rule 1.60 application, Former ..........c.ccoovvveee. 201.06(a)
Rule 1.62 application, Former ..........c.cccceeveeee. 201.06(b)
Terminal disclaimer, effect in...........ccccooviiiinnnene 1490
Time for filing......cccooooviini 201.11
When patented, opens parent application to public

INSPECLION .. 103
Written description requirement ..........cocccvevenne 201.11

Continuation-in-part.........ccccoeeeeeveienennn. 201.08, 601.01(a)

Assignment from parent does not apply .................. 306
COPENABNCY ..ottt 201.11
Cross reference to parent application................... 201.11
Definition.......ccoooieiiie s 201.08
Design application ..........ccccovriviiciencnciene 1504.20
Effective date........cccceevvvveveennnne 201.11, 706.02, 2133.01
File wrapper continuing procedure.................... 201.06(b)
File wrapper/history notation............cc.coeeeevennen, 202.02
Filed by aSSIgNEE......coiiiieiiiere e 324
Identification on letter of transmittal ........................ 506
Inspection of parent ..o 103
Inter partes reexamination of.............cccccceeevennnnnn, 2611
International application ...........ccccocevvvrerirennnn, 1817.02
International application as parent.................... 201.11(a)
Inventor, at least one in common...........c..cccueeu.... 201.11
OWNEISNIP...ecvieicie st 306
Reference to parent application .........c..ccccevvernnen. 201.11
Rejection over published priority document....... 2133.01
Rule 1.53(0) c.vovvveeiiiiiicieceee e 201.06(c)
Rule 1.62, FOMMEr ......cooviviiiniec e 201.06(b)
Time for filing.....cccooovve v 201.11
When patented, opens parent application to public

INSPECLION ..o 103

Continued Prosecution Application (CPA)......... 201, 201.06
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Sec. No.
..................................................................... 201.06(d)
Amendments before first Office action............. 714.01(e)
Application NUMDET ... 503
Assignee right to take action ...........ccocevevvneniienenn 324
Certificate of mailing or transmission ............c.ccee..... 512
Complete non-provisional application .................. 601.01
..................................................................... 601.01(a)
Continuation-in-part not permitted.............c.cc...... 201.08
Continuity with parent..........c.ccccoeviiiiiinninen, 201.11
COrreSpoNdeNCe......ccevvverveeeeeeerene e 502, 502.01
Cross reference to previous application ................ 202.02
Design application..........c.ccocevvrennee. 201.06(d), 1502.01
Eliminated for utility and plant applications .... 201.06(d)
Express abandonment of prior application............ 711.01
..................................................................... 711.02(b)
Fees
As of the filing date..........ccccceoivinciininnn 2164.05(a)
Reissue application ... 1415
FOreign Priority .......ccoeoeeeieneieneieeneeseseesieas 201.14
Improper CPA treated as RCE ......... 201.6(d), 706.07(h)
Information disclosure statement in parent .......... 609.02,
707.05
Inter partes reexamination of ............ccccoevvvneinenn 2611
Patent term .....ceeeeeeeiiiiee e, 1303, 2701
Plant application, no longer available .............. 201.06(d)
PRIOFILY oo 1302.04
Published as PG-PUD ...........cccoceieiiiiiiircence 1120
REISSUE ...ttt 1430
Restriction requirement in prior application............... 819
Suspension of actioN.........cccocvvevevivnene s, 709
Terminal disclaimer, effect in .........c.ccooeovvniiiennn 1490
Utility application, no longer available ............ 201.06(d)
Continuing application ................. 201.11, 1302.12, 1302.04
Specific reference.......ccovvvvviinevcee 201.11
Continuing data (See also Cross-noting) ..........c..c...... 202.02
Continuity between applications............c.ccoccveviinennne 201.11
Control of inspection by assignee..........cccoeeverernenecnn 106
Convention, International (See also Treaties)............. 201.13
Converting nonprovisional and provisional applications
.................................................... 201.04(b), 601.01(c)
COPENABNCY vttt sttt 201.11
Copending U.S. application
Common ownership .........c.cceeeee 706.02(k), 706.02(1)(2)
Design application..........cccoeveverievcennninsn s 1504.20
Different inventive entities........c..cccccceevnennn. 706.02(f)(2)
................................................ 706.02(k), 706.02(1)(3)
Duty of disclosure in..........ccoceeeieienennncne. 2001.06(b)
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Copied patent claim--CREATE Act

Sec. No.

Terminal disclaimer practice........c.ccoovvevvvvivivennnnn
Copied patent claim (See Claim presented corresponding to
claim of patent)

COPIEE COPIES.....vivieeiiesierieeieeieeie e 714.07
Copies of prior art with reexamination request
o o= -SSR 2218
INTEr PAITES.....vii et 2618
Copies of published applications...........ccccccvininicienncns 1128
Copy of foreign application, certified .............ccceee. 201.14
Copy of printed patent in reexamination
o o= -SSR 2219
INTEr PAITES.....vii it 2619
Copying ex-parte reexamination file by public............. 2232
Copying inter partes reexamination file by public........ 2632
(00T )Y/ [0 4] ¢SSR 608.01(v)
Relationship to design patents ........cc.cccocevvvererinnnn, 1512
Correction of drawing ........cccccceevvvvieanae 608.02(p), 1302.05
Annotated SheetS.......cocev i, 608.02(v)
Approval by examiner .........c.ccccoereeneincieens 608.02(x)
Corrected stamp no longer required.................. 608.02(0)
Deferrable .......ccovevvvviiiiiiiiie 608.02(b), 608.02(p)
Marked-Up COPY ....cvvvevrrerieisie e 608.02(v)
NEW MALEET.....coiiiiiiiiieee e 608.04
NOt @PPrOVEd .....covveiiiiiiieiie e 608.02(x)
(O] 0[] g o SRR 608.02(x)
Replacement sheets.........ccocceveriinnne 1302.05, 1303.01
Required by drafting ...........ccooooiiiiiiniinc 707.07(c)
Correction of inventorship
ApPlication ..., 201.03, 605.04(g)
Consent of asSIgNEE ......cccveverierevere e 201.03
Continuing application..........ccccocveinereiieiennnn, 201.03
During ex parte reexamination .............c.ccccee.... 2250.02
During inter partes reexamination............ 2658, 2666.03
In a patent
By a certificate of correction................. 1412.04, 1481
By filing a reissue application............... 1402, 1412.04
MISJOINAET ... 1412.04
PTO procedure.........covvreineneineneiseecnens 605.04(Q)
Correction of name................. 201.03, 605.04(b), 605.04(c)
Correction of patent.........cc.cceevevveveveveninsiennnns Chapter 1400

By reexamination (See Reexamination, Ex parte;
Reexamination, Inter partes)

By reissue (See also Reissue application)... 1401 to 1470

Certificate of correction..........cccccevvcereennen. 1480 to 1485

Statutory disclaimer (See also Disclaimer; Terminal

AISCIAIMEN) ..o

Correction of PG-Pub........c.cccoeviiiiiiiiiieee e
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Sec. No.
Correction of reference citation................. 707.05(g), 710.06
Correspondence (See also Mail stop)
Address of PTO.....ccccviivirieeee e 501, 502
Address in secrecy order applications.................c..... 120
Address of patent OWNEr..........ccccovvrernienensieniee 2622
Address, official mailing ..........cccceeveiviiveiciencieien, 501
Address of a law firm ..o, 403
ASSOCIAte attOrNeY .......ccovvviirieieiriee e 403.01
Boxes (See Mail stop)
Continuing application .........c.ccccocevvniniinnnn, 201.06(c)
Crossing in Mail ..o 714.05
Duplicate filings........cccoceevrenenn. 403, 502.04, 714.01(a)
Electronic mail ....... 502.03, 713, 713.01, 713.04, 713.05
Facsimile transmission ..........cccceevvevvevevneene 502.01, 2515
Identifying with issue batch number (no longer required)
........................................................................ 1303.01
Maintenance fee ........ccooeveienenc v 2515, 2542
Plural attorneys.........coccoiereeieneieneee e 403.02
Post AHIOWANCE. ......cccoeveiieecee e 502, 1306
Published application ...........ccocvevviveiveiencne e 1134
Receipt and handling...........cccccovveveieninnnnn, Chapter 500
Reexamination, ex parte.........ccoceveveverenesiesnennnes 2224
Reexamination, inter partes..........ccoceeeeevenereeennn. 2624
Signature reqUiremMents.........ccoeeeererecnenecnienns 502.02
Third party, application published............c..cccoveunnee. 1134
With whom held..........cccooiiiiiiiine 403
Counter-terrorism inventions, special status............... 708.02
CoUNtING BCLIONS ......eiuieiiiiiie e 1705
Countries for foreign priority.........cccoevevverevncnnenn, 201.13
COUNLIY COUBS ....vvvrvrerieierieeere ettt neens 1851
L0001V o o] 1T Introduction
Court decision
Citation Of ....ccveeee 707.06
Dissemination Of ........cccceoeieneni i 1720
Entry in patent file.........ccoovoovviviccience e 2207
Treatment OF .......ooeeiiiec e 1721
Unpublished decisions...........ccccoeveieniiencnienceene 2677
Court of Appeals for the Federal Circuit (CAFC)
..................... 711.02(b), 1002.02(k)(1), 1002.02(k)(3)
............................................... 1214.06, 1216, 1216.01
Appeal to, from an ex parte reexamination............... 2279
Appeal to, in an inter partes reexamination
................................................................... 2682, 2683
Court ordered inter partes reexamination................. 2686.04
Court papers, service on DireCtor ..........cocoeeveivierieenns 1216
Cover sheet — provisional application.................. 201.04(b)

CREATE Act (See Joint Research Agreement)
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Credit Card Payment Form PTO-2038 reproduced-- Decision

Sec. No.

Credit Card Payment Form PTO-2038 reproduced......... 509
Criteria for deciding ex parte reexamination request.... 2242
Criteria for deciding inter partes reexamination request
Cross appeal to the Board of Patent Appeals in inter partes
FEeXaMINALION .......cvveiiiiiciree s
Cross appeal to the Federal Circuit in inter partes
FEEXAMINALION ...
Cross-noting
Data of parent application on file wrapper/history
........................................................... 202.02, 1302.09
Data of provisional application in specification.. 1302.04
Data of provisional application on file wrapper/history

.......................................................................... 202.02
Data of related application in specification........... 201.11
........................................................................ 1302.04
Foreign application cited in an application oath
............................................................. 201.14, 202.04
Foreign application, file wrapper/history............... 202.03
In original patent file of reissue application.......... 202.05
Reissue applications...........c.ccovervverenieeniennas 1451, 1455
Specific reference .......covvvvvveiiiiecescn 201.11
Cross-reference
Another application (See also Cross-noting) ...608.01(p),
................................................................... 1302.04
Art colleCtion ..o 903.02(c)
Atallowance.........ccoovveiiincic i 903.07, 1302.04
CIEING oot 707.05(e)
Noted during examination ............cccccoeevrennne. 903.07(a)
Required for all claimed disclosure .................. 903.07(a)
Crossed Mailings ......cccccvveieeieeiieiecce e 714.05
Customary meaning of claim term................. 2106, 2111.01
Customer Numbers... 402, 403, 711.04(c), 1807, 2515, 2540
Change of address.........ccoevviireieiineiienesees 601.03
Correspondence relating to ...........ccoevvevevveveiesiniennnns 403
Customer Service Center................... 104, 508.04, 608.02(z)
..................................... 714.13, 1430, 1470, 1730
Customer Service Window...................... 103, 501, 502, 505
................................. 710.02(e), 714.13 1430, 1470, 2422.09
D
D-10 NOLICE....eveiieree e 130, 1304.01
D-11 NOLICE. ..ot 1103
Damage, Proof of irreparable..........ccccceceveiiinnnns 409.03(g)

Databases (See Electronic databases)
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Sec. No.
Date
AMENAMENt.....cviiiiiiiece e 505, 511, 512
............................................ 710.01(a), 710.05, 714.18
Citation of foreign patent ................ 901.05(a), 901.05(b)
CONVENLION ..o 201.13
Filing coocveeeeceec e 201.11, 502, 503, 505, 506
...................................................... 506.02, 1002.02(b)
of EFS-Web transmissions.........ccccoceecevencrennns 502.05
Filing, Refusal to accord ........c..ccoeverirnnne 506.02, 2133
Foreign application (priority) ...... 201.13, 201.14, 201.15
INVENTION ..o 2137, 2138
Maintenance fees due........c.ocovvvvrerviinieneicneneenen, 2506
OFfice ACtION....cceiiiiciec 707.11
Office stamp.....cccceevvvrviennn, 502, 505, 506, 512, 714.18
Reference.......cccocevvevvevvernennn, 706.02, 707.05(e), 707.05(f)
................................................. 715, 715.01, 715.01(c)
Technology Center stamp........ccccocevevievieniesieneannns 714.18
Date no longer entered on drawing..........c.cccceeueeee. 608.02(0)
Date of execution of 0ath...........cccceovviieiencicicne 602.05
Date stamp, Technology Center .........c.cccecevevernrnnnn. 714.18
Death of attorney ........ccccveeeieieiciececece e 406
Death of inventor (See also Administrator or executor)
........................................................... 409 to 409.01(f)
Deceased inventor
Allowance not withdrawn ...........ccccoceevverinnnnn 1303.03
Legal representative as applicant ............ 409.01(a), 1820
Proof of authority of ..., 409.01(b)
Legal representative refuses to sign ................. 409.03(c)
Deceptive intent (See also Fraud; Inequitable conduct)
Biotechnology Process ........cccovvevevveviereeresennens 706.02(n)
Foreign filing licenses.........ccocevvvvreinnne 140, 706.03(s)
INVENEOISNIP. ..cveieiieiciieee e 201.03
REISSUE ...t 1402, 1414, 2012
Decision
By Board of Patent Appeals and Interferences......... 1213
........................................................................ 1302.14
Dissemination Of ..ot 1720
Ex-parte reexamination............coceovvvrerncnnnnnenns 2277
Inter partes reexamination...............cc.cccveene. 2681, 2682
Reconsideration of ...........cccccoevvnnininnnnn, 1214.03
Treatment Of .......cooeii i 1721
CtAtIoN ..o 707.06
Ex-parte reexamination rehearing request................ 2240
Governs examiner’s action............cc.ceeevennen. Introduction
LiSted. ..o Appendix Il
Ordering ex-parte reexamination .............c.cc.ceeeeee. 2246



INDEX

Declaration--Deposit rules

Sec. No.

Ordering inter partes reexamination (See
Reexamination, Inter partes: Decision on the request
for reexamination)

Public availability ..o 103
Publication of ..., 707.06
Declaration (See also Oath)..........ccccvevevveiveveniciinnieinns 602
AMENAMENT.....ciiiiiii e 602.01
Attached to specification ............ccccooeviienenne. 605.04(a)
Change of inventorship.........cccoeniiiiiiiiinn, 201.03
Copies, filing of .....coovriiiii 602
Copies from prior application...............cccceeenine 201.06(c)
Date Of EXECULION ....ocvevveievieieesiecc e 602.05
DEfECLIVE. ..o 602.03
Delayed filing ......cccooevviiiiniiiicee e 506
Executed before alterations made...................... 605.04(a)
Facsimile transmission..........c.ccovvveveeierienens 502.01, 602
Foreign priority applications listed ....................... 201.14
......................................................... 201.14(c), 202.04
International application ........ 1820, 1893.01, 1893.01(a)
....................................... 1893.01(a)(1), 1893.01(a)(2)
............................................ 1893.01(a)(3), 1893.01(e)
................................................ 1893.03(a), 1893.03(b)
................................................ 1893.03(g), 1895, 1896
Inventor refuses to sign or cannot be found............... 603
Y T aTo] g V2 409
NON-ENglish ..o 602.06
Plant patent application...........c.cceceveiiienencieiene, 1604
Refers to preliminary amendment............. 601.01(a), 602
Reissue application ...........cccooveivernenns 706.03(x), 1414
.................................................... 1414.01, 1444, 1455
Signed before alteration............cccccceeeveiiiennas 605.04(a)
SUBDSEIULE ... 602.02
Declarations, conflicting ...........ccocvevveveveninicreren 201.03
Declassified matter..........ccccooeveevineiieneee 707.05(f)
Dedication to the public .........cccccoovvvveieiciecene, 715, 1490
Defective 0ath ... 602.03
In reissue application ...........cccccvevviiniiincncne, 1414
Defects, correction of, in request for ex parte reexamination
............................................................................. 2231
Defects, correction of in request for inter-partes
FEEXAMINALION .. .cvviviieiiciiieire s 2231
Defense, applications affecting ............... 115, 120, 130, 140
Defensive publication citation............ccccccverieenen. 711.06(a)
Defensive publication program ...........cccceevvvvvivannnne. 711.06
Deferral of examination ..........c.ccocevvvvvveiieieieneieesens 709
Definition of Class ..o 902.02
Delegation of Director’s authority ............cccceeveenen 1001.01
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Sec. No.
.............................................................. 1002, 1002.02
Demonstration at iNterview...........cccceeevenencnencnien 713.08
Denial of request for reexamination ............... 2247, 2247.01
.............................................................. 2647, 2647.01
Department of Energy (DOE)........ccccccoovviireienennns 115, 140
..................................................... 150, 151, 706.03(b)
Department of Commerce, Organization Orders
30-3A CItEA...c.vciecececce e 510
30-3B CIteA ...ooveeeceeer e 510
Dependent Claim ... 608.01(n)
Obijected to when base claim is canceled ......... 608.01(n)
...................................................................... 707.07(j)
REISSUE .. 1455
Treatment in inter partes reexamination ............. 2660.03
Dependent claim, objected to when improper ....... 608.01(n)
.................................................................. 706.01
Deposit aCCOUNT ........cceiiriiiieie e 509.01
AULhOrIZatioNS .......cooveveiiieieseee e 509.01, 1302.04
Extensions of time.........ccccoevvvniniienscne 706.07(f)
International applications........... 1827.01, 1850, 1875.01
ISSUE TEE...cvvviiciceec e, 1303, 1306, 1308.01
Maintenance fee ........ccooeevveieienennenn 2510, 2515, 2522
OVEIAraWN ..ot e 509.01
Petition fee ..o, 711.03(c)
RefUNS ..o 509, 607.02
Replenishment ..., 509.01
Mailing address.........ccccovreriiniriineeeeee e 501
Deposit Account DiViSION.........c.cccverveineiiicncineas 509.01
Deposit of microorganisms (See also Biotechnology)
.................................. 1605, 1823.01, 2402 to 2411.05
Deposit of correspondence ..........cccevevevevenenesesieeeennns 502
Depositions
EVIDENCE ..ot 1901.02, 2013
OF BXAMINET ...vviviciieee e 1701.01
Deposit rules (See also Biotechnology)........... Chapter 2400
Acceptable depository ........cccovveveiiveiciie s 2405
Background information ............cccccveiiiniienennns 2401
Biological material, definition............cccccooeverenenn. 2403
Biological material, made or isolated without undue
eXPerimentation ........c..ccccveeverierenese e 2404.02
Budapest Treaty (See also Treaties).........ccccvevverenenn 2402
Budapest Treaty depositories ..........ccocoveeverererennns 2405
Depositories, Current list of Budapest Treaty .......... 2405
Effective date ......ccoovvvreiinceee, 2401, 2402
Examination procedures........cccocevvevenereneseseennne 2411
AFEr grant.......ccoccveev e 2411.04
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Deputy Director of Patents and Trademarks-- Design application

Sec. No.
Application in condition for allowance except for
dePOSIt.....ccveiiieeiceee e 2411.03
Certificate of correction.........c.ccoovvveiveennnne 2411.04
Content of application regarding deposited material
................................................................ 2411.05
Need for 37 CFR 1.312 amendment................ 2411.03
REISSUE. ..ottt 2411.04
Rejections based on deposit issue.................... 2411.01
Responses from applicant............cccocvveinennne, 2411.02
Furnishing of sSamples..........ccoccoieniiiinninciiee 2410
ACCESS t0 AEPOSITS....c.vevereeriereciree e 2410.01
Certification of accessibility of deposit ........... 2410.02
Conditions of deposit..........c.ccocrieiirieienennenn 2410.01
Exception to removal of restrictions................ 2410.01
Restrictions removed upon grant............c........ 2410.01
Known and readily available biological material
........................................................................ 2404.01
Budapest Treaty deposit .........cccoeeveveereriereenne. 2404.01
Continuity of aCCESS.......covvvriiiireiiienienns 2404.01
Deposits certified as available .............c.c....... 2404.01
Health, safety restrictions ..........ccccceevevernenne, 2404.01
Indicia of “known and readily available” ........ 2404.01
Material capable of self-replication .................... 2403.01
Direct self-replication ...........ccccocevvireinennne, 2403.01
Indirect self-replication.............ccccvevveveveinnnne 2403.01
Need for a deposit......ccccrevvvvreiiiinciseninns 2402, 2404
Plant material ..........ccooovieiiiiiiin e 2403.02
Plant Patent Act, Relation t0...........ccccceoeveinnee 2403.02
Reference to deposit in application........... 2404, 2404.03
Implication, presumption............c.......... 2404, 2404.03
Requirements of 35 U.S.C. 112.............. 2164.06, 2404
................................................................ 2404.03
Replacement or supplement of deposit.................... 2407
After a patent has issued........c.cccovveverervrenenne 2407.02
Exemption from replacement .............ccccceevnee. 2407.05
Failure to replace ........ccoevvveveivieieise e, 2407.03
In a pending application/reexamination proceeding
................................................................ 2407.01
Reason for replacement ..........ccccceeeveveienenn, 2407.04
Replacement not recognized.........c..cccevevennens 2407.06
Treatment of replacement, presumption of identity
................................................................ 2407.04
SBBUS .t 2403.02
Term of deposSit......ccccovvevievireirceee e 2408
Budapest Treaty term.......ccccccvvvrvvneinerecnenenns 2408
Enforceable life of patent...........cccccovvvvrviiennnn, 2408
Time for making original deposit .............c.cccevnnene. 2406
Rev. 8, July 2010
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Sec. No.
Assurance regarding deposit before payment of issue
FEE o 2406, 2411.03
Corroboration.........cccceeeveiiienieece 2406.02
Description in application specification........... 2406.01
During application pendency .........cccccccovervvriennnn 2406
Loss of U.S. filing date in other countries........ 2406.03
NEeW Matter.......ccoooieiiiiie e 2406.01
Patent Cooperation Treaty applications . 1823.01, 2406
Post-issuance deposSitS.........coovvreriireeienereinienns 2406
Viability of deposit........ccccceveviviiniiniineieeee, 2409
Viability statement........c..cccceveieieieic v, 2409
35 U.S.C. 112 requirements ................. 2402, 2403, 2404
Deputy Director of Patents and Trademarks
......................................................... 1002.02(0), 1202
Derogatory remark regarding prior art.................... 608.01(r)
Description
Basis for claim............. 608.01(0), 706.03(c), 2161, 2163
Computer programming .........c.ccoeeerererereenennas 2161.01
Detailed ... 608.01(Q)
International application..........c.ccccocevvvvevniinincnnnenn, 1823
Design application .........c.ccccevevineninencnennns Chapter 1500
ANalogous art ........ccoveieneneneiee, 1504.02, 1504.03
ANLICIPALION......cviiiieicce s 1504.02
Application, elements of .........c.ccoceeviniiiinniien 1503
Articles, design comprising multiple ............. 1504.01(b)
“Average observer” test ..., 1504.02
Benelux Designs Convention (See also Treaties)
........................................................... 201.13, 1504.10
Characteristic feature.............ccccoe.... 1503.01, 1504.01(a)
ClaiM e 1503, 1503.01
Combining references ..........ccoevveveenieneienenn, 1504.03
Commercial SUCCESS .....ccvevververiererieeiieeeie e 1504.03
Computer generated iCONS........cccoveirerierennen. 1504.01(a)
Continuation application ...........c.ccccververnienennns 1504.20
Continuation-in-part (CIP) application................ 1504.20
Continued Prosecution Application (CPA)......... 1502.01
Convention, International....................... 201.13, 1504.10
Copending applications..........c.cccoenn.e. 1504.06, 1504.20
Copying, evidence of, to rebut obviousness........ 1504.03
Copyright, Relationship t0 .........ccccevevevniienesnnnnnn, 1512
DEfiNItION ..o 1502
DeSCIIPHION ..ot 1503, 1503.01
Disclaimer .......ccccccocevvvvrennn. 1503.01, 1503.02, 1504.04
Disclosure.......cccoooveereicnennnn. 1503.01, 1503.02, 1504.04
Divisional application ..............cc.cceennee. 201.06, 1504.20
Double patenting ..........ccooevevenineniieienenn, 804, 1504.06
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Design patent series--Dictionary as a source for the ordinary and customary meaning of a claim term

Sec. No.
Drawing ......ccccceevvernens 1503, 1503.01, 1503.02, 1504.04
Broken lines..........ccocevvvvenns 1503.01, 1503.02, 1504.04
COlOT it 1503.02
Trademarks ... 1512
EFS-WED.....ci it 502.05
Embodiments, alternate or multiple.................. 1503.01
..................................................... 1504.01(b), 1504.05
Enablement ..o, 1503.02, 1504.04
European Community Design treaty................... 1504.10
Examination.........ccccceevvevieenenne, 1504, 1504.01, 1504.02
................................................. 1504.03, 1504.04
Expedited Examination....... 501, 1002.02(c)(3), 1504.30
REISSUE. ...t 1457
EXpert teStimony ........cccvereieneneeneiseee e 1504.03
Feature emphasized..........ccccoevvivvvnineieciecricreinns 1503.01
Fee, filiNg .o 607
REISSUE. ....eeveiiiieieiirie e 1457
FEE, ISSUB....vi ittt 1306
FONE, tYPE .o 1504.01(a)
Foreign priority .......ccccevevvvrnnne. 201.13, 1504.02, 1504.10
German application...........cooecvvvvirenninennnns 201.14(b)
More than six months before U.S. filing ......... 1504.02
Functionality .........ccooeeoeiiiiii s 1504.01(c)
ObViousness and..........ccccevererererrserenneeenes 1504.03
Hague Agreement (See also Treaties).... 201.13, 1504.10
Hidden end USE .....c.coevvevieve i, 1504.01(c)
Hidden feature ..........cccocveneee. 1504.02, 1504.03, 1504.04
Icon, computer generated.............ccccoceverennne 1504.01(a)
Indefiniteness.........ccccocevveene. 1503.01, 1503.02, 1504.04
Library collections relating to...........ccccceevvenee. 901.06(a)
Modification, description..........cccccevvvvierererennan 1503.01
Multiple embodiments ..o 1504.05
Multiple parts of article..........cccoovvniiiinnens 1504.01(b)
New matter......... 1503.01, 1503.02, 1504.01(a), 1504.04
Object, Design for......c.cccovvvievienice e 1502
ODBVIOUSNESS ...ttt 1504.03
Obviousness-type double patenting (ODP) ........ 1504.06
Offensive subject matter ..........ccccovvvirinnenn. 1504.01(e)
Ornamentality lacking.........ccccccecevevivivsnnnnnne. 1504.01(c)
Patent Cooperation Treaty ........cc.ccocvvvenine 1501, 1502.01
Patentability ............... 1504.01, 1504.01(a) to 1504.01(e)
........................................... 1504.02, 1504.03, 1504.04
Petition, Special Status ............cccvevvenen. 708.02, 1504.30
Petition to accept color drawings
or photographs.........ccccceveviiiencnnn 608.02, 1503.02
Photographs ........ccoovviiiiinccec 1503.02, 1504.04
Preamble ... 1503.01
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Sec. No.

Priority under 35 U.S.C. 119............... 201.13, 201.14(b)
......................................................... 1504.02, 1504.10
Priority under 35 U.S.C. 120.................. 201.11, 1504.20
References supplied........ccccvvviiniinnenn 707.05(a), 1513
Quayle aCtioN .....ccccoveiiiciec s 1504
Registration abroad .............cccccevevrnnee, 1504.02, 1504.10
Reexamination, inter partes..........cccceeevevenencnenn. 2611
REISSUE ..t 1457, 1512
Request for Continued Examination (RCE)........ 1502.01
Request for Expedited Examination.................... 1504.30
RESIFCHION ..o 1504.05
REISSUE ... 1457
Rules applicable ..., 1501
Scope of claiM......cccovvvvviiviriiceces 1503.01, 1504.04
......................................................... 1504.05, 1504.06
Search.....ccoovvviiieces 1504, 1504.02, 1504.03
Secondary considerations............ccocoeeverenennnnn. 1504.03
SIMUIALION ... 1504.01(d)
SPECITICALION......ciiiicici e 1503.01
Use of Copyrights in ......ccccvevveveveieicvece e 1512
Use of Trademarks in........ccccooeveiiiinnencnenen 1512
Statutory bar, foreign application.......... 201.13, 1504.02
Statutory subject matter...........ccccceeerennee 1502, 1504.01
Surface ornamentation................ 1502, 1502.01, 1503.02
..................................................... 1504.01, 1504.01(a)
..................................................... 1504.01(c), 1504.03
Surface treatment or indicia ..........ccooevenerrnnne. 1503.02
Term of oo 1457, 1502.01, 1505
THH oo, 1503.01, 1504.01(a)
Amendment Of ... 1503.01
Use of Trademarks in.........cccooeveiinininencnennn 1512
Trademark, relationship t0 ..o, 1512
TYPE FONES..cviiiiiie e 1504.01(a)
Utility patent, relationship to .......ccccccecevvvvinnnne 1502.01
Visual characteristiCs.......coovvverviriiiineiscrees 1502
Written description lacking ................. 1503.01, 1503.02
..................................................... 1504.01(a), 1504.04
Design patent series (See also Patent) ..........cccceeueeee. 901.04
Designated office.......cccccvvvivevcrciciercen 1801, 1893.01(a)
Designation fee - PCT ....cccoovevevevieve v, 1817.01(a)
Designation of stateS.........ccccevvevvervennn. 1817.01, 1817.01(a)

Detailed description (See Specification)

Determination of public use or on sale ....706.02(c), 2133.03

Determining if a Reexamination Was Filed for a Patent
............................................................................... 2632.01

Digest (See Cross-reference: Art collection)
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Dictionary as a source for the ordinary and customary meaning of a claim term-- Distinct inventions

Sec. No.
Dictionary as a source for the ordinary and customary
meaning of a claim term.................... 2111.01, 2173.05(a)
Diligence
Charts for priority ........cccoeoevoeieniiienineiceeen 2138.01
Filing application ..........c.coevneniinciiencce 2138.06
FiliNg rEISSUB.....ecvveveeieie e 1403
Interference practice .........cccocvvvvvvivninceciesieiens 2138.01
Of actions during regulatory review ................... 2757.01
ReasoNable.......ccccveveieiiieiere e 2138.06
Shown in 37 CFR 1.131 affidavit ........ 715.07, 715.07(a)
To overcome a rejection ........cccvevvvvvevereerienienns 2136.05
Director of Technology Center ..................... 402.06, 708.02
............................ 714.13, 714.25, 715.08, 720.01
................ 804.04, 1002.02, 1002.02(c) , 1207.01
.......... 1207.02, 1207.03, 1207.05, 1208, 1214.04
.......... 1308, 1308.01, 1901.06, 2248, 2249, 2265
..2274, 2283 t0 2286, 2648, 2667, 2682, 2686.01
FUNCLIONS.....oiviiiiicieee e 1002.02(c), 1003
TC L1600 .....ciicriieiseee e 1002.02(c)(2)
TC 2900 ....iiiiiieiieeiriee e 1002.02(c)(3)
TC 3640 ...oiiiiiiiieieee e 710, 1002.02(c)(1)
Director of the USPTO
Authority and functions ............... 706.03(b), 708.01, 709
........................ 711.02, 714, 719.01, 1001, 1002, 2203
................................................................... 2242, 2284
Publication of confidential decisions...................... 103
Withdrawal from iSSUe..........ocoooviiiiiciiiiicce e, 1308
DECISIONS.....uiiiieiieieee e Introduction
Mailing address.........ccoevvrereienenceneee e 501
Notices (See also Publication) ......... Introduction, 707.06
Orders (See also Publication)........... Introduction, 707.06
Director initiated reexamination...............cc.cc...... 2212, 2239
Disbarred attorney (See Attorney or agent: Suspended or
excluded)
Disciplinary proceedings.........cocevvrvrivrveieereereseesesennens 402
Mailing address.........ccoovevreeieiieicre e 501
Disclaimer (See also Terminal disclaimer)
Co-author of publication............cccecvveneiinenn 715.01(c)
Copy required in reexamination
EX PAIE ..oeeiee e 2214
INEEE PAITES ..o 2614
Defensive publication ............cccoeenenenenecnnen, 711.06
Design application ................. 1503.01, 1503.02, 1504.04
FOMMS . 1490
PrOCESSING ..ovevieviiieieie ettt 1490
REJECHION ..o 706.02(k), 710.02(d)
SEALULOIY ...t 1490
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Sec. No.
Terminal .......cccooevvvivinnnne 706.02(k), 804, 804.02, 1490
Disclosure (See also Duty of disclosure; Specification)
ADSHACT ... 608.01(b)
AmMendmeNnt........cocveveieieie e 608.04, 1302.02
Amendment, Preliminary ..........ccccocoevnvnennn 608.04(b)
Best Mode (See also Best Mode) ........... 608.01(h), 2165
Chemical compound..........ccocoevvvviininieieienn. 608.01(p)
Claimed ..o 901.03
Common, parent and continuing applications........ 201.11
Completeness ........ccoevevererineneeneen, 608.01(p), 2164
Computer programming cases.......... 2164.06(c), 2106.01
Correspondence with claims ................ 2163.05, 2173.03
Design application..........ccccoevvciincneenns 1503, 1503.01
Detailed description...........ccocevvervienennienenen 608.01(9)
DUt Of v Chapter 2000
Enablement (See also Enablement)...........c..cconeee. 2164
Foreign application.........c.ccoovveiiniene e, 201.15
IMPHCIT ... 2144.01
Incomplete................ 608.01(p), 706.03(c), 2161 to 2165
Incomprehensible ... 702.01
Incorporation by reference (See also Incorporation by
reference) . ... venene s 201.17, 608.01(p)
Insufficient ..........ccoceevrennen. 608.01(p), 702.01, 706.03(c)
Later filed application ..........ccccooevviininciinennn 608.01(p)
Operability......cccccovveveieieiieieiiin s 716.07, 2164.08(b)
Original claim.........c.ccooevoviiiiiiees 608.01(1), 2163.06
Preliminary amendment ..........c.ccococeveincnnne 608.04(b)
Related applications ............ccccoeueneen. 608.01(p), 1302.04
Requirements for ... 2161
Reservation Clause...........covccviveveieeieiesciennens 608.01(e)
Restricted to claimed subject matter ................... 1302.01
Secrecy order, Material sSubject to.........ccccoovireninnn 120
Specification (See also Specification)................... 608.01
Sufficiency for continuity..........ccccccvervcnenicnnenn, 201.11
SUFFICIENCY OF . 716
Support for claims ..., 2163.01
Trade NAME......cviiriiiieiees e 608.01(v)
Trademark ..o 608.01(v)
UtHIEY oo 608.01(p), 706.03(a)
Written (See also Written description)...........cc..c..... 2163
DiISCOUMESY ...t 714.19, 714.25
Dismissal of appeal...........cccooevviiiiiiiniiiiee 1215.04
Disposals CoUNtEd .........ccoveirereineise e 1705
Distinct, definition ..o 802.01
Distinct inventions..........c.ccccevvuee. 802, 802.01, 803, 806.05
Apparatus and product made..........ccccceevervennenn. 806.05(g)
DiStiNCt PrOCESSES....cevevieieeieie e 806.05(j)



INDEX
Divisional application--Drawings

Sec. No. Sec. No.
Distinct productS........ccccovvevevvsnsieeeeeesene s 806.05(j) Double correspondence ..........ccoevvevevevveriennenn, 403, 714.01(a)
Process and apparatus for its practice ............... 806.05(e) Double inclusion in claim..........cc.ccooeevieircrnnene, 2173.05(0)
Process and product made............cc.cooeevreniennn. 806.05(f) Double patenting ........c.ccoeevvereinensinescenes Chapter 800
Divisional application ...........ccccceoeieienncne 201.06, 601.01(a) Avoiding rejection.......... 706.02(k), 706.02(1)(3), 804.02
Assignment carried from parent application......... 201.12 BaSIS ..ttt 804
............................................................................... 306 Between one or more applications and a published
Continued prosecution application (CPA) ........ 201.06(d) application that has not been abandoned ............... 804
COPENAENCY ... 201.11 Claimed subject matter..........cccvevveneinenincnenn, 806.01
Design application ..........ccocevevvevivinnnnne. 201.06, 1504.20 Commonly owned cases, treatment....................... 804.03
Drawing, Transfer of..........cccoeviiniincnienn, 608.02(i) Copending applications............cccccvevvnennas 706.02(k), 804
Effective date.......ccocovveveiiiinec e, 201.11 DEfINItION ..ovveicirece 804
Filed by assignee........cccovvreiieieenese e 324 Design applications/patents.........cc.cccccen..n. 804, 1504.06
File wrapper continuation (FWC)...........cc...... 201.06(b) Different inventive entities.................. 706.02(k), 804.03
File wrapper/history notation................. 202.02, 1302.04 Distinct and independent inventions ..................... 804.01
Inspection of parent application...........cccccecvvivvvnnnnne. 103 DOMINALION. ....cviieiie e 804
Inter partes reexamination of............cccccccveevevnnnenn 2611 International applications............ccocevvevveievcnciennnn, 804
Inventor, at least one in COMMON...........ccoevvriennnn. 201.11 Obviousness type (ODP)......ccccceverenerenineieeieieee, 804
NEW MALLET......uiiviiiiiieieice e 201.06 Design application...........cccoevevrencinencinienns 1504.06
Oath ..o 201.06(c), 602.05(a) Plant applications .........ccccooeeierninicnneic s 1601
Ownership carried from parent application........... 201.12 Reexamination.........ccoceevvevevveieieieseennn, 804, 2217, 2258
Patented, Opens parent application to inspection ...... 103 REJECHION .t 804
Reference to parent application ............. 201.11, 1302.04 NONSEALULONY ... 804
REISSUB....ccviiieiiieee e 1414, 1440, 1450, 1451 ODBVIOUS ..ottt 804
Rule 1.53(0) c.oveeiieiirceseeee s 201.06(c) Prohibition, 35 U.S.C. 121................ 804.01, 821.04(b)
Rule 1.53(d) .vvevereieiee s 201.06(d) Provisional ............ccco...... 706.02(k), 706.02(1)(3), 804
Rule 1.60, FOrMEr........ccccooevviviicieice e 201.06(a) Specification, Use Of ........ccccoviviieieiiiic s 804
Rule 1.62, FOrMer .........coooiiiiiieiee e 201.06(b) SEALULOIY ... 804, 804.03
SIGNATUIE ... 201.06(d) Rejection nullification.............ccoccovvineiicncinenas 804.01
Time for filing......cccooooviiini 201.11 Restriction previously required ................... 804.04, 1003
Written description requirement ..........cc.ccccvevnee. 201.11 SAME ASSIGNEE ...vvveeereveriee et 706.02(k)
DNA (See also Biotechnology; Nucleotide SBQUENCES) s 804.03, 822
........................................................ Chapter 2400 Same inventor......................806.04(h), 806.04(i), 806.05
Enablement .........coovveviiiiice e 2164.08 e 822, 822.01
SEArChING ..c.ooveieiiic e 901.06(a) Species and genus .......c.ccoceevrereennns 806.04(h), 806.04(i)
Sequence listing ......cccccovvvvvievienininanns 2422, 2424, 2431 Subject matter not patentably distinct ...............cc....... 804
Special status for recombinant............c.ccocooeennne. 708.02 Subject to joint research agreement.. 804, 804.02, 804.03
DOCKEL FEPOIT......eiciiiieieieiie e 1704 Submissions to TC direCtor........ccocevvevenerenieninn 804.04
Doctrine of collateral estoppel (See Estoppel) Terminal disclaimer effect..........ccocevceivinnnne 706.02(k)
Doctrine of dedication to the public.........ccccccevviinnnnns T15 e ——— 804, 804.02, 1451, 1490
Doctrine of equivalents................ 2138.05, 2173.05(b), 2186 In a reissue application..........c.ccccecevevivvieinsnnnannns 1451
Doctrine of segregable parts.........ccccooeveivnereinnennn 1504.05 Drafting notation ..................... 608.02, 707.07(a), 707.07(c)
Doctrine of unclean hands..........c.ccccooeveinennineniennnn 2010 Drafting stamp (no longer required) ...........ccccoveeee 608.02(0)
Document, DIiSCIOSUIE .........ccuveeveeiiieecrie e e 1706 DIraWingS. .....oovieieeeieiesese e 507, 608.02
Electronic (See also Electronic publications) ... 707.05(e) Amendment..........cccoevvviveeennnn, 608.02(p), 714, 1302.04
DoD Directive 5230.25 ........ccceveieeiieeieieesre e 120 In ex parte reexamination ..........ccccccceveveiiennns 2250.01
DoD Security AQreemMeNt..........coveveereenereeieneseeesreneas 120 In inter partes reexamination............cc.coeveenen. 2666.02
Domestic representative ...........cccoeevrereeneneenencnen, 302.04 In reissue application ...........ccoceevvereieneniseneennen, 1413
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Drawing correction-- Dual correspondence

Sec. No.
Prior to publication of PG-Pub ........c..ccccerveienenn. 1121
Amendment, Direction for..........c.cceceeeienene. 608.02(q)
Amendment, Disposition of orders for ............. 608.02(x)
Amendment support by original claim.............. 608.04(a)
Annotated Sheets..........ocoeeveenenns 608.02(v), 608.02(w)
Brief description ..........ccccoevveviiviivcevcrere e, 608.01(f)
Canceled figure.......ccooveevevevcee i 608.02(t)
Canceled Sheet ........ccooveieeiiiii e 608.02(t)
Canceled sheet, patent...........ccocovereenerncnienn 608.02(i)
Canceled sheet, transfer.........c.cccovvvnennnienn, 608.02(i)
COlON e 608.02, 1503.02
Colored plant .......c.cceeveieiiiiir e 1606
Complete iHuStration...........ccoceviieiineninieine 608.02(d)
Completeness........cooeerereenee e 608.02(e)
CompPULEr IStS....vcvieeieieere e 608.05
CONSISLENCY ...t 608.02(e)
Content Of ..o 608.02(d)
Correction (See also Correction of drawing) ....608.02(p)
........................................................................ 1302.05
Incorporated into PG-Pub........ccccccevrennen. 1120, 1121
Reversed figure numbers...........ccccevveveieinenne, 1302.04
Date no longer entered on back ..............c.c....... 608.02(0)
Delivered to wrong Technology Center................ 508.01
Design application ..........cccccovvviiiienenae 1503, 1503.01
......................................................... 1503.02, 1504.04
DISCIOSUNE ... 608
Divisional application............c.cccccoeenene 608.02, 608.02(i)
Drafting criticism included in first Office action
..................................................... 707.07(a), 707.07(c)
Drafting notation............cccocvvivvivevievenese e 608.02
Drafting stamp no longer required.................... 608.02(0)
EFS-WeD....coiiiiiiee e 502.05
Examiner determines completeness.................. 608.02(e)
Hlustrates Claim.......c.cooveiiiieine e 608.02(e)
Informal ........ccooovevee 507, 608.02(b)
Interference printS........cocoovvveveevvereivnenisenienns 608.02(m)
International application ...........c.ccccovveinincinennnn, 1825
Kept in application............ccocevvirinninenicnnn, 608.02(c)
0 A 1302.05(a)
Mail section stamp no longer used.................... 608.02(0)
Modification illustrated..........c..ccoceevvvricirennnn. 608.02(f)
Marked-up COPY......covvvrermeenennene 608.02(v), 608.02(w)
Necessary for filing date..........cccccoocvvvrreene. 506, 608.02
New drawings required.........cc.cceevevververerernennn. 608.02(a)
New, handling.........cccoervviriininenesens 608.02(a)
NEW MAtter.....ccceivvirieiierieeie e 608.04, 706.03(0)
New, when required..........ccccovreiiiniincnenne, 608.02(a)
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Sec. No.

NOt reCeiVEd ......ccvvviirrcrceeereree i 608.02(h), 1825
NOE reqUIred ......oceieeiiriiieeee e 608.02
NOt FEtUMed .......coeviireiieec e 608.02(y)
ODjJECLION ...t 608, 608.01
........................................................ 608.02, 608.02(b)
....................................... 706.03(0), 1503.02, 1504.04
Official Gazette figure..........ccoovvvvveeiineiciecee, 1302.09
Omitted drawings........c.ccoveereevncrencns 201.17, 601.01(g)
Patented file.........cooviiiiiiie 905.03
Petition to transfer from another application..... 608.02(i)
Photographs.........cccccevvvvieninnn. 502.05, 608.02, 1503.02
Placement in file wrapper.........ccocoeienencnnens 719.01(b)
Plant application...........cccccoevvenennencnnene, 1603, 1606
Print (See also Print of drawing) ....608.02(m), 608.02(n)
Priorart ......cccoveeveeeveiece e 608.02(g), 2125
Provisional application...........cccccoeevvrevennneninnnn, 608.02
Reference characters ...........ccooeeiiieiincncine 608.02(e)
Reference characters, change.........c.ccccocevenee 608.02(w)
Reissue application...........ccccocvvevernienennennen, 1411, 1413
No longer transferred from original patent........... 1413
Removal from Technology Center ................... 608.02(c)
Replacement drawings for publication in PG-Pub ...1121
Replacement..........cccoovveiiinennenen, 608.02(h), 1302.05
Reversed figure NUMDErS........ccoeviieneicienceen, 1302.04

Review by Office of Initial Patent Examination (OIPE)
(Office of Patent Application Processing (OPAP))

............................................................................... 507
Required by examiner .........cccocvervineinencinennns 608.02
REQUIFEMENTS. ..o 608.02
REIUIM ..t 608.02(y)
SECION INES ... 608.02(f)
Security markings.........coccvveriinennineeeeeee 121
SUDBSHITULE ... 502, 608.02(h)
Sufficiency, determined by examiner............... 608.02(e)
SYMDBOIS.....ccviiieiicecee e 608.02
Trademarks. ........covvveiiniiie s 1512
Unacceptable ... 608.02(b)

Drawing COrrection .........cccveveenenirenieennen, 507, 608.02(p)
Annotated sheets .........cccceevevvenennns 608.02(v), 608.02(w)
Approval by examiner...........ccocvevvevveveierennenn, 608.02(x)
Marked-up COPY .....ccoovvverereneniinnes 608.02(v), 608.02(w)
NEW MALET ... 608.04
Order fOr....ccuoiieiiicie s 608.02(x)
PG-PUD ..o 1120, 1121
Replacement sheets ................... 502, 608.02(h), 1302.05
Required........cccovvieviiiniinnne 507, 707.07(a), 707.07(c)

Dual correspondence ..........c.ccoeereenenieennens 403, 714.01(d)
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Due Care Showing--Election of species

Sec. No.
Due Care ShOWING ....ccooveveierii e 2734
Duplicate amendments (See also Amendment)......719.01(a)
Duplicate claims.........cocoiiiiiiiiiieicseereeee e 706.03(k)
Duplicate foreign patents ..........cccceeerererenenenenennns 903.03
Duplicate papers for plant applications............... 1603, 1605
........................................................... 1606, 1609
Duty of candor and good faith.....2001, 2001.03, 2733, 2762
Compared to duty to disclose material information
........................................................................ 2001.04
Information diSClOSUIE ........cccoovvvvirenieieere e 609
Reexamination ..........ccoceoveveveinienerese e 2280
Duty of disclosure ........cccccevevevieieiiie e, Chapter 2000
After patent grant.........coeeeeeienene s 2003.01
Aids to complianCe ..o 2004
ChECKIISE ... 2004
Compared to requirement for information........ 704.12(a)
............................................................................. 2005
Compliance With ..o 2004
Continuing applications...........c.ccoceeveenen. 2001.04, 2004
Copending applications..............ccccvve... 2001.06(b), 2004
Copied Claims ......cccceveveieievcce e 2001.06(d)
Duration of.......ccooeevveiiiiniie e 2001.04, 2003.01
Foreign applications..........cccooeveviiencncnennns 2001.06(a)
Information material to patentability ... 2001.04, 2001.05
Litigation information............c.ccocvevvvvvinnnnnn, 2001.06(c)
QUESLIONNAITE .....eveieceeeiec e 2004
Reexamination
EX PArte ..ot 2014, 2280
INtEr PAIteS .....ccvvviereieiieeee e 2003.01, 2684
Reissue application ..........cccc...... 1406, 1414, 1418, 1448
.......................................................... 2001.06(c), 2003
Sources of information...........ccocoeeiniiieicnenn, 2001.06
TO WhOM OWE ... 2001.03
Violation Of ..o 2010
Claims invalidated ..........ccocvoenviiniinnicienscsee 2016
PrOteSt......eeiee e 2013
Reexamination ...........ccoceveiiniie i 2014
REISSUE. ...t 2012
Rejection of claims in reissue application ............ 1448
WhHO haS ..o 2001.01
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Sec. No.
E
Easily erasable paper .......... 608.01, 714.05, 714.07, 714.19
Effective date
Declassified matter..........ccoovevevercrieviennrn s 707.05(f)
Reference patent................. 706.02, 706.02(a), 707.05(e)
............................................ 707.05(f), 715, 901.05(b)
Effective filing date
Continuing application ............cc....... 201.11, 706.02, 708
Continuation-in-part..........ccccccecevvrierieninsensnnnnnns 2133.01
Foreign priority effect ..o, 201.15, 706.02
International convention (See also Foreign application;
TrEALIES) .. 201.13
Provisional application...........cccccevveverevcnicnnnnnnn, 706.02
Publication..........cccovvvvivnneiecce e 715.01(c)
Eighteen-month publication (See Pre-Grant Publication
(PG-Pub))
Election (See also Restriction;

Election of SPecies).....ccccevevererervrernsenenns Chapter 800
Action on nonelected claims ..........ccocoeeveiviiencinienn, 819
After multiplicity rejection..........cccccevvivinennne 2173.05(n)
AFLer restriCtion ..o 818
Applicant must make.........cocoovreriineinineee 818.03
Between applications, Conflicting claims................... 804

.................................................................. 822, 822.01
COoNSLIUCHIVE ..o 818.02(a), 818.02(c)
In reissue application ...........cccocvvieniiienininneenns 1450
Fixed by action on merits..........c.c....... 818.01, 818.02(a)
Implied ..o 818.02(a), 818.02(c)
INEEITEIENCE ..o 819
Optional cancellation............ccocveeiiienicicnenn. 818.02(c)
Original presentation............cccovveerereeinennne, 818.02(a)
St ————— 819
Treatment of nonelected claims
............................................ 706.03(m), 821 to 821.03
In reissue application ...........cccocveieninieiiiineenns 1450
With traVerse .......coveeevvi i 818, 818.03
....................................... 818.03(b), 818.03(c), 821.01
WithOUL traVerse .........covvreinenireee e 821.02
Election of species
Allowable generic claim lacking...................... 809.02(a)
BaSiS....ciieiieeee e 806.04, 808.01(a)
Canceling species claims......... 818.02(c), 821.01, 821.02
Design application..........cccoeevvenereiieneienenieenens 1504.05
IMplied ......coooeeiiieeeee e 818.02(a), 818.02(c)
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Electronic access to published applications-- Equity (civil action)

Sec. No.
Reissue application .........cccocvvvvivivniesieeresese e 1450
Requirement.........c.ccoovvvveveiveiicieicnnenns 806.01, 809.02(a)
Requirement, prior to search...........cccceecevenene 808.01(a)
Species claims lacking ...........ccccceeeeee 806.01, 818.02(b)
Electronic access to published applications .................. 1128
Electronic databases (See also PALM; PAIR)

................... 706.02(e), 719.05, 901.06(a), 902.03(e), 1730
Cassis DVD-ROM.......ccoovvvvivniiienecceseeien, 902.03(d)
Chemical abstracts Services ........c.ccocevrevvncrinennes 905.06
Derwent’s World Patents Index (WPI) ................. 905.06
DT oo PSS 905.06
e-Official Gazette — Patents (€OG:P).....c..cccceevenene. 1703
EAST oo 719.05, 902.03(e)
Full-text and full-page images of U.S. patent related

AAtADASES ..o 1730
INPADOC.......ccoiiiiieirieeese s 905.06
LeXIS-NEXIS. . cvviveriiriiieieireecse e 719.05
Official Gazette NOLICES.........ccevereriririeieeei 1703
Patent Grants Database ............cocceevevveevneens 1703, 1730
Questel-Orbit......c.ccoeveiieiicce, 719.05, 905.06
TESS (Trademark Electronic Search System)

................................................................... 1703, 1730
WEST ..o 719.05, 902.03(e)

Electronic Business Center (EBC) .......ccccocevvvreriniennnn. 1730
Electronic document........ccocevivvievvsvnieeiiereneseseens 707.05(e)
Electronic filing system-Web (EFS-Web).......... 502.05, 503
Actions permitted by registered USers................... 502.05
Actions permitted by unregistered users............... 502.05
Alternatives to using EFS-Web ..........ccccovenen. 502.05
During unscheduled outages (EFS-Web Contingency

OPLION) vt 502.05
Certificate of TranSmMisSioN...........cccoeveieieiencnennns 512
Document description COAeS.........cocvrvvrvrvrvinannns 502.05
Document formats..........ccoocvverivvienvnieeeeeree s 502.05
Electronic Acknowledgement Receipt.................. 502.05

Ex parte reexamination request and follow-on papers

................................................................ 502.05, 2224
Inter partes reexamination request and follow-on papers

................................................................ 502.05, 2624
Petition to accept unintentionally delayed payment of

maintenance fe.......cocvvvvrnieneisceneens 502.05, 2590
Pre-grant (eighteen month) publication submissions via

......................... 502.05, 1121, 1129, 1130, 1132, 1133

Reissue application and follow-on papers .. 502.05, 1410
Electronic funds transfer to replenish deposit account

Electronic Information Disclosure Statement (e-1DS) 609.07
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Sec. No.
Electronic mail............. 502.03, 713, 713.01, 713.04, 713.05
Electronic patent assignment system (EPAS).........cccccoevvenne
.................................................................... 302.10, 502.05
Electronic Processing of Information Disclosure Statement
.................................................................................... 609.08
Electronic publications
Availability as prior art ..........cccoeeevviiienieneneneens 2128
Citation of .....cooooveiiicee 608.01, 707.05(e)
HyperlinkS t0........cooviveiiiie 608.01, 608.01(p)
SEArCh fOr ....ocviiiiiiec 904.02(c)
Employee number.........c.cccooveveveneiennnnn, 711.04(b), 905.03
Employees of U.S. Patent and Trademark Office,
property interest in patent............ccccvvveeireriinnenn, 309
Unavailable to sign oath or declaration as inventor ...409
Enablement..........cccccooe i, 706.03(c), 2164
Burden on the examiner ..........ccocooevrvevrnenenn, 2164.04
Commensurate in scope with claims................... 2164.08
Critical feature not claimed............c.cccoouee. 2164.08(c)
Inoperative subject matter.............c.cccevennen. 2164.08(b)
Single means claim .........cccccocevviiiniiinnnns 2164.08(a)
Compared to ULTHTILY ......cccooereiiiiiieicec e, 2164.07
Design patent application..................... 1503.02, 1504.04
Duty or disclosure of information relevant to .....2001.04
EVIAeNCe Of......cvcieece e 2164.05
Examples of enablement issues...........ccocceevrvenens 2164.06
Form paragraphs used to reject ...........ccoceeenee 706.03(c)
Reduction to practiCe..........ccouvereiireneienenisenne, 2164.02
Relationship of predictability ...........c.cccooennenne 2164.03
Specification must be enabling
As of the filing date..........cccccevvveiieicnnnenn, 2164.05(a)
To persons of ordinary skill ........................ 2164.05(b)
Test of enablement ... 2164.01
35 U.S.C. 112, sixth paragraph limitations ....2181, 2185
Energy, Department of ..........ccocvevinennennn, 115, 706.03(b)
Energy, related applications, special status................. 708.02
English language faulty, new specification ........... 608.01(q)
English language required ............cccccooevenene 302.02, 608.01

Enrollment and Discipline, Office of (See Office of
Enrollment and Discipline)
Entity, small, claiming status as (See Small entity status)

Entry of amendment (See also Amendment)............... 714.18
Entry of “Contents” of file wrapper.........c.ccocooerennene. 719.01
Entry on face of file wrapper.................... 719.02, 719.02(b)
Environmental Quality Program.........c..cccecevveverennnn. 708.02
Equity (civil action)
Under 35 U.S.C. 145......ccovieiiiecciees 1216, 1216.02
Under 35 U.S.C. 146......ccoveveiieecenee e, 1216



INDEX

Equivalents in art--Examiner’s action

Sec. No.

Equivalentsinart..........cccccoeevvrinvennnnnnn, 904.01(b), 2144.06

Erasable (specially coated) paper.........cccoeeeeverernnn. 608.01

Erasure in specification, before allowance............... 1302.01

Erasure in specification, before execution.................. 608.01

Errors (See also Correction of patent)

Correction of patents........cccccocevvvivvnrnnnnnn, Chapter 1400
Deceptive intent........cccccevvvvececieeiereienn, 140, 2022.05
REISSUE ..ot 1401 to 1470
Title dOCUMENES ..o.vvvviieeieee e 323
Withdrawal from iSSUE........cccvvvrvrinieieree e 1308

Essential material ............ccooveevevevcicve e, 608.01(p)

Establishing SUbCIaSSeS .........cccooeveiviieeiciecieieinens 903.02(c)

Estoppel

Abandonment...........ccoevieiiiniein e 711.03(c)
Collateral........cocovviieiiiei e 2012.01
In ex parte reexamination ...........cccoceverererniennnns 2259
In inter partes reexamination.............cccceeeeeveiennens 2659
Defensive publications............c.ccocvvniieiiiinnnnnn, 711.06
Different inventive entities and commonly owned
apPliCations ......coevveverece e 804.03
INtErferenCe ......ccoovvviiiceee e 715, 2138.01
Reasons for allowance ........cc.ccooevverninneicinnnn, 1302.14
Reissue proceedings.........coovvevenenencnenceennenn 2012.01
Statutory, inter partes reexamination....................... 2601
................................................................... 2612, 2614
Terminal disclaimer........c.ccccooevvivennicinnnn, 804, 804.02

European Community Design treaty (See Treaties)

European Patent Convention (See Treaties)

European Patent Office (EPO)....... 120, 609, 901.05, 905.06
....................... 1801, 1823.02, 1827.01, 1840, 1840.01
................................. 1843.02, 1850, 1851, 1857, 1860
............................ 1865, 1865.01, 1893.03(g), 2422.04

AAAIESS ... e 1865

As a PCT Chapter | international searching authority
........................................................................ 1840.01

As a PCT Chapter Il International Preliminary
Examining AuthOrity.........ccccooeviviiniinieicn 1865.01

Evidence, of public use or on sale......2133.03 to 2133.03(b)

Evidence submitted with protest...........cc.ccoevvevinnnns 1901.02

Examination guidelines for applying reference

under 35 U.S.C. 102(€) ....cccervrrrevrrerieesienens 706.02(f)(1)
Examination of application .............c.ccccoeneenen. Chapter 700
Accelerated Examination ............ccccoeveenecnen, 708.02(a)
Confidentiality during.........cceevevvvverieienie e 101
Deferral of ..o 709, 1002.02(d)
Order of ...ocvveiieeevece e 707.02, 708 to 708.03
Piecemeal.........cccooviviiiiiniiis 707.07(a), 707.07(g)
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Sec. No
PUIMPOSE... ettt 701
REISSUE ...t 1440, 1443, 1445
Request fOr SIR .......oocviiereiree e, 1103
Secrecy order application ..........c.ccocvvrenvienennenen 130
Statutory authority ... 701
SUSPENSION OF ..o 709
Examiner
ACHION .o 707
ACHION COUNLE ..o 1705
AFFIdaVit ..o 2144.03
Assignment of application for examination ..... 903.08(b)
Assignment of ex-parte reexamination .................... 2236
Assignment of inter partes reexamination ............... 2636
ASSISTANT ... 707.01, 707.02
Citing prior art in an issued patent inappropriate .....2203
Classification (See also Classification examiner) ...... 903
Consultation with Reexamination Legal Advisor (RLA)
................................ 2633, 2671, 2676, 2679, 2686.01
DiSPOSAIS ....cveveeisiiicree e 1705
Duty of candor and good faith to...........c..c.......... 2001.03
Employee number .................. 711.04(b), 905.03, 905.05
Expressing opinion of validity ............ccccceeevenennnnn. 1701
NAME ..o 502, 707.09, 1302.13
New action indicated by primary .........c.ccoceevrenen 707.01
Previous action by another examiner
Allowed claims ... 706.04
INTEIVIEW ..ot 713.01
SEAICN....cui et 704.10
Primary
Actions requiring personal attention ..... 707.01, 714.16
........................................................ 715.08, 1004
Name on file Wrapper ..o, 1302.13
Pursuit of bounties prohibited ............c.ccoceeveneenen. 1701
Reasons for allowance............cccocvviiincincnnnns 1302.14
Resigns, old cases special..........ccccccevvrevivrnrennnnnn. 708.03
Suggestion of allowable claims............c..ccce.ei. 707.07(j)
Supervisory (See Supervisory patent examiner)
Telephoning attorney.........c.ccoeeverevrenne, 408, 1302.14
Testimony as patent expert.......ccccceoevererererennns 1701.01
Time and Activity Report.........cccccevevevereenn. 1704, 1705
Time reporting for ex parte reexamination .............. 2238
Time reporting for inter partes reexamination......... 2638
Treatment Of Protest ... 1901.06
Examiner docket, time, and activity recording....1704, 1705
Examiner Reissue Guide and Checklist..............ccccoune. 1443
Examiner’s action (See also Action; Letter, Examiner’s)
............................................................................... 707

Rev. 8, July 2010



MANUAL OF PATENT EXAMINING PROCEDURE
Examiner’s amendment-- Examiner’s letter

Sec. No.
Examiner’s amendment.........cccoceveieveneienenieieneenns 1302.04
Abstract changed by............ 608.01(b), 1302.01, 1302.04
By initialing .......cccoooviiiiiiiii 1302.04
Claim, antecedent basis in description.............. 608.01(0)
Claim lost in interference........cccocovevevenvncnsnnnnnnn, 2308
Claim, nonstatutory, canceled..............c......... 1302.04(b)
Claim, numbers identifying ............. 1302.01, 1302.04(g)
Claims, nonelected invention, canceled... 821.01, 821.02
Copending application data brought up to date..... 201.11
Defensive publication ...........cccoevveneiienecnnn, 711.06
Deposit account charge.........ccoocovvevevcieiencnienn, 1302.04
Drawing correction .........c..ccccvevvennenn. 608.02(w), 1302.04
Extension of time required for...........c.ccceeee. 706.07(f)
Formal matters......ccccoeevevveveeieiiiecinees 1302.01, 1302.04
IFW applications........ccccoveveveivinseseeie e 1302.04
Informalities corrected..........coovvviiiinnieicnnnnn, 1302.04
Non-compliant amendment, treatment of ................ 714,
........................................................................ 1302.04
NO NEW Matter........cccerviviiiiieeeccee e 608.01(0)
Plant patent application practice..........c.ccocevcvrvrunnn. 1610
Reexamination
EX PAIE ..o 2287
Inter-partes
Canceling rejected claims...........ccoccovvenee. 2671, 2687
Correcting formal matters.................. 2687, 2687.01
In merged reissue/reexamination................. 2686.03
Not permitted if approval required .............. 2687.01
Tothe Title ..covvvrieivee, 2660.02, 2686.03, 2687
Reference citation corrected ............c.cooeiniennn 707.05(g)
Title of application.........ccccveevevievere i 606.01
Examiner’s Answer
Appeal conference not held ..................... 1003, 1207.01
Counted as a diSposal..........cccccvereeneininiiicnees 1705
New ground of rejection .........c.cocceveicnennienn 1207.03
New interpretation of law ...........cccccevevevernnnnn, 1207.02
TC Director’s attention required............cccceevevenien. 1003
Reexamination
EX PAIE ..o 2275
INEEr-PAITES ....covveiveeee e 2677
Reply brief ... 1208
Special StatUS .......ccvvviieirieiriec s 708.01
Examiner’s letter (See also ACtion) .........cccccvevvierennnns 707
Abandonment...........cocovviiieie 711.02
AdVisory action........c..cceeeveveneseennne. 706.07(f), 714.13
Amendment after final rejection ..........cccccccceeenee 714.13
Arguments ansSWered..........ccoceveverenenieieniene. 707.07(f)
Cancellation of nonelected claim............. 821.01, 821.02
Rev. 8, July 2010
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Sec. No.
Claim allowable except as to form................... 707.07(a)
........................................ 707.07(j), 710.02(b), 714.15
Claim SUMMATY ......ccccovvereiiieneeeee e 707.07(i)
Complete and clear..........cccoevviieiiineiee, 707.07
Copies of references.........ccoevvvreenennnennnnn, 707.05(a)
Copy to applicant ..........cccoovvvevnieeiiere e 707.12
Correction, period for reply................. 707.05(g), 710.06
Correction of Citation .........c.ccoceevveicincnnene. 707.05(Q)
Date Stamped.........coeovvernieneisee e 707.11
Decisions, CItEd .........cceeveeiiiiceie e 707.06
Drafting criticism in first Office action............ 608.02(a)
..................................................................... 707.07(c)
Election of species required, concluding paragraph
..................................................................... 809.02(a)
Examiner signature at end of letter.........c..ccc........ 707.09
Examiner’s amendments .................... 706.07(f), 1302.04
File wrapper entry .......cccoceeeieiencienene, 707.10, 719.01
Final rejection, clearly stated...........cc.ccoeevrcivnennes 706.07
Final rejection, concluding statement.................... 706.07
Final rejection, patentability report................... 705.01(a)
First action, includes drafting comments.......... 608.02(a)
..................................................................... 707.07(c)

Formal matters ...707.07(a), 707.07(e), 707.07(j), 714.02
Full anticipation, expressions used.. 706.02(c), 706.07(d)

Informal application............cccccevevviieicin i 702.01
Initialed by eXaminer...........cccocviiiiinininicieiee 707.08
Language in rejecting........ccoeevvereenenieenieenns 707.07(d)
MailiNgG ..o 707.12
Memorandum Cited ...........ccooevirvervininiieee 707.06
New drawing required..........cccceevveveveiverneiennens 608.02(b)
New examiner, primary examiner indicates.......... 707.01
NOLICES CIted......veeeie e 707.06
Numbering of paragraphs..........ccccecvvevvienennnn 707.07(k)
OmMNibus rejection .........ccoevvivervinenicirenes 707.07(d)
Orders Cited .......coovvevrreinrees e 707.06
Outstanding requirements ..........ccccceeeererereene. 707.07(e)
Personal matter excluded ...........ccccccoveiiiinennne 707.07(d)
Piecemeal prosecution...........cccocevveeiercicnienae 707.07(g)
Power of attorney invalid or lacking ...........cccccceeueeene 402
Preliminary amendment in new case......... 709, 714.01(e)
Primary examiner signs............... 706.07, 707.01, 707.09
Primary examiner’s attention required, list.............. 1004
References, citation............ccccecevvnee. 707.05 to 707.05(g)
......................................................... 901.04, 901.05(a)
Refusing entry of amendment after Board decision
........................................................................ 1214.07



Examiner’s search facilities, use regulations--Extraordinary situations

Sec. No.
Rejection of claim corresponding to claim of patent
............................................................................. 2302
RemMailing........ccoovvveiiieneiiieneceesieeeen, 707.13, 710.06
Requirement for information ..............c.cccoceeee. 706.02(c)
Restriction requirement.............ccocveevvvveverennnnn. 803, 817
REUMNEA. ..o 707.13
Reviewed by examiner...........ccooovvvveiveveeneiennennn, 707.08
Shortened time for reply ..., 710.02
SIgNatUre....ooveveeeeceee e 707.09, 707.10, 1302.13
Statement of rejection ..o 707.07(d)
Status letter reply ....cooevveievceiicece e 203.08
Statutory BasiS.........ccovveiveveeievene e 707.07(d)
SUMMANY ..t 707.07(i)
Supplemental ..o 710.06
Undelivered..........coeiieniiienne e, 707.13
Examiner’s search facilities, use regulations................... 510
Example, COmMments 0N .........ccccvvveveveenicne e 707.07(1)
Example, Operative..........ccccoeeerenenennenn 608.01(p), 2164.02
Example, Prophetic, simulated or predicted........... 608.01(p)
Excess number of claims for fee, after notice of allowance
...................................................................... 714.16(c)
Excess number of claims over number of claims previously
paid fOr ..o 714.01(e), 714.10
Excluded attorney or agent............. 105, 407, 713.05, 714.19
Execution of 0ath ........ccccevvevvivevcicvcceven, 604, 605.04(a)
Executive Order
NO. BAB4 ...t 1608
NO. 9424 ......oovvieieeeeee s 302, 302.06, 302.08
NO 10,096 .....cvvviriiriiieieiceee e, 509.02
NO. 10,358 ...t 710.05
NO. 12,598 ..ot 115, 120, 121
NO. 13,292 ...ocoiiiiiceeiee e 115,121
Executor or administrator............cc.ceeeevennene. 409.01, 605.05
Allowance and iSSUE ........coerevrerinineiiscrieiens 409.01(f)
Application by, after discharge...........c.cccoevuenee. 409.01(c)
Assigned application, inventor dies.................. 409.01(e)
AUNOTIEY e 409.01(b)
Consular certificate.........ccooovevvrennineniene 409.01(b)
Foreign country.......ccccevevvvvivennne. 409.01(b), 409.01(d)
Heir ..o 409.01, 409.01(a), 409.01(b), 409.01(d)
Intervention not required .........ccocooveeeveiineniennne 409.01(f)
Joint inventors, inventor dies...........cc.ccoevnenae 409.01(f)
Specification form.........ccoeoviriiiiiicee 605.05
EXNIDIT. ... 608.03
Exhibit, Affidavit under 37 CFR 1.131.....715.07, 715.07(d)
EXhibit at iINterVIeW .......cccceveiiiiciececeseee e, 713.08
Exhibit, handling ..o 608.03(a)

Sec. No.
EX parte qUESLIONS .......cccoveverere e 713.06
Expedited Right of Appeal Notice.................. 2671, 2673.02
Experimental use (See also Public use) .................... 2133.03
........................................................... 2133.03(e)
Commercial exploitation ............ccccooeennene. 2133.03(e)(1)
Completeness of the invention................... 2133.03(e)(3)
Factors indicative of ........... 2133.03(e)(4), 2133.03(e)(5)
Intent to eXperiment ........ccccoeeevieneenen. 2133.03(e)(2)
Reduction to practice.........cccvevvivrvrvrnnnnn. 2133.03(e)(3)
Testing by third party ......... 2133.03(e)(5), 2133.03(e)(7)
Testing, developmental ............cccevveienenn. 2133.03(e)(6)
When experimental use ends..................... 2133.03(e)(3)
EXPert teStimony........ccoccoeiieneincce e 1504.03
Expiration date of patent (See also Term, Patent)
Adjustment under 35 U.S.C. 154 ......... 2710, 2720, 2730
D C ][ o S 1502.01, 1505
Extension under 35 U.S.C. 156................... 2750 to 2764
PIant ..o 2701
ULHIEY oo e 2701
Export control of patent applications.........c..ccccceeeverienn. 120
Exposure of papers during interviews ................ 101, 713.07
Expounding patent 1aw ..o 713.02
Express abandonment ............ccooeeiiiiiniienenn, 711, 711.01
To avoid publication of application............. 711.01, 1125
Express Mail deposit ........ccccveveveeveievine e 513
Express Mail Procedure in ex parte reexamination....... 2224
Express Mail Procedure in inter partes reexamination
.......................................... 2624, 2665, 2666, 2666.05
Express Mail service.......... 502, 506.02, 511, 513, 711.03(c)
.............................................................. 1216.01, 2510
Expunge information in application file .................... 724.05
................................... 724.06, 1002.02(b), 1002.02(c)
Extension of shortened reply period.............ccco... 710.02(e)
Extension of time........cccoevvreniieneninen, 706.07(f), 710.02(e)
................................................................... 1002.02(c)
For filing brief........ 1203, 1205.01, 1206, 1208, 1215.04
For filing continuing application..................... 201.06(c)
General fee authorization .............cccccveenenne, 710.02(e)
Reexamination
EX Parte...ccccoveeeerevese e 1002.02(c), 2265
Inter partes.......cccooevvvvveiennnnn 2648, 2665, 2672, 2682
REQUESL.....cveieieieiciece e 710.02(e), 1002.02(c)
Extension, patent term (See Term, Patent)
Extraordinary situations
Abandonment, revival ..............cccoevviiieiiiennnn, 711.03(c)
DEferring iSSUE .....covevveviecriie e 1306.01
Interview after ISSUE ........cocevviiiiniice e 713.10
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Facsimile transmission-- Field of search, notation by examiner

Sec. No. Sec. No.
Reexamination, ex parte ........cccceevvivriveeereenesenennnns 2274 Rule 8(b) CIted.......cccvvveeercieerece e 410
Reply period reSet.......ccccvvveieieiienesiese e 710.06 Rule 11(b)
Suspension of rules ... 1002 CItBA e e 402
TIME O File oo 1205.01 REProduCed ........cocoieiiiiieiceeee e 410
Withdrawal from iSSUE........cccevverieriieriir s, 711.01 Federal Telecommunications System................. 408, 713.01
Fee (See also Refunds)
AAAIESS.. .ot e 2540
= APPEAL ... 1204
AsSIgNmeNt recording ........ccccccveeeeneneenensennen, 302.06
Facsimile transmission Credit card payment _of .............................. 509, 706.07(f)
Assignment documents.........cccceveveriernne 302.09, 502.01 Current amounts available on USPTO Web site........ 509
Central NUMDET .....cooovveiiiieiiceie e, 502, 502.01 T 1730
COITeSPONUENCE .....ovvevveeieiirieiecreee s 502.01 Examlr.ler’s am'endment ''''''''''''''''''''''''' 706.07(f)
Declaration or 0ath..........cccceoiieiiiiinincieiciee 502.01 EXIENSIONS OF UME ..ooesocvvevvesesnien 706.07(f)
PCT international application ................. 1805, 1834.01 Flllnq ...... LR 509, 607
''''''''''''''''''''''''''''''''''''''''''''''''''''' 1865, 1893.01(a)(1) Claims in excgss Of ceirere e, 607
Maintenance fEES .......covvvrerivriere i 2510 Depenfjent CAIMS oo 608.01(n)
Permitted types of COrTespondence .............o.... 502.01 Deposit aCCOUNT...........oiierieieeie e 509.01
Prohibited types of correspondence .................. 502.01 Inadequ_ate ........... s 509
Reexamination Internfa\tlona.ll application s 1810, 1827
EX PAIe ..o 2224 Basic national fee for national stage entry............
INEEN PAITES ..o 2624 oo 202.01, 502.05, 509.03, 512
Secrecy order application, not permitted ...... 120,502.01 e 1805, 1828.01, 1834.01, 1893.01(a)
Federal Circuit (See Court of Appeals for the Federatl =~ e 1_893_'01(‘3)(1)’ 1893.01(c), 1893.02
Circuit (CAFC)) Nonprf)vmonal fxppl.lcatlon ........................... 601.01(a)
Federal holiday Prowspnal appllcatlon._.._. .............................. 601.01(b)
Abandonment date ...........coceivreieienenee e, 711.03(c) Reductlgn fgr S ENBUES ..ovvvvvvevvsesins 509.02
APPEAI DIIEF ..o 1205.01, 2274 Reexamination
VIl BCHOM. ..o oo 1216 e N 2215
Continuity between applications......................... 201.11 I_nter PAIES ...t eieeeeeee e 2615
Effect on reference.........____ 706.02(a) REISSUB ...ttt 1415
Effect on Express Mail Service .........ccocooevvvervivnennns 513 Return...... '''''''''''''''''''''''''''''''''''''' 503, 607.02
Filing date .....c.......... 502, 502.01, 502.05, 505, 512, 513 Small entity .....ccoooveviiiii 509.03
Foreign application copendency ........cccccoecerereenee. 201.13 Issu_e (See Issue fee) ]
FOrEIgN PALENt ..oorro oo 2135, 2135.01 Maintenance (See Maintenance fees)
Maintenance fees ... 2504, 2506 PaYMENT.....coiiiii e 509
Papers NOt reCEIVEd ... 502 bY_EFS'Wet_’ '''''''''''''''''''''''''''''''''''''''''' 502.05
Period for reply ending on .........c.ccccceveennee. 505, 710.05 Petlt!on .to FEVIVE oo 711.03(c)
Prior art effective date..........c.coevvevviviviierennn, 706.02(a) PUbI'Ce}t'On fee.... """"" 11_26’ 113?' 1303, 1_306{ 1306.03
Provisional application copendency.................. 201.04(b) REdUCt"_)n_ of basic fee for mte_rn_atlonal applications
PTO DUSINESS NOUIS ....coeveiiiiiieieicsie e 510 containing large sequence listings and/or tables
REDIY PEIIO. ..o 710.05 e e 1823.02
Statutory Dar.........ccoeiii 2133 ] Reduction for small entities.............cccoooevvesseves 509.02
Statutory Period ........cccevveverererieresese e 710.01(a) Field of sfear?h e 708.03, 904, 904.02, 904.02(a), 1701
Unscheduled closings ........ccccoevviveininnincieens 201.13 ) Notation in file S s 719.05, 904
Federal 1icense rghts.........ccoevviveiniicise e 310 Field of search, notation by examiner................... 705.01(a)
Federal Rules of Civil Procedure e, 719.05, 904, 904.02(a)
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Figures--Final rejection

Sec. No.
Figures (See Drawings)
File Information Unit (Record Room)..................... 102, 103
....................................... 508.03, 711.04, 711.06, 1730
File wrapper/history (See also Image File Wrapper (IFW))
............................................................................... 719
ACtion entered.........covvieirennineee e 707.10
Allowed case data entered ..........ccocevvvervivrernnn 1302.09
Amendment endorsed ..........cccoceveriiennne 710.05, 714.18
Arrangement Of Papers........cocvvveriereinereens 719.01(a)
Assignment endorsement..........oceeeerereineneesennens 303
Civil action disposition ..........cccccvevvivriviivnieinannns 1216.02
Classification data...........ccocereiviereieneieienerinennns 719.03
Classification hiStory ..........cccccovienine i 719.03
ComMPIELENESS ..o 724.01
“Contents”, ENtry iN.....covevevevce e 719.01
Continuation, Former Rule 1.62 (FWC)
PUDIIC CCESS ..vvvivieriieieisieiec e 103
RESIIICLION ..o 819
Correction Of error ... vvvvvevecieecee e 719.02
Data entered N .........ccooevrnennen 710.05, 719.02, 1302.09
Field of search.........ccococvveiiiieniiiece e, 719.05
Field of search, patentability report................... 705.01(a)
Foreign application cross-noting............cccceeeveenee. 202.03
..................................................... 1893.03(c), 1895.01
Foreign filing date entered on................ 719.06, 1302.06
Index of Claims ..o 719.04
Licensing and Review Stamp ..........ccocoeeveniienennnne. 140
Name of applicant changed..........c.cccoeveiennennn. 719.02(b)
Notes to application of another party...........c.ccoeuenne.. 101
PAPEIS IN wocveeece e 719.01
Parent application notation on ............... 202.02, 1302.09
Print of drawing ........ccccceveviineniieiicee 719.01(b)
Printout of search history ..o 719.05
Relation of application noted on.............. 202.02, 719.07
Residence changed...........ccoccvevvivnvnivecicicnenien 719.02(b)
Return of paper entered on.........ccccoceevvveieieinenns 719.01
“Searched” bOX entries.........ccocvvereeieniecieiesenene 719.05
“Searched notes” boX entries ........cc.ccoeveeververennenn 719.05
Signing by primary examiner...........cc.cccevvevenennn. 1302.13
Statutory period ends on nonworking day ............ 710.05
FilesS REPOSITONY ....ovcvviieiiirieicicee e 711.04(b)
Filing date ................. 201.06(c), 502, 503, 505, 506, 506.02
Continued prosecution application (CPA) ........ 201.06(d)
Effective, prior application ........ 201.11, 706.02, 2133.01
EFS-WED ..ot 502.05
Express Mailing date ...........ccocoveevveiienienns 506.02, 513
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Sec. No.
Foreign application, Convention date
(See also Foreign application) ............. 201.13, 201.15
International application ............c.cccoeveicieicicicenns 1810
Later filed application as disclosure.................. 608.01(p)
Patent Cooperation Treaty (PCT).....c.ccovvereienenennen. 1810
Petition ........c.cccvveene. 506.02, 513, 601.01(b), 601.01(c)
.................................................... 601.01(f), 601.01(qg)
Refusal t0 accord...........coovririiiiiiee e, 506.02
Review of refusal to accord...........cc.ccoevvevrvrnnnnnne. 506.02
Subsequent publication as disclosure................ 608.01(p)
Filing date of reexamination request
EX PAIE ..o 2215
INtEr PAMTES ... 2627
Filing fee (See also Fee; Refunds).......ccccoovivervinienne, 607
Continued prosecution application (CPA)........ 201.06(d)
Of areissue application.........cccceveverevenivnnnnannns 1415
DEpPOSIt ACCOUNT......eiveieerieiee e 509.01
INAJEQUALE ... 509
Reduction for small entities............cccoceovcriinenns 509.02
Reexamination
EX PAItE ...oooiiiiieieee e 2215
INTEr PATES ..cooveie e 2615
Reissue application...........coccovereienensiencncenee, 1415
REtUM....cco i 503, 607.02
Filing receipt (See also Postcard, self-addressed)....... 201.03
....................................................................... 503
Final action (See Final rejection)
Final Board decision in inter partes reexamination
........................................................... 2681, 2682
Final data Capture........ccoovvveveierere e 1309
Final reJeCtion.........cccoevveieiine e 706.07
Amendment after..........cocveiiiiiiniiienne 714.12,714.13
Amendment after, entered in part...........cc.ceeeeenen. 714.20
First aCtion.......ccoovviiiicinecvcec e 706.07(b)
INEIVIEW .. 713.09
LT ..t 706.07
Patentability report..........cccoceeiiiiiiiiiiens 705.01(a)
Petition t0 vacate .........coovevereriireeiee 1002.02(c)
Premature ......ocveveeeniee e 706.07(c)
Premature, Withdrawal of ............cccccevvvinenine 706.07(d)
Primary examiner’s attention required..................... 1004
Request for continued examination (RCE)....... 706.07(h)
Reexamination, ex parte.........ccoevevenereneninsesenne 2271

Reexamination, inter partes (See Action: Closing
Prosecution in inter partes reexamination)

Secrecy order application ...........ccocvvviernienieneieses 130

SPECIAl ..o 708.01
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Final restriction requirement-- Foreign patent

Sec. No.
Time for reply ..o 706.07(f)
Transitional procedure.........cccocevveviivcveieinennn, 706.07(g)
When proper .........ccoceevenene. 706.07, 706.07(a), 706.07(b)
Withdrawal ..., 706.07(e)
Withdrawal, Primary examiner’s attention .... 1004, 1005
Withdrawal of premature.........ccccceevvvvevverennenn. 706.07(d)
Final restriction requirement...........cccccocevvvvrnsnennnne. 818.03
First action final rejection .........ccccoovveeiiiiicnenee 706.07(b)
INAN RCE ..o, 706.07(b). 706.07(h)
First Office action form..........ccocvvvvvivieieicnere e 707
First action on the merits (FAOM) (See Letter, Examiner’s)
Fissionable material ............cccccoeevviviincccieieieins 706.03(b)
Five year pendency .......cccccooverenenencennne. 707.02, 708.01
Flowchart for
Effective date under 35 U.S.C. 102(e)........... 706.02(f)(1)
Examination of computer-related inventions........... 2106
Genus-Species guidelings ..........ccocvevveevevievieinennn, 2144.08
Prior art citation in a patent..........cccococeverencncnenn. 2206
Reexamination provisions, ex parte.........cc.cccceenee. 2201
Reexamination provisions, inter partes............... 2601.01
Reformed PCT System .........cccoevevveevecviescceseeene, 1842
Transitional after-final procedures (37 CFR 1.129(a)
...................................................................... 706.07(9)

Treatment of applications having conflicting claims. 804

FIOW ShE et ... 608.02
FOIA (See Freedom of Information Act (FOIA))
FONE, tYPE et 608.01, 1504.01(a)

Foreclosure (See Assignment: Security interests)
Foreign application (See also International application)

FAN o] (o1 Uy SRR 706.02, 2127
Certificate of correction to perfect priority
................................................. 201.16, 1481, 1481.03
Certified copy to avoid reference............. 201.14, 706.02
Certified copy not filed ... 201.14(c)
Cross-noting on file wrapper/history .................... 202.03
Date entitled t0.......cccovevevirceieieee, 201.13 to 201.15
Design patents........ccoevveeveieieneenenas 1504.02, 1504.10
Determination of priority..........cccoceevenene. 201.14, 201.15
DISCIOSUIE ...t e 201.15
Duty of disclosure of information cited........... 2001.06(a)
English language translation for benefit of date
..................................................... 201.15, 706.02
Ex parte reexamination to perfect priority ............... 2258
Filed more than a year before U.S. application
...................................................................... 201.14(c)
Filing in foreign country .........cccccoeveniiencnencsienee 140
FIESE e 201.13
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Sec. No.
German design applications ..........ccccceeevernenn, 201.14(b)
Great Britain..........coeoviineeiinese s 201.15
1dentification ... 201.14(d)
Incorporation by reference in U.S. application.....201.13,
.......................................................................... 201.17
Inter partes reexamination to perfect priority .......... 2658
License to file ... 140, 706.03(s)
Listed on oath/declaration...............cc.cceeuenne. 201.14, 602
No claim for priority .......c.ccoceovveveinenninen 201.14(c)
No reference made in declaration..................... 201.14(c)
Notice to Office after nonpublication request .......... 1124
Noting earliest date in file history/wrapper ........... 202.03
Ordering COPIES ....cvvveveeriirieireieesieeeeseees 901.05(c)
Overcoming reference which is.................... 201.15, 715
Prior art cited in related..............ccocvvvivcinnenn, 2001.06(a)
o 7o) 1] Y 102, 201.13, 706.02
Papers not filed..........ccoooviniiiniiiiee 201.14(c)
Petition for unintentionally delayed claim for priority
............................................ 201.14, 201.14(a), 201.16
...................................... 1002.02(b), 1402, 2258, 2658
Priority document in parent application ........... 201.14(b)
Reissue application claiming foreign priority
................................................................... 1402, 1417
Ribboned ..., 602.04(a)
SaME INVENTION......ciirieiiie s 201.15
SEAL..c 602.04(a)
Statutory bar..........ccoceevvenn 201.13, 706.02(e), 2135.01
Time limits to submission .................... 201.14, 201.14(a)
Certificate of COrrection .........ccoceevvvervienennennnn, 201.16
REISSUE ...ccvvvvveereieceee 201.14, 201.14(b), 201.16
Translation required ..........cccoceeeveneiennne 706.02, 201.15
Foreign countries recognized for priority ................... 201.13
Foreign executed 0ath..........ccocevviviinineiic e 602.04
Foreign filing, Proving priority...........c.ccoe.e.. 201.14, 706.02
Foreign filing date
Entitled t0 ..o 201.13, 719.06
On file wrapper/Nistory ........ccccovveeeieieiciene 202.03
Foreign filing HCENSE .....c.coviiieiiieiec e 115, 140
FOr PCT o 115, 1832
Foreign language
APPLICAtION ... 608.01
Names for months ..o 901.05(a)
Names for United States.........c.ccoevvrernicnenenn 901.05(a)
Oath or declaration...........c.ccceovviienneinnicnnnns 602.06
Foreign patent
Art COECTION.......ocvieic s 901.07
Citation........cooveveiii e 707.05(e), 901.05(a)



INDEX

Foreign priority--Form letters and forms

Sec. No.
Citation dates and information............ccccceeei. 901.05(a)
............................................................ 901.05(b), 1851
Classification ..........ccoocevereeieienene e 903, 903.03
COUNLIY COUBS ..ot e 1851
Database Search ..., 706.02(e)
Document citation, iN PCT ... 1851
D01 0] [T L= SO 903.03
Effective date........cooveeieiiiii e 901.05(b)
Family of (INPADOC) .......cccoovrreirnirenninnenes 901.06(a)
In prior art statement...........ccooeeeeveneiciennn 609, 609.01
Individual country OVerview..........ccccvevververerennns 901.05
JOUMNAIS ..o 901.06(a)
LaW OVEIVIEW ..ot 901.05
LiDrary ... 901.06(a)
Listing at allowance........cc.ccoovevveveienivnninsnenen, 1302.12
OPPOSILIONS ....eevreieceeeiec e 901.05
Ordering COPIES.....eoveereieerieise e 901.05(c)
Print of, where obtained............cc.ccooeeeiennnnn 901.05(c)
REFEIENCE ... 706.02, 901.05
Statutory bar.........ccoceveveveiieiie 201.13, 706.03(s)
TraNSTOY . 903.05
Translation of ..o, 706.02, 901.05(d)
Unlicensed, same applicant...........c..cccccocennnene 706.03(s)
Foreign priority (See also Foreign application)
.......................................................... 201.13t0 201.16
Design patent applications...........ccccocvvervrennnne 201.14(b)
......................................................... 1504.02. 1504.10
U.S. filing date computed .......... 201.13, 706.02, 2136.03
Formal matter
Allowance and issue............... 1302.01, 1302.02, 1302.04
Amendment of application in issue.............cc.e..... 714.16
Claim allowable except for...........ccccvnee. 706, 707.07(j)
Review of action involving..........cccoceeeenen. Introduction
Right of priority
Prior foreign application.................... 201.13t0 201.16
........................................................... 1402, 1417
Prior U.S. application ..........cccocooevnennn. 201.11, 1405
Specification format..........cccccveviiriiiininenn 608.01
When taken up .......ccceeeeevieveieinenn, 707.07(a), 707.07(e)
.......................................................... 707.07(j), 714.02
Former employee restrictions..........ccocveeveieeieiencnienn 1702
Form letters and forms
Abandonment...........ccoeovieriineie e 711.04(c)
Action Closing Prosecution PTOL-2065.. 2671.02, 2696
AdVISory ACtioN........cccoevirencnenice, 706.07(f), 714.13
Advisory Action — Ex-parte Reexamination PTOL-467
................................................................... 2265, 2296
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Sec. No.

AHOWaDITIEY. ..o 1302.03
Amendment received after allowance............... 608.02(z)
............................................ 714.16(d), 714.16(e)
Amendment after Board decision, refused entry.1214.07
Amendment not fully responsive ............ccceceenen. 714.03
Amendment unsSigned..........cccevveeriveieeriereeniens 714.01(a)
Certificate of Correction form PTO/SB/44 or PTO 1050
................................................................... 1480, 1485
Certificate under 37 CFR 3.73(b) PTO/SB/% ........... 324
Change of Correspondence Address, Application
PTO/SBI122 ..ot 403, 2542
Change of Correspondence Address, Patent PTO/SB/123
..................................................................... 403, 2542
Compact disc transmittal sheet for submission of
sequence listing and/or tables to the United States
Receiving Office under PCT Administrative

Instructions-Part 8..........ccccovvvvireiinciiens 1823.02
Cover sheet, assignment document ....................... 302.07
Cover sheet, provisional application

Cited oo 201.04(b), 601

Reproduced .........cooeveneienininieeeee e 201.04(b)
Credit Card Payment Form PTO-2038

Cited ..o 509, 1302.04, 1306, 2510

Reproduced .........ccovveriiiieneiee e 509
D10 i 130, 1304.01
D11 et 1103
DD FOrm 441 ..ot s 120

Death of Attorney, Application ready for allowance .406
Declaration for Plant Patent Application PTO/SB/03

............................................................................. 1604
Declaration for Utility or Design Patent Application
PTO/SBIOL ..o 602
Disclaimer in Patent PTO/SB/43.........cccccovvvveenene 1490
EFS-WED .....oviiiecce e 502.05
Election of SPECIeS......ccccvcveveeieievese e 809.02(a)
Examiner Checklist — Reexamination
PTOL-1516 .....cooeveieecececieceene, 2296, 2687, 2696
Examiner’s action PTOL-326 .........ccccccevevveeeiveeineenns 707
EXaMIiNer’s aNSWER ........covecveiveirieirieireeiieerne e e inens 1207
Examiner’s Biweekly Time Worksheet PTO-690E
................................................................... 2238, 2638
Examiner’s Case Action Worksheet PTO-1472....... 1705
Fee Address Indication PTO/SB/47
(011 (=10 DTSR 2540, 2595
Reproduced.........ccoeveiiieiiiiice e 2595
Final reJection..........cooceeeiiniiieiinince e 706.07
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Form letters and forms-- Form letters and forms

Sec. No.

For Design Applications Only: Continued Prosecution
Application (CPA) Request Transmittal PTO/SB/29
...................................................................... 201.06(d)

For Design Applications Only: Receipt For Facsimile
Transmitted CPA PTO/SB/29A ................... 201.06(d)

o =\ VA I £ (] 150

General Office Action, Ex Parte Reexamination
PTOL-466 .....cocvvvireriirieirsieieisesiee e 2262, 2296

General (Ex-Parte) Reexam Communication PTOL-473
(With SSP) ..o, 2250, 2266.03, 2296

Incorrect citation of references, Correction ......707.05(g)

Information disclosure statement (IDS) PTO/SB/08

Cited ..o, 609.02, 609.03, 609.04(a), 609.05(a),
.................. 609.05(b), 609.05(c), 609.06, 609.07,
......... 1893.03(g), 1901.03, 2001.04, 2003, 2004,
................................... 2214, 2258.01, 2280, 2287

ReProducCed.........cccevvevieiiiieie e 609

Interference Initial Memorandum............ 2302, 2304.02,
2304.04(a)

Interfering Subject Matter, Secrecy order applications

International application transmittal (PTO-1382)
................................................................... 1830, 1832
Inter Partes Reexamination Communication (With SSP)
PTOL-2071 ..ot e 2696
Inter Partes Reexamination Communication (Without
SSP) PTOL-2072 ...cooiveveeieieesiee e 2696
Inter Partes Reexamination Notification Re Appeal
PTOL-2067 .....ccovvevirevierieieresienns 2662, 2674, 2696
Inter Partes Reexamination Transmittal PTOL-2070
................................. 2664, 2670, 2677, 2686.01, 2696
Interview Request, Applicant Initiated PTOL-413A

Interview Summary, Examiner Initiated PTOL-413B
............................................................. 713.04, 714.13
Interview Summary PTOL-474, Reexamination
................................................................... 2281, 2296
Issue Classification Slip (Blue slip) PTO-328, PTO-270
Cited ..o 1107, 1455, 1611
Issue Classification, Designs PTO-328................. 903.07
.................................................. 903.09(a), 1107, 2287
Issue Classification Form/Sheet/Slip ...903.07, 903.07(b)
............ 903.09, 903.09(a), 1302.09, 1302.10, 1302.13
DiIgESES ..ot 903.07
INILTAIING .o 903.07(b)
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Issue Fee Transmittal PTOL-85B...................... 307, 324

................................................................ 512, 1306.01

............................................... 1306.02, 1309, 1481.01
Maintenance Fee Transmittal PTO/SB/45

O] (=Y 2515, 2595

REProduCed.......c.covvvierieiireseeeeeee e 2595

Nonpublication Request Under 35 USC 122(b)(2)(B)(i)
PTO/SB/35

Reproduced .........ccoviriiiiiice s 1135
Note to SPRE/Examiner/TC Personnel of Inter-Partes
Reexamination Deadlines PTOL-2061................ 2696
Notice of Abandonment
PTOL-1432......ovoeeeeeeeeeeeeeeeeeeeeeeseeneene 711.04(c)
Notice of Abandonment under 37CFR 1.53(f) (CPA) For
Design Applications PTO-2019.................. 201.06(d)
Notice of Allowability PTOL-37 ........ 602.03, 608.02(h)
...................... 608.02(z), 609.05(b), 710.02(e), 714.13
.................................. 812.01, 1302.03, 1302.04, 1455
Notice of Allowance and Issue Fee Due PTOL-85
................................ 115, 203.08, 406, 509.03, 602.03
........................................................ 708.02, 710.02(e)
............................................ 711.02, 711.03(c), 711.06
.......................... 714.15, 714.16, 714.16(a), 714.16(d)
..................................... 1126, 1303, 1303.03, 1304.01
............................ 1305, 1306, 1306.02, 1306.03,1308
...................... 1308.01, 1308.03, 1309, 1512, 2001.04
.......................................... 2406, 2411, 2411.03, 2575
Undelivered.........occovveviiiiiieiieececceceee 1303.02
Notice of allowance, Secrecy order applications
D-10 i 130, 1304, 1304.01
Notice of Appeal from the Examiner to the Board of
Patent Appeals and Interferences PTO/SB/31

Notice of Concurrent Proceedings — Inter Partes
Reexamination PTOL-2062..........ccccceevvivnieeanenn. 2696
Notice of Defective Paper — Ex Parte Reexamination
PTOL-475...c.cciiiiiieeeen, 2250, 2266.02, 2266.03
............................................... 2272, 2273, 2295, 2296
Notice of Defective Paper — Inter Partes Reexamination
PTOL-2069............ 2666, 2666.01, 2666.04, 2666.06,
............................................... 2666.50, 2666.60, 2696
Notice of Draftsperson’s Patent Drawing Review
PTO-948 ..o 608.02(b), 608.02(h)
.............................................................. 707, 707.07(a)
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Form letters and forms--Form letters and forms

Sec. No.

Notice of Failure to Comply with Ex Partes
Reexamination Request Requirements
PTOL-2077 oo 2218
Notice of Failure to Comply with Inter Partes
Reexamination Request Requirements
PTOL-2076 ...c.eoviieiieirieicinieecs e 2618
Notice of Failure to Comply with Inter Partes
Reexamination Request Fee Requirements
PTOL-2057 ...ovcviiiieiceicc e 2696
Notice of Improper CPA (or FWC) Filing For Utility or
Plant Applications Filed Before June 8, 1995 PTO-

2011 Reproduced ........ccevvevieieiieieceseeenne 201.06(d)
Notice of Improper CPA For Design Applications PTO-

2012 Reproduced ........cccevvveeeeinieininiceenns 201.06(d)
Notice of Improper Request for Continued

Examination (RCE) PTO-2051 .........ccco..... 706.07(h)
Notice of Incomplete Nonprovisional Application

PTO-1123........... 506, 601.01(d), 601.01(e), 601.01(f)

.................................................. 601.01(g), 2731, 2732
Notice of Incomplete Reply (CPA) for Design
Applications PTO-2018 Reproduced ........... 201.06(d)
Notice of Incomplete Request for Inter Partes
Reexamination PTO-2059.........cccovvvinienineniennnne 2696
Notice of Intent to Issue Ex Parte Reexamination
Certificate (NIRC) PTOL-469 .................. 2235, 2250
................................................ 2250.01, 2271, 2271.01
................................................ 2273, 2287, 2288, 2296
Notice of Intent to Issue Inter Partes Reexamination
Certificate (NIRC) PTOL-2068 ................ 2687, 2696
Notice of Intent to Publish Statutory Invention
Registration SIR-L ........c.ccocoviiiiiiiiiee 1107
Notice of Inter Partes Reexamination Request Filing
Date PTOL-2058........cccccoiirenieinienieinenieesee e 2696

Notice of Non-Acceptance of Small Entity Patent
Maintenance Fee, PTO-2140..................... 2531, 2550
Notice of Non-Compliant Amendment............. 714.01(e)

Notice of Non-Recordation...........cc.ccceveeevveecveennne. 302.09
Notice of Omitted Items in a Nonprovisional Application
PTO-1669.....c.cccccveeeeceeeerene, 201.06(c), 601.01(d)
.................................................. 601.01(g), 2731, 2732
Notice of Overpayment of Patent
Maintenance Fee, PTO-211.....c..ccccceeeeevveecnnenne, 2550
Notice of Recordation...........ccocoovvevveiieieeie e, 302.09

-39

Sec. No.

Notice of References Cited PTO-892........ 707, 707.05(a)
................................... 707.05(c), 707.05(d), 707.05(e)
................................................................... 2687, 2690

Notice of Special Acceptance of Patent Maintenance
Fee, PTO-2143 ..ot 2530

Notice of Statutory Invention Registration (SIR)
Acceptance, SIR-N (Form D-11).......ccccccvvinnne 1103

Notice of Withdrawal from Issue under 37 CFR 1.313(b)

Notice re Appeal and re Defective Brief — Ex Parte
Reexamination PTOL-468............... 2273, 2274, 2296
Notice to Comply With Requirements
Applications For Patent Containing Nucleotide
Sequence and/or Amino Acid Sequence Disclosures
PTO-1661........ccocuve... 2427.01, 2427.02, 2731, 2732
Notice To File Missing Parts of Application......... 201.03
........................ 601.01(a), 607, 710.02(d), 2731, 2732
CPA for Design Applications PTO-2021 Reproduced

........................................................ 201.06(d)
Notification of Non-Compliant Appeal Brief (use of
PTOL-462 discontinued) ..........ccccoerereriennnnn 1205.03
Office Action — Ex Parte Reexamination
PTOL-466.........ccvcevreiiirieiseee e 2262, 2296
Office Action - Inter Partes Reexamination PTOL-2064
Cited.....ooovvveiieecen, 2647.02, 2660, 2671.01, 2696
Reproduced ... 2660
Office Action Summary PTOL-326................. 608.02(h)
Order Granting/Denying Request for Ex-parte
Reexamination PTOL-471......cccccovvevevenenennns 2296

Order Granting/Denying Request for Inter Partes
Reexamination PTOL 2063
Cited. ..o 2646, 2647.02, 2696
Reproduced .........ccoevveiviniiee 2647.01
PCT forms (See Patent Cooperation Treaty (PCT))
Petition for express abandonment to Avoid Publication
under 37 CFR 1.138(c) Reproduced.................... 1135
Petition for Revival of an Application
For Application Abandoned for Failure to Notify the
Office of a Foreign or International Filing

PTO/SB/64a
Cited ..o 711.03(c), 1124, 1135
Reproduced ........ccooeveiiiinciiic 711.03(c), 1135
For Application Abandoned Unavoidably PTO/SB/61
............................................................. 711.03(c)
For Application Abandoned Unintentionally
PTO/ISB/BA......c.ooiieiieiiseeiseeeas 711.03(c)
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Form letters and forms-- Form letters and forms

Sec. No.
Plant Patent Application (35 U.S.C. 161) Declaration (37
CFR 1.63) PTO/SB/O3 ......ccveevieiieieesieeeie e 1604
Power of Attorney to Prosecute Applications before the
USPTO PTO/SB/80 ..o, 402.07
Provisional application for patent
Cover sheet PTO/SB/16........ccccoevvvvevveieinenn. 201.04(b)
PTO-211 oottt 2550
PTO-270 (Blue SIip).......cccevvruennnn. 903.07, 903.09, 1107
............................................................................. 1455
PTO-328 ... 903.07, 1107
PTO-447A. ..o 903.08(a), 903.08(d)
.............................................................. 903.08(e)
PTO-690E........ccoovriiiirieinerieieienns 903.03, 2238, 2638
PTO-850
Cited.....oovnee. 1002.02(d), 2302, 2304.02, 2304.04(a)
ReProduCed ......c.ccveveeerieesese e 2302
PTO-892
Cited.....201.15, 608.01, 609.02, 609.04(a), 609.05(a),
..................................... 609.05(c), 609.06, 707, 707.05
................ 707.05(a), 707.05(c), 707.05(d)
.................... 707.05(e), 707.05(g), 901.06
.............. 1302.04, 1302.12, 1406, 1901.06
............................. 2246, 2257, 2290, 2646
...................................... 2657, 2687, 2690
ReProduced ........ccecveviererernnereee e 707.05(a)
PTO-948 ...t 608.02(b)
............................................ 608.02(h), 707, 707.07(a)
PTO-1050 ....cceviirieriievieesieiainnens 1480, 1480.01, 1485
PTO-1123 ..o, 601.01(d), 601.01(e), 601.01(f)
.................................................. 601.01(g), 2731, 2732
PTO-1382 ... 1830, 1832
PTO-1472 .ottt 1705
PTO-1516 ....oceeiieeeciee e 2287, 2295
PTO-1517 .ot 2287, 2295
PTO-1590 ..ottt 719.05
PTO-1595 ...t 302.07
PTO-1661 ...cooveieiiieiieieieiesee e 2427.02
PTO-1669 .....ccvveerereeeeireeneens 201.06(c), 601.01(d)
.................................................. 601.01(g), 2731, 2732
PTO-2011 Reproduced ........cccccevvvvrevrrnnnannnne 201.06(d)
PTO-2012 Reproduced ........cocevvvvreriinrieennenns 201.06(d)
PTO-2018 Reproduced ..........coovvvrvevierieinnenn 201.06(d)
PTO-2019 Reproduced ........coeoviirieviirieennenn 201.06(d)
PTO-2021 Reproduced ........cccccevvvvrerreninannnne 201.06(d)
PTO-2038
Cited ..o 509, 1302.04, 1306, 2510
ReproducCed..........coveieininieiieese e 509
Rev. 8, July 2010

I -40

Sec. No.
PTO-2051......cciiiinieinreernreee e 706.07(h)
PTO-2140......cciiiiiieiree e 2531, 2550
PTO-2142....ociiieeee et 2531
PTO-2143....ceceeeeee s 2530
PTO/SB/08A and 08B................. 609, 609.03, 609.04(a),
..................... 609.05(a), 609.05(b), 609.05(c), 609.06,
........................................ 609.07, 707.05(d), 1302.12,
.............................................. 1406, 1901.03, 1901.06
...................... 2214, 2246, 2257, 2258.01, 2287, 2290
..................................... 2614, 2646, 2657, 2687, 2690
PTOL-37
Cited ..o 203.08, 602.03, 608.02(b), 608.02(2)
............... 609.05(b), 707.05(g), 710.02(¢), 714.13
.................................................... 812.01, 1302.03
................................... 1302.04, 1302.12, 1302.14
Reproduced .........ccovevvvvrvcieeeece e 1302.03
PTOL-85
Cited..ooeiireeee 203.08, 714.16(d), 1303, 1306
........................................ 1306.02, 1308, 1308.03
ReProduced .........cccovevenvrienieeeeee e 1303
PTOL-85B
Cited ..o, 307, 324, 509.03, 512, 1303, 1306
........................ 1306.01, 1306.02, 1309, 1481.01
Reproduced .........ccovviviiiiin e 1303
PTOL-85C Reproduced..........ccccvevvevivrerennsesnennne 1303
PTOL-90 ..o 608.02, 707, 714.16, 1207.05
.................................. 1208, 1209, 1210, 2427.01
PTOL-271 .ottt 714.16(d)
............................................................. 714.16(e)
PTOL-303 ... 706.07(f), 708.02
......................................................... 711.03(c), 714.13
PTOL-319 .t 714.03
PTOL-324 ..ot 714
PTOL-326
Cited oo 201.14(b), 201.14(c)
................................................. 608.02(h), 706.07
......................................... 707, 710.02(b), 812.01
Reproduced .........cooviviniiiice e 707
PTOL-404 ... 1485
PTOL-413 ... 713.04, 714.13
PTOL-46L ... 1215.04
PTOL-462 (discontinued) ..........ccccocereivreniecnnen. 1205.03
PTOL-462R (discontinued)...........c.ccovvruennne 2274, 2296
PTOL-465 ... 2262, 2264, 2283, 2296
PTOL-466 ..o 2262, 2296
PTOL-467 .... 2250, 2265, 2262.01, 2266.02, 2272, 2296
PTOL-468 ..o 2273, 2274, 2296
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PTOL-469.....cociiiiiiree e 2287, 2296
PTOL-AT1 .o 2296
PTOL-473 ..o 2250, 2266.03, 2296
PTOL-A74 ..ottt 2281, 2296
PTOL-475.....ccciiiieiinns 2250, 2266.02, 2266.03, 2272
......................................................... 2273, 2295, 2296
PTOL-A76 ...t 2687
PTOL-501 ...t 2633, 2647.02
PTOL-1432...ooiiiiieeereee e 711.01, 711.02
...................................................................... 711.04(c)
PTOL-1516...ccoveiiiirecreeenineeenas 2296, 2687, 2696
PTOL-1517 .ot 2296, 2687, 2696
PTOL-2057 ...oiiiiieeeisiee et 2696
PTOL-2058.....cciiieieieenieieieesieie e 2696
PTOL-2059.....ciiiiiireernreees s 2696
PTOL-2060.......cc i 2696
PTOL-2061.....c.ciieieiieinieeeseiee s 2696
PTOL-2062.....c.ciieiieiriinieieieeseie et 2696
PTOL-2063
Cited ..o 2646, 2647.01, 2647.02, 2696
Reproduced.........cccevvevieveieiene e 2647.01
PTOL-2064
Cited .o 2647.02, 2660, 2671.01
Reproduced.........ccuvveiiiriiiiie s 2660
PTOL-2065......ccoeirirreinreinnreenreeenas 2671.02, 2696
PTOL-2066.......ccceiireireirnieenesee e, 2673.02, 2696
PTOL-2067....cccoieeriririienne 2662, 2674, 2675.02, 2696
PTOL-2068.......ccceeiririeirieieiree e 2687, 2696
PTOL-2069
Cited .......... 2666, 2666.01, 2666.04, 2666.06, 2666.50
...................................................... 2666.60, 2696
Reproduced..........ccoeeeiine i 2666.50
PTOL 2070 ....c.ccceuuee. 2664, 2670, 2677, 2686.01, 2696
PTOL-2071 ..o, 2666.06, 2696
PTOL-2072...cociiieeiireercreeesee s 2696
PTO/SB/01 Reproduced ..........cccoevrevierieenenineniennas 602
PTOISB/03.....ocuiiiiiieeieeeee s 1604
PTO/ISB/OB ..ot 608.01(n)
PTOISB/OT ... 608.01(n)
PTO/SB/0S ............ 608.01, 609.02, 609.03, 609.04(a),
............. 609.05(a), 609.05(b), 609.05(c), 609.06,
.................................. 609.07, 707.05(d), 1302.12
PTO/SB/08SA
Cited....oovreercee 609, 609.03, 609.04(a),
..................... 609.05(a), 609.05(b), 609.05(c), 609.06,
.609.07, 2214, 2246, 2256, 2257, 2258.01, 2290,
........................................ 2614, 2646, 2657, 2687
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REProduCed .........cccvvviveieieiee e 609
PTO/SB/08B
Cited ..o 609, 609.03, 609.04(a),
..................... 609.05(a), 609.05(h), 609.05(c), 609.06,
.609.07, 2214, 2246, 2256, 2257, 2258.01, 2290,
.............................. 2614, 2646, 2657, 2687, 2690
Reproduced .........ccovveveiiieieiecece e 609
PTO/SB/LO ..ot 201.04(b)
PTOISBI24 ...ttt 711.01
PTO/SB/24A
Cited .o 711.01, 1125, 1135
Reproduced .........ccoeevveriineiiresenn 711.01, 1135
PTO/ISB/25 ...ttt 1490
PTO/SB/26 ... 1490
PTOISBI27 ...t 1504.30
PTO/SB/29
Cited . 201.06(d), 709
Reproduced ..........cceovveieininceeee 201.06(d)
PTO/SB/29A Reproduced..........cccoerevicrinnnne 201.06(d)
PTO/SB/30 Reproduced.........c..ccoovrveveveiiernns 706.07(h)
PTO/SB/3L ..ot 1204
PTO/SB/35
Cited .o 1121, 1122, 1135
Reproduced .........ccovvvviiiiiiie s 1135
PTO/SB/36
Cited .o 1123, 1124, 1135
Reproduced .........ccoeiriiiiiicc e 1135
PTOISB/37 ..ot 709
PTO/SB/42....... 2246, 2256, 2257, 2258.01, 2262, 2614,
........................................................ 2646, 2657, 2687
PTO/SB/43 Reproduced..........ccoeevrerveeniereeenienennn, 1490
PTO/SB/44
(O | 1T S 201.03, 1480, 1480.01, 1485
Reproduced .........cooviviiiiiiiie e 1485
PTO/SB/45
CHted e 2515, 2595
Reproduced ..........cooireiiiiiireee s 2595
PTO/SB/47
CHted oo 2540, 2595
ReProduced .........cccevevervrinireeeeee e 2595
PTO/SB/50 Reproduced.........ccccvevvevierreiiennnesieernne 1410
PTO/SB/51
Cited oo 1410.01, 1414
ReProduced .........cccovvvviviieieeiece e 1414
PTO/SB/51S Reproduced...........ccccevvveieeninannns 1414.01
PTO/SB/52
Cited e 1410.01, 1414
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ReProduCed.......c.ccveveieriie e 1414
PTO/SB/56 Reproduced ...........cccevviviveievienierienrennn, 1415
PTO/SB/57

CIted oo 2214, 2296

Reproduced.........ccovviiiriiiiiie s 2214
PTO/SB/58

CIted oo 2614, 2696

Reproduced..........cooveieniiiiiiineee e 2614
PTO/SB/BL.......ccooiveiiiiiiseee e 711.03(c)
PTO/SBI62........cooveiiiiiieeeeceiee e 711.03(c)
PTO/SBIB3.......coooiiiiiirieseee e 711.03(c)
PTO/SB/BA........coiiiiiiieeseee e 711.03(c)
PTO/SB/64a Reproduced.............c.......... 711.03(c), 1135
PTO/SB/64 PCT ...t 711.03(c)
PTO/SBIBB.......ccciiieieiiiieriee e 2595
PTO/SB/B7 Cited ......cocvveiiierieieiie e 104

PTO/SB/68

(071 (-To OSSR 103, 711.04

ReProduCed.........ccvvveiiiniiree e 103
PTO/SB/80 Reproduced ...........ccccvvviveveveiernenn 402.07
PTO/SB/81

Cited .ovvieveiciee e 402, 601.02, 1604

Reproduced..........ccooveieieennnn. 402, 601.02, 2222, 2622
PTO/SB/82 Reproduced ...........ccccvvvrvrviveienennn. 402.05
PTO/SB/83 Reproduced ................... 402.06, 2223, 2623
PTO/SBIBA.......coooieiiisiieee e 405,713.05
PTO/SBI ..ottt 1101
PTO/SBI6.......coeviveiieiiieiee et 324
PTO/SBI122.....cociiveiieieieecree e 403, 2542
PTO/SBI123.....cooiiieeeeeeee e 403, 2542
PTO/SBIL24......c.ociieiieieece et 403
PTO/SB/125

Cited .ovvcecee e 403, 2540, 2595

ReProduCed.........covvveriiiiieeeee e 403
Reasons for Patentability and/or Confirmation

PTOL 476......oiiieeiceei e 2687

Recordation Form Cover Sheet PTO-1595........... 302.07

Reexamination and processing forms listed... 2296, 2696
Reexamination Clerk Checklist
PTOL-1517 oo 2296, 2687, 2696
Reissue Application
Declaration by the Assignee (See Form letters and
forms: PTO/SB/52) .....cccoovvvvininiiiienn 1410.01
Declaration by the Inventor (See Form letters and
forms: PTO/SB/51) c.ccoovvveiieieecienns 1410.01
Fee Transmittal Form (See Form letters and forms:
PTO/SB/56)......ceirieiiiininieinieiee e 1415
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Supplemental Declaration for Reissue Patent
Application PTO/SB/51S...........ccocvenene 1414.01
Transmittal (See Form letters and forms: PTO/SB/50)

Request for Customer Number PTO/SB/125 ...403, 2540
Request for Customer Number Data Change
PTO/SBIL24 ...ttt 403
Request for Deferral of Examination 37 CFR 1.103(d)
e O] 2T K T 709
Request for Ex Parte Reexamination Transmittal
PTO/SBIBT ..ottt 2214, 2296
Request for Inter-partes Reexamination Transmittal
PTO/SB/58

Cited...ovceieeecee e 2614, 2696
ReProduced .........ccoveveiviieir e 2614
Request for Statutory Invention Registration PTO/SB/94
............................................................................. 1101

Request for Withdrawal as Attorney or Agent
PTO/SB/83 ..ot 402.06, 2623

Rescission of Previous Nonpublication Request (35
U.S.C. 122(b)(2)(B)(ii)) and if Applicable, Notice of
Foreign Filing (35 U.S.C. (b)(B)(iii)) PTO/SB/36

Cited...ovevieiee e 1123, 1124, 1135
Reproduced .........coovviveiiiiise e 1135
Response to Rule 1.312 Communication
PTOL-271...ccoiiiiiiieiieiieinieas 714.16(d), 714.16(e)
Restriction requirement............ccoceeeevnercinenccnennns 817
Revocation/Appointment of Power of Attorney or
Authorization of Agent PTO/SB/82 .......... 2222, 2622
Right of Appeal Notice PTOL-2066 ......... 2673.02, 2696
SIR-C oottt 1103
SIR-E .ottt 1103
SIR-F 1103
SIR-G oottt 1103
SIR-H o 1109
SIR-T it 1103
SIR J ottt 1103
SIR-K oottt 1109
SIR Lttt 1107
SIR-M.ciiiiiit e 1107
SIR-N (FOrm D-11)...ccccviiiiirieiierieeniereee e 1103
Statements to DOE or NASA........cco e 151
Subject matter admits of illustration ................ 608.02(a)
Terminal Disclaimer to Accompany Petition
PTO/SBIB3 ..o 711.03(c)
Terminal Disclaimer to Obviate a Double Patenting
Rejection over a Prior Patent, PTO/SB/25........... 1490
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Terminal Disclaimer to Obviate a Provisional Double 2.30 it 201.06(d)
Patenting Rejection over a Pending Second 2.3L s 201.06(d)
Application, PTO/SB/25 ........ccccoovvcvriiiiinnninn, 1490 2.32 e 201.06(d)
Transmittal of Communication to Third Party Requester 2.33 201.06(d)
— Ex Parte Reexamination — PTOL — 465 2.3 201.06(d)
................................................ 2262, 2264, 2283, 2296 2.35. it 201.06(d)
Form paragraphs (Reproduced) 2.38 e e 201.11
2.0 o 201.06 2.3 201.11
2.03 s 201.06(c) 240, i e 201.11
2.05 o 201.07 0L s 403
2.06 o 201.08 B.02. i e 406
2,07 e 201.09 B.03 e 406
2.08 o 201.10 .04 e 406
2.09 i 201.11 406 e 407
2.00 e 201.11 BL07 et e 407
20001 o 201.11 B.08....o i e 407
201 201.11 4109 e 402
21101 o 201.11 B.10 i e 401
2.0 201.03 B0 e 502
2,038 201.03 BLOL0L i e 501
2.03D et 201.03 502, e 512
2,030t 201.03 503 s 903.08
2,030 i 201.03 B0 512
2,036 it 201.03 505 ettt e 509.03
2,03 201.03 B.0L. it 608.01(a)
2,030 it 201.03 B.02. et 608.01(a)
213N 1 201.03 B.02.01 ..o 605.04(a)
21301 o 201.03 B.03 . i 602.01
2.13.02 .o 201.03 B.05. .. e 602, 602.03, 605.01
204 201.03 B.05.0L. .. s 602
21401 i 201.03 B.05.02...0cieiceiiese s 605.02
2,05 o 201.11 B.05.03....cieeciiee s 605.01
2,16 e 201.11 B.05.05....ceeectiecece s 602.03
207 201.11 B.05.06......cciiririiiiiiee s 602.03
2,08 e 201.13 B.05.07 i 602.03
2.09 o 201.15 B.05.08....ceeiiieiieieriee s 602
2.20 i 201.14(b) B.05. 11 .ciieicicicce s 604.01
221 e 201.14(c) B.05.12. 0t 604.01
22101 e 201.14(a) B.05. 13t 602.04
2.22 e 201.14(c) B.05.14 ..ot 602.04(a)
2.23 e 201.14(c) B.05.15. it 602.03
2.24 oo 201.14(c) B.05.16....cueieriieice s 602.01
2.25 e 201.14(c) B.05.17 e 602
2.26 e e 201.14(c) B.05.18 ... 605.04(b)
2,27 e e 201.14(c) B.05.19. .0t s 605.03
2.28 s 201.11 B.05.20. .00 ceeieeieieeere s 602
2.29 1 201.11 B.06. .. e 603, 604.01
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B.07 ettt 604.02
B.08 ..t 604.04(a)
B.09.01 ...vviiiiiie e 605.03
B.11 oot 606.01
B.11.01 oo 606.01
B.12 i 608.01(b)
B.13 e 608.01(b)
B.14 oo 608.01(b)
B.05 e 608.01(b)
B.16 et 608.01(b)
B.16.01 ..ot 608.01(b)
B.17 e 608.01(j)
B.18 e 608.01(n)
B.18.01 oo 608.01(m)
B.19 i 608.01(p)
B.19.01 oo 608.01(p)
B.19.02 .. 201.17
B.19.03 .. 608.01(p)
B.20 it 608.01(v)
B.21 et 608.02(b)
B.22 et 608.02(b)
B.22.01 oo 608.02(d)
B.22.02 ..o 608.02(e)
B.22.03 .. 608.02(e)
B.22.04 ..o 608.02(d)
B.22.05 oo 608.02(f)
B.22.06 ..o 608.02(e)
B.22.07 oo 608.02(e)
B.23 e 608.02
B.23.01 oo 608.02
B.24.01 ..o 608.02
B.26 ..ot 608.02(h)
B.27 e s 608.02(h)
B.28 s 608.01(q)
B.28.01 ..o 608.01(q)
B.28.02 ..o 608.01(q)
B.29 oo 608.01
B.30 it 608.01
B.3L it 608.01
B.32 it 608.01
B.32.01 oo 608.01
B.36 oot 608.02(d)
B.36.01 ..o 608.02(g)
B.37 et 608.02(h)
B.39 i 608.02(p)
B.40 i 608.02(p)
BAL oo 608.02(p)
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B.42. e s 608.02(p)
B.43 . s 608.02(p)
B.AB....c e 602.03
B.AT oo 608.02(p)
B.48....ceeeee e 608.03(a), 714.16(d)
B.49. s 609.05(a)
B.49.01. ..o 609.05(a)
6.49.02....ccviiieteeeie e 609.05(a)
6.49.03......iii e 609.05(a)
6.49.05......uii e 609.05(a)
B.49.06....cccciiiiiieiiiiicce s 609.05(a)
B.49.07 ..o 609.05(a)
6.49.08.......viiitieeie e 609.05(a)
6.49.00......c.oiiiieie e 609.05(a)
B.49.10. ... 609.05(a)
B.51. i 609.05(a)
B.52. et s 609.04(b)
8.5 e e 609.03
B.54 ..o 609.03
8.5ttt 609.03
B.56 ... ettt 1134.01
B.57 et 1134
B.60.01L....cuviiiiieiieece e 608.05
B.60.02......eviecieee e 608.05
B.61.01....cciiiiiiieiice e 608.05
B.61.02....ccuiiitiiiieie e 608.05
B.62. ettt 608.05
B.63.01 ...ttt 608.05(b)
B.63.02...ccviiieee e 608.05(b)
B.64.01....cciiiiiiiiiieci e 608.05(a)
B.64.02....ccuiiiiiiieieeiec s 608.05(a)
B.64.03.....criiiieee e 608.05(a)
B.64.04.......ooi i 608.05(a)
B.70.01..... e 608.05
B.70.02. ...ttt 608.05
B.71.01. ..o 608.05
B.71.02...cc et 608.05
72K ) S 608.05
B.72.02. ..ttt 608.05
B.72.03 ..t 608.05
B.72.04....ccoiieice e 608.05
B.72.05. ..ot 608.05
4 R 702.01
T002 e s 702.01
A0 ST 706.03(a)
A0 T 706.03(a)
T.05.01..cc e 706.03(a)
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T.05.02 oot 706.03(a)
T.05.03 .. 706.03(a)
T.05.04 ..o 706.03(a)
T.05.05 o 706.03(k)
T.05.06 ..o 706.03(k)
T.07 e 706.02(i)
T.08 o s 706.02(i)
T.09 o 706.02(i)
TL0 e 706.02(i)
TLL e 706.02(i)
T2 e s 706.02(i)
T02.01 oo 706.02(i)
T3 s 706.02(i)
TLA oo 706.02(i)
TA5 706.02(i), 804.03
7.05.01 ., 706.02(f)(2), 706.02(i), 804.03
T.05.02 i 706.02(i), 804.03
T.05.03 e 706.02(i)
TLB e 706.02(i)
TAT e s 706.02(i)
T8 o s 706.02(i)
T.09 706.02(i), 804.03
T.20 e 706.02(m)
T.20.01 o 706.02(m)
T.20.02 oo 706.02(m)
T.20.04 ..o 706.02(m)
T.20.05 o 706.02(m)
T20 oo 706.02(m), 804.03
T.21.01 e 706.02(m), 804.03
T.21.02 i 706.02(m), 804.03
T22 oo e 706.02(m)
T.23 e 706.02(m)
T2T e 706.02(m)
T28 e s 706.03(0)
T2 o 608.01
T.29.01 oo 608.01(m)
T7.29.02 .. 608.01(m)
T7.29.03 . 608.01(m)
T.29.04 ..o 608.01
T7.30.01 o 706.03(c)
7.30.02 o 706.03(d)
T.31.01 o 706.03(c)
T.31.02 e 706.03(c)
T.3L1.03 e 706.03(c)
T.3L04 o 706.03(c)
T.33.01 oo 706.03(c)
T3 oo 706.03(d)
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T.34.01 . 706.03(d)
T.34.02. i 706.03(d)
73403 706.03(d)
T.34.04 .. 706.03(d)
T.34.05...ccc e 706.03(d)
T.34.06....ccii i 706.03(d)
T.34.07 oo 706.03(d)
T.34.08...cciiee e 706.03(d)
T.34.09.c.ccc e 706.03(d)
T.34.00 s 706.03(d)
T34.01 i 706.03(d)
TB4.02 i 706.03(d)
T.34.03 e 706.03(d)
AR T U 706.03(d)
T.34.05. i 706.03(d)
73D e 706.03(d)
T.35.01 e 706.03(d)
T30 608.01(n)
R Y T 707.07(f)
T.37.01. e 707.07(f)
T.37.02 e 707.07(f)
T.37.03 e e 707.07(f)
T.3T.04... e 707.07(f)
T.37.05. e s 707.07(f)
T.37.06..cccciii e 707.07(f)
T.37.07 e 707.07(f)
T.37.08.ccc e 707.07(f)
T.37.09. e 707.07(f)
3700 707.07(f)
.37 01 e 707.07(f)
T.37. 02 e 707.07(f)
T.37. 03 707.07(f)
R TR 707.07(f)
T.38.0L e 707.07(f)
7.38.02..cc e 707.07(f)
7.3 e e 706.07
T.39.01.ccc e 706.07
TAD .o 706.07(a)
TA0.0L ... 706.07(a)
TA0.02....viicee e 706.07(a)
TALooooeiee e 706.07(b)
TALOL oo 706.07(g)
5 O 706.07(g)
TALO3....ci e 706.07(b)
TB2oooceeeeeeee e 706.07(d)
TA2.0L ... 706.07(g)
TA2.02. e 706.07(g)
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TA2.03 o 706.07(g)
TA2.03L oo 706.07(g)
TA2.04 ..o 706.07(h)
TA2.05 e 706.07(h)
TA2.06 ..o 706.07(h)
TA2.07 oo 706.07(h)
TA2.08 ..o 706.07(h)
TA2.08.AE ... 708.02(a)
TA42.09 i, 706.07(b), 706.07(h)
TA2.00 i 706.07(h)
TA2.1L oo 706.07(h)
TA2.02 o 706.07(h)
TA2.13 e 706.07(h)
TA2.14 oo 706.07(h)
TA2.15 i 706.07(h)
TA2.16 oo 706.07(h)
TA3 e 608.01(n), 707.07(j)
TAB0L oo 707.07(j)
TAB.02 et 707.07(j)
TA3.03 e 707.07(a)
TAB04 oo 707.07(j)
TABA oo 608.01(0)
TAD o 608.01(n)
TAB oo 714.01(e)
TAB oo 706.03(u)
TAD o 706.03(u)
T80 e 706.04
TBL s 714.14
TELAE oo 708.02(a)
T52 e s 709
T 53 s 709
TBA oo 709
TH5A0L o 709
TBA.02 e 709
T5B e e 709
T5B.01 oo s 709
T56.02 . s 709
T DT e 715
T58 e s 715
759 e s 715
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Hatch-Waxman ACt.........cccvvinieneienieneie e 2750
Hearing on appeal ..o 1209
Heir as applicant (See also Administrator or executor)
................. 409.01, 409.01(a), 409.01(d), 1303.03
Help line (telephone number).......c.cccooevevevciic i, 1730
Hidden end use in design applications.................. 1504.01(c)
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Hidden feature in design applications
ANLICIPAtION....cviieiiiicece e 1504.02
Enablement...........ccooooiiiiiiiii s 1504.04
ODVIOUSNESS ...cveeiierie it 1504.03
HIV/AIDS, Petitions........ccoovvveeirieiinieiee s 708.02
Hours of operation..........ccccocveeeveveve v 510
Holiday, federal (See Federal Holiday)
Hyperlinks in specification....................... 608.01, 608.01(p)
|
ICIREPAT country COUES........ccovrveirenieirienienene 201.14(d)
ICIREPAT identification numbers............c.coeeene 201.14(d)
Icon, computer generated...........cccoeevevvieieennne. 1504.01(a)
Identification of PapPers.........ccocvveveiiniii i 502, 503
Identification of priority application..................... 201.14(d)
Identity of inventors under 35 U.S.C. 119.................. 201.13
Idiomatic English.........cccoveveviiiiiiiir e 608.01(q)
Illustration (See Drawings)
Image File Wrapper (IFW)
ArtIFaCt ..o 608.02
Paper SCanNINg ......c.ccovvererineneisenee e 508, 1410.01
Power to inspect not accepted ..........ccoevvvrvvviveeenenn, 104
PUDIIC CCESS ..vovvviieicie e 103, 1730
Image File Wrapper (IFW) forms
Issue Classification Form/Sheet/Slip, reproduced............
........................................................................ 1302.09
Cited ..oooeveiieeee e, 903.07, 903.07(b), 903.09
........................................ 903.09(a), 1302.10, 1302.13
Implied election...........cccc.c...... 818.02, 818.02(a), 818.02(c)
Improper comments, inter partes reexamination........... 2667
Improper joinder, effect on patent ........c.cccocevvvvvernnnnn 805
Improper multiple dependent claim....................... 608.01(n)
Improvement (Jepson Claim) .........ccccovvivrernieneiennenes 2129
Inaccurate Claim.........coocooe i 2173.03
Inappropriate papers in inter partes reexamination........ 2667

Incoming-Mail Section (See also Office of Initial Patent
Examination (Office of Patent Application Processing))

...................................................................................... 501
Incomplete amendments, time for completing
................................................................ 710.02(c), 714.03
Incomplete application ................. 506, 601.01(d), 601.01(e)
Claims omitted ........ccooeviereinirere e 601.01(e)
Definition .......cocooiiiiiiee e 203.06
DraWing....cooeeeverieeiinieenenieeseseeeseeees 506, 601.01(f)
INValid 0ath.........ccccoiriiiii e 604.06
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Incomplete claim, rejection-- Inspection

Sec. No.

Return of filing fee......cccovvvivvivir e 506
USING 01N ....cceircieieece e 608.01(u)
Incomplete claim, rejection....706.03(c), 706.03(d), 2172.01
Incomplete Protest........ccocvenenirienieiecee e 1901.03
Incomplete requests for ex parte reexamination ........... 2227
Incomplete requests for inter-partes reexamination...... 2627
Incomplete reSponSe.......ccccevveveveierenveann, 711.03(a), 714.03
Time for completing .................... 710.02(c), 711, 714.03
Incorporation by reference................. 103, 201.06(c), 201.11
................................. 201.17, 608.01(p), 2163.07,
......................................... 2163.07(b), 2173.05(s)
Foreign priority application.................... 201.13, 2163.07

In an Examiner’s Answer during inter partes

FEEXaMINALION .......ccvieireeieeeie e 2677

Public access to incorporated application .................. 103
Incorrect citation of reference ................... 707.05(g), 710.06
Indefinite claim ..........cccccccvieeinenn, 706.03(d), 2171 to 2174

Alternative phrase........c.ccoceeeevennnne. 2173.01, 2173.05(h)

Antecedent DasSIS ..o 2173.05(e)

Breadth compared.........ccccoovvvvivivcieiccece 2173.04

Design applications................ 1503.01, 1503.02, 1504.04

International application .............ccccoceveivniennns 1845, 1874

MUItIPIICILY ..o 2173.05(n)

Must be considered...........ccoceovvrernieneiniene 2143.03

Nonelected Claims..........cooeviiereiienciece e 821

Numerical ranges........cccocevevereviesece e, 2173.05(c)

ProliX ..o 2173.05(m)

REJECLIONS ... 706.03(d)

35 U.S.C. 112, first and second paragraph compared

................................................................... 2174, 2185

35 U.S.C. 112, sixth paragraph limitations.... 2181, 2185
Independent Claim ..., 608.01(n)
Independent, definition ...........cccceveveiinieicr i 802.01
Independent inventions .......... 802, 802.01, 803, 803.02, 806

....................................... 806.04(b), 806.06, 808.01(a)
Independent inventor (See also Applicant; Inventor; Pro Se
applicant)

Small entity Status.........cccvereiiiiiiniineeeees 509.02
Index of claims.......cccooevvvivvivcicccen, 707.07(i), 719.04
Index of patents, Classification, Numerical ........... 902.03(a)
Index to the U.S. Patent Classification................... 902.01(a)
Industrial Security Manual (ISM) ........cccocoeiiininnnnnen. 120
Inequitable conduct (See also Duty of disclosure, Fraud)

.......................................................... 2001.06(c), 2010

BeSt MOE ...t 2165

Claims invalidated ..........ccccooeriiereieneneeseieeseas 2016

Finding affects all claims..........ccccoovineininciien 2016

Rev. 8, July 2010
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Protest.......coovvvreinirenecenee 1901, 1901.06, 2013
ReeXamination..........c.ccceovrierineeinceeee e 2014
REISSUE ...t 1448, 2012
Informal application ............ccoceeviieiiincinenn 506, 702.01
Primary examiner’s attention required..................... 1004
SEAICH ..o 702.01, 704.01
Informal drawing (no longer applies)............. 507, 608.02(b)
Informality, Action calling attention to ................. 707.07(a)
................................ 707.07(j), 710.02(b), 714.14

Information Center (See Scientific and Technical
Information Center (STIC))
Information Disclosure Statements (See also Prior art)
................................................... 201.06(d), 609, 1406
Electronic Processing of..........cooovviiiiiiennn, 609.08
Relationship to requirement for information 704.14(d)
Information material to patentability (See also Duty of

diSCIOSUIE)) wveviieiiciieeee e 2001.04, 2001.05
Copending application............cccoceveevreneennen. 2001.06(b)
Copied Claims.......cccoeviiniinee, 2001.06(d)
Foreign application...........ccceveveveneiciesnnnnns 2001.06(a)
Litigation ........ccceveeieiiieere e 2001.06(c)

Information on status of application referred to in patent
............................................................................... 102
Information reasonably necessary for finding prior art
.......................................................................... 704.11
Information sent to applicant for guidance...................... 703
Information submitted with protest............c.ccocceenene 1901.02
Infringement action
Statute of limMItations .........ccccevveverene i, 2204
INID codes or numbers................... 901.04, 901.05(b), 2290
Initial data capture for printing ...........cccceeevvvieivsiecnennns 1309
Initial examiner review of reissue...........ccocvveiencrenncns 1443
Ink color
Black ..o, 707.10, 719.02, 719.05
Red o 714.18, 719.02
Permanent.........cccoevviinieiinnn 608.01, 714.07, 714.19
INOPErativeNEsS .......ccovveeeerierienierieneee 2164.07, 2164.08(b)
AFFIdaVIT ..o 716.07
INPADOC ..ot 901.06(a), 905.06
Inquiries, Official and Congressional..................... 203.08(a)
Inquiries regarding patent search, examination, or validity
............................................................................. 1701
Inquiry as to status of application............c.......... 102, 203.08
Application published ..........cccccoocvviviiniviinnnne 1128, 1134
INSANILY 1.vvvrevieicie e 409, 409.02



INDEX

Inspection--Interference

Sec. No.
Inspection
AMENAMENT.....ciiiiiii e 714.05
APPlICAtIoN .....cceiiiii 103, 104
Approval of POWET ..., 104
ASSIGNMENT .o 301.01
AULhOFIZALION ..., 402
BY aSSIgNEE ...ocvvivieieiece e 104, 106, 106.01
By excluded or suspended attorney or agent.............. 105
BY INVENLON ..ot 106
BY [ICENSEE....c.oiiiciic e 106.01
Control of, By aSSIgNEe........ccccvvvivevereeereveseseainas 106
File Information Unit (Record room)...........c.cccuvuene. 103
International application ...........c.ccoceeeiinencnciencne, 110
Patent file......ccoovviiee 103
PELItION ..o 103
RECOId FOOM ..ottt 103
Reissue application .........cccocevvvveneeieeieie e 103
RIght OF ..o 103, 104, 106
Insufficient disclosure ................ 608.01(p), 706.03(c), 2161
Insufficient reply .....cccccovvvcevivievvcnee, 710.02(c), 711.02(a)
................. 711.03(a), 714.03, 2266.01, 2666.30, 2671
Int. Cl. (International Patent Classification)............... 903.09
Intellectual property compared..........c.ccooeveeienenencnins 1512
Intellectual Property and High Technology Technical
Amendments Act of 2002 (Pub. L. 107-273).......... 706.02(a)
INtent t0 ClaiM ...ovoviii e 706
Inter-American Convention (See also Treaties).......... 201.13
INErfErenCe .....oovieiieeee e Chapter 2300
Abandonment, suppression or concealment, notice. 2138
Access to fileS ..o, 2306, 2307.02
ACtION After .o 2308
Action after ex-parte reexamination ..............c......... 2284
Action after inter partes reexamination............... 2686.02
Action suggesting claims............ccoceovvniinenne, 2304.04
Administrative patent judge handles.............c.......... 2301
Allowance of losing party’s application (Estoppel)
........................................................................ 2308.03
Applicant suggests interference with patent ....... 2304.02
Applications in different Technology
(00T 01 (=] TR 2304.01(b)
Basis of practice.........coccovvvrvivreinnnne 2138.01, 2301.03
Between application and patent ..............ccccc..... 2301.03
Between applications ... 2301.03
Cancellation of losing party’s claims.............. 2308.03(a)
Claim of foreign priority
.................................................................... 2304.01(c)
Claim interpretation ............cocooevvcieiencneienenns 2301.03
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Claim presented corresponding to patent claim ..2301.03
to 2304.05
Claims, overlapping in two applications of same party

........................................................................ 2304.05
Claims, suggesting ........cccccverererecnen. 1003, 2304.04(b)
Claims corresponding to count support in specification...

................................................................ 2163.03
Common OWNETSNIP ....cveveirieiciieeee e 2304.05
(O10] g To1=To] (o] o NSRRI 2138.01, 2138.04
Concurrent with appeal ... 2307.05
Copending ex parte reexamination.............cc.cccueven. 2284
Copending inter partes reexamination...... 2686, 2686.02
Count, defined........cccoocevviiniiiiiieee e 2301.02
Counts, formulation of ..........ccoceevviiiieicii e, 2301.01
Dates, difference in effective filing.......c..cc.cccoveenn. 2303

TC Director’s attention required .........c.ccccvevenane. 1003
DeClaration ........cccooveiiie it 2301
DefiNitioNnS......ccvevvirere e 2301.02
Determining priority........ccococevevvienensienencsennens 2138.01
Diligence, reasonable ............cccceeeerunee. 2138.01, 2138.06
Disclaimer, statutory ...........cc.cceue.... 706.03(u), 710.02(d)
DisSposal COUNT........cieiiiiiiiieie e 1705
Drawing PrintS.......cocoeveoerereieneneeseneeseens 608.02(m)
Election of invention not affected ..........c..ccoevvvevnnnen. 819
Entry of amendment filed in connection with motion

........................................................................ 2308.02
Estoppel.......ccccoviiiiiii 715, 2138.01, 2308.03
EVIABNCE ...cviieiiieeee e 2138.04
Examination, Completion of ............cccceevvvnivirennnne. 2303
Examiner suggestion ........ccoovevvveieereerenenenennens 2304.04
Final disposal of claims..........c.ccccoceviviiiiinniennnns 2308.01
Fraud .....oooieiiee s 2010
Generic Claims. ... 2304.04(b)
Identification of patent, corresponding

claims presented ........ccccoevvrievievnsieneeennn 2304.02(a)
Inequitable conduct ..o, 2010
Inter partes questions not to be

discussed eX Parte........cococvereienernieneneneene 2307.01
Interference Practice Specialist...................... 2301, 2302

...................................... 2303, 2304.04(a), 2304.04(b)

......................................................... 2307.04, 2308.03
Interference-in fact, N0 .........cccoceiiiiiiinenns 2308.03(b)
Interfering Subject Matter ...........ccocovvnirnininn 2301.03
Judicial reVIEW ........ccoevveienciiieeneae 1216, 1216.01
Jurisdiction over interference ...........ccocevveenes 2307, 2308
Losing party, may obtain copy of

opponent’s application.............ccccceeevenene. 2308.03(a)
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Interference practice specialist(s)-- International application

Sec. No.
Losing party, treatment of...........cccceveverennnne 2308.03(a)
LOSt COUNTS.....coiiiiieiieieeie e 715
Motions
DECISION ....cviiiiiiiieiieiee e 2308.02
STAY e s 2686.02
SUSPENA vt 2686.02
National Aeronautics and Space Administration or
Department of Energy Ownership ...........cc.cc...... 2309
Order t0 SNHOW CAUSE.......c.oeerveeceirieicie e 2305
Patent in different Technology Center............ 2304.01(b)
Patentee suggestion..........ccoovvviveivereeiereneseseens 2304.03
Petition refusal to initiate..........c..coeeeevevenennns 1002.02(c)
Power of attorney filed ..........ccocooviiiiiiiiin, 402.08
Preparation of papers by examiner............cc.ccoevevenne. 2302
Priority time charts..........ccocvevvivninnieeieciercre s 2138.01
PrOVOKING....ccveiiiieiiiceeiceee e
In ex parte reexamination ...........ccccceveeevesniennens 2284
In inter partes reexamination.............cccceeenene 2686.02
Public use proceeding ..........ccoeovvireienenieinienn 706.03(v)
Reduction to practice .........ccceevververnnn 2138.01, 2138.05
Reexamination
Ex parte, copending with interference.................. 2284
Inter partes, copending with interference
...................................................... 2686, 2686.02
References pertinent to motions,
made Of record ........ccovvvvveiieneiiee e 1302.12
Referring an Interference to the Board, Preliminaries to
........................................................................ 2304.01
Reissue application ..........cccoeenenne, 1449.02, 2303.02
Reissue application copending with interference on
original patent .........ccoceovveveriiieneie e 1449.01
Reply to suggestion for claims...... 710.02(c), 2304.04(b)
Requirements for interference............ccoevvveniennn 2302
Requiring a claim..........ccccovevvineincicies 2304.04(b)
Requiring a priority ShOWing .........ccccecevevvrerenennnn. 2305
Revocation of power of attorney..........c..ccccoevvvenene 402.08
SEArCh ..o 1302.08, 2304.01(a)
Second Interference, N0 ........ccoeevvervirieineenn 2308.03(c)
Secrecy order application...........cccccevvevivinnnns 130, 2306
Special dispatch .........cccceeveviveverieiecee, 708.01, 2301
Statutory basis.......ccocoeveviieneiienee 708.01, 2301.01
Suggestion of claims..................... 2304.03 to 2304.04(b)
Suggestion of claims, time limit ....................... 710.02(c)
Suspension of action pending outcome of reexamination
.............................................................. 2284, 2686.02
Suspension of ex parte prosecution .............. 709, 709.01
Suspension of related applications...................... 2307.03
Rev. 8, July 2010

| - 56

Sec. No

Terminated open to public.........ccoovvviv i, 103
TESHIMONY ...t 715.07(b)
Transfer of application ..........ccccooeieincinennns 2304.01(b)
Winning party.......c.ccoceevevneneiencneenne, 710.02(b), 2308
Written Description, Adequate..............cc..c.... 2304.02(d)
Interference practice specialist(s) ......c..ccoovevvernnne. 2301, 2302
................................................ 2304, 2304.04(a), 2304.04(b)
......................................................... 2307.04, 2308.03
Interlibrary 10anS..........ccoovviiiiiiiieeee 901.06(a)
Interlineation in specification before execution.......... 608.01
Intermediate-final product...................... 806.04(b), 806.05(j)

International application (See also Foreign application;

Patent Cooperation Treaty (PCT))

ADSIFACE ... 1826
AACCESS ..ttt 101, 110
N 1= | 1807, 1864.04
Amendment before the designated office...1893.01(a)(2)
............................................................... 1893.01(a)(3)
Amendment of claims before International Bureau .1853
AMINO acid SEQUENCE .....c.evvvrvvrieeereeeeeie e 1823.02
APPHICANT ...t 1810
Applicants different for different designated states
..................................................... 1817.01, 1817.01(a)
AsSIgNMENt dOCUMENT ........cviviiririeiecre e 301
N 1 0] 112 Y 1807
Attorney file reference number ... 1821
ClaIMS .o 1824
Common representative...........cccoceverernnnns 402.09, 1807
Confidential Status...........ccoeevviivveeiiee e, 101, 110
CONENT.....iiiecieee e 1812
CoNtINUALION .......coviiieieiec e 1817.02
Continuation of..........cccoeeniiiiieniee, 201.11(a), 1895
Continuation-iN-part.........c.ccovervienennienerenennns 1817.02
COITESPONUENCE.......cvevieirieiicie et 1834
DEfiNItioN ...ocvevci e 201
DepOSit aCCOUNIS .....overeiiieiieieiesie e 509.01
DESCIIPLION ...t 1823
Designation fee.........occvveiiineineneneee 1817.01(a)
Designation of states ...........ccoceeernene 1817.01, 1817.01(a)
Drawings .....cocevvevevenesnseeeeneeseseseenes 1825, 1893.03(f)
Drawings MiSSING......cccvevveiveneresesesesreseeeeseeseenns 1825
Early national stage entry under 35 U.S.C. 371(f)
............................ 1893.01, 1893.01(a)(2), 1893.03(b)
EFS-Web filing .....cooovvvivinieceeee e 502.05
EIEMENES.....ooiiiiicecece e 1812
Errors, rectification of ...........ccccooevviiiiiiiniiies 1836
FEES it 1827, 1893.01(c), 1896



INDEX
International classification--Interviews

Sec. No. Sec. No.
Filing date ......ccovvveieece e 1810 International Trade COmMMISSION .........cccevevevveierierieienn 724
Foreign filing HCENSE .......covveriveiiceiecee e 1832 International-type search ...........ccccocvveivieneiiinnnnn, 707, 1852
Formal requirements..........cccooeverenenecienene e 1810 INEEINEL....ciiiice e 502.03, 1730
Forms (See Patent Cooperation Treaty (PCT): Forms) AAAIESS.....coviviiciiicee e 1730, 2515
Home copy.....ccovvvvrinninnne 1801, 1848, 1879.04, 1895.01 Database COlleCtions...........cooveevere e 1730
International preliminary examination..................... 1860 Electronic mail ...........ccocooevvvivinenns 502.03, 713, 713.01
International Search..........ccocoovvvviiiiieiscicscns 1843 713.04, 713.05
International searching authority .............ccccevennne, 1840 General Information Concerning Patents................... 703
Inventor............... 1817.01, 1817.01(a), 1820, 1893.01(e) KidS PAgES ..ot 1730
Kinds of protection .........ccccceevvevvveiniencienens 1817.02 “PatentIn” computer software (See also Sequence rules)
Mail SErVICE ....oveviriiicireeie e 1834, 1834.02 s 2430
MemMDEr STALES .......ovvvireeiierieiree e 1817 Payment of maintenance fees by .................... 2510, 2522
Microorganism deposit.........ccoceevvreriireeinienn 1823.01 PCT Legal OffiCe ..o 1730
National Stage .......ccevveveverereni s 1893 to 1896 Publication of Board Decisions...........cc.cceeveuvnins 1213.03
Submission via EFS-Web ...........ccoceovveneiinenen 502.05 Publication of the Official Gazette................ccceveeen. 1703
Numbering of ShEetS..........ccoevvivviviiveiercie e 1812 SEArChING....ccvivcieiee e 904.02(c)
Oath v 1893.01(e) Usage POliCY.......ccoceviiieneiieneceea 502.03, 904.02(c)
Parent to national application............. 201.11(a), 1817.02 World Intellectual Property Office (WIPO)
Power Of attorney......ccccccvevvreievi e 1807 Introduction, 1801, 1851
Precautionary designations ..........c..ccccveevenenen. 1817.01(a) Inter partes QUESIONS .......ccccceveveceeecrere e 713.06
Prior art effect................... 1857.01, 1896, 2127, 2136.03 Interpretation of law, NEW..........ccccoiviiiiiiiiicns 1207.02
PrIOMILY oo, 201.13(b), 1828 Intervening rights
Restoration of ..., 1828.01 In reexamination
Priority document ...........ccccoovvviiicinnnn, 201.13(b), 1828 EX DA ..o 2293
PUBLICAtION ..o 1857 INEEr PATES.....cveiece e 2693
Record COPY .....covvvrerieenieirienians 1801, 1828, 1832, 1848 In reinstated Patents..........cccvevevevenevesese s 2591
Rectification of obvious errors...........cccocevercienene. 1836 IN TEISSUR ...ttt 1460
Refund of fees........ccooeveviicicnenn. 1827.01, 1850, 1852 Intervention Dy assignee .........cccocevevene e 106
......................................................... 1865.01, 1875.02 INTEIVIBWS ..ottt sve e 113
Representation ..........cccccevevvveseeieeneene e 402.09 Advance indication of issues to be discussed........ 713.01
REQUESE ... 1821 Allowed application ...........cccceevivnvinenas 713.05, 713.10
Search copy......cccocevvreenne 1801, 1827.01, 1840, 1840.01 Appointment in advance............ccccooevrieienenennns 713.01
SEArCh fBB. .o 1827 Attorney not of record.........cccovcvvvvivnvvinnnennnnn, 101, 402
Search report.......ccccvvereenenceneseseee 707.05, 1844 Authority to conduct..........coovciriiiiiiicee 713.05
SECrecY OFder ....ccvvvveveeieeesece e 115, 120, 1832 Before filing ......cooooovvvviviee e, 713.02
Signature of applicant ........ccccooevvvernieieiine e 1820 Before filing amendment under 37 CFR 1.312.....713.10
Time limits.....coooiiiii 1836, 1842, 1843.05 Before first action................... 706.07(b), 713.01, 713.02
..................................................... 1879.01, 1879.01(a) Demonstration ...........ccocceveereieneneieneneienenenenens 113.08
THlE e 1821,1893.03(e)(1) During working days only.........ccccceeveveevereneninnn, 713.01
Translation for U.S. national stage ................. 1893.01(d) Electronic mail ....... 502.03, 713, 713.01, 713.04, 713.05
Transmittal fee.....c.ccoevvvviiiiiiicceee 1827 Excluded or suspended attorney or agent......105, 713.05
Transmittal letter.........coooooeiiiiiiie e 1830 EXRIDIt. ..o 713.08
Unity of invention............... 823, 1850, 1875, 1893.03(d) Exposure of other cases during ............c.e.... 101, 713.07
Withdrawal ..o 1859, 1880 Field of Search ..o 713.02
International classification .............cccccovvevvvieevicvieinennn, 903.09 Finally rejected application................... 706.07(f), 713.09
International patent classification.............cc.ccoceevrvennen. 719.05 How conducted..........ccoevveieienenicienecenee e 713.01
International searching authority............c.ccccovreenennnn, 1840 Inter partes qUESLIONS.........cccovrerireneriseneeeieee 713.06
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Sec. No.
Interview summary form ...........ccocoeevevenenn, 713.04, 2281
Local attorney ........ccocveevevevievenenesesrenn, 713.03, 713.05
Made of record.........cccoeveneniieiinieneenns 713.01, 713.04
Merged reissue/inter partes reexamination......... 2686.03
MOEL ... 713.08
Oral agreement not binding ..........ccocvvevvvvvivennnne. 713.04
Patentability report Cases ..........ccocvvevevieienninannns 713.01
Prior to first Office action.................... 706.07(b), 713.02
Prohibited.........ccooveiiieieie e 713.05
Protestor participation...........cccoceeveinencicnennn 1901.07
Question of patent validity.........cc.cccoveveveriiincnen, 1701
Record of substance required................... 713.01, 713.04
Reexamination
EX DA oo 2281
Inter partes ........c.ccoeu.e. 2666.30, 2685, 2686.03, 2687
Refused ......ccoevvirireeee 713.01, 713.02, 713.05
.......................................................................... 713.10
Requested in continuing application................. 706.07(b)
Requested in Office action...........ccocecvireiiieneienennns 707
SoUNdING OUL...c.vviveirceeeceeee e 713.03
Special SItUatIoNS .......c.ccevveirieiieecreeees 713.05
Substance made of record........... 713.04, 714.13,1302.03
Telephone .........c.......... 101, 408, 713.01, 713.05, 812.01
Time alloWed ......ccoovvviieeeeee e 713.01
Video conference........ccovvveeveienciennn, 713.01, 713.04
Videotape ShOWING ........ccoevveineneiineccenn 713.01
Where held..........oocooiiiiii e 713.01
Invention (See Patent; Rejection)
Brief summary ... 608.01(d)
Detailed description ...........cccccevveverieverienennnnnn, 608.01(g)
Made in this CoUNtry ......c.ccoovevvveneicieneeeee 2138.02
Mode of Operation...........c.ccoevrereineneinene 608.01(h)
Inventive entity, Different...........cccocooiiiiinienn. 706.02(k)
...................................... 706.02(1) to 706.02(1)(3)
Inventive entity, Same(overlapping subject matter)........ 804
............................................. 804.03, 822, 822.01
Inventor (See also Applicant; Pro se applicant).............. 605
Common, at 1east One..........ccoceevvveeeverennen. 201.03, 201.11
....................................................... 706.02(k), 2137.01
Continuing application.........c.cccoocvvevieveniniiennnns 201.06(c)
Correction (See Correction of inventorship)
Deceased........ccovvieneiencnieinieas 409 to 409.01(f), 1820
Execution of oath/declaration by
legal representative ........c..ccceveveeicriennnns 605.04(a)
Government property rights statement .................. 151
Duty of disclosure by .........ccccooerenenne. 2001.01, 2002.01
Foreign priority........cccevvvvevnenencnennnn, 201.13, 2133.01
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Sec. No.
Full first or middle name required.................... 605.04(b)
HEIMS oo 409.01(a), 409.01(d)
Initials as a given name ..........ccccoevvevencinnenn, 605.04(b)
INSANE ... 409, 409.02
International application......... 1812, 1817.01, 1817.01(a)
Legally incapacitated..........c..ccccevvererennnnnnn 409, 409.02
IMIINOF ..t 409
Name change........ccccooeveevnericnennns 605.04(c), 719.02(b)
(0011 =101 1[0 I 201.03, 201.05
OFEI it 605.04(f)
PetitioN ...ccvevece e 605.04(c)
Typographical, translation error............ 201.03, 601.05
None available...........ccooeoireiiinnnns 409, 409.03(b), 603
ProOf.....cociice 409.03(d)
Proof of irreparable damage..........c..ccccvevenen. 409.03(9)
Proof of proprietary interest..........cccccevvennnn. 409.03(f)
Order Of .....oco i 605.04(f)
Pro St oo 707.07(j), 713.01
Refuses to Sign .....ccoevvveveiveicrievienn, 409, 409.03(d), 603
Execution of oath ........ccccoevevcveinriecnce, 605.04(b)
Representative of..........cccoovvviiiinciciccee, Chapter 400
ReqUIrEMENTS......cooiiiieciece e 2137.01
RESIABNCE ...t 605.02
Rule 1.53(0)....cviiriiiiieiieene e 201.06(c)
RUIE 1.53(d)..veveiveieieiieiieiiie e 201.06(d)
Self-prosecuted Case........cccceverereennenne. 707.07(j), 713.01
Small entity Status .........ccoceovviriiiiicnce 509.02
Unavailable ..........coceeveiiieiiiiiecees 409, 409.03, 603
At least one joint inventor available.............. 409.03(a)
Last Known address........ccceevvveveiveverieneennns 409.03(e)
Proof.. .o 409.03(d)
Proof of irreparable damage...........ccccceeenee. 409.03(g)
Proof of proprietary interest...........ccccoceveene. 409.03(f)
Inventor’s certificate
Priority benefit ........cccccovveieiiicinns 201.13(a), 202.04
Rejection based 0N ........cccoeoeviiiiicieicicee 706.02(e)
Inventors AssiStance CENter .........cccovevveveneneneseneanens 1730
IPC (International Patent Classification).................... 903.09
IPS (Interference Practice Specialist) .........cc.ccoevrvinanns 2302
Irreparable damage, Proof of ..........cccccccvvviveenenn, 409.03(g)
Issue (See Allowance and issue)
Issue batch number (no longer used) .........c.ccoeenee. 1303.01
Issue Classification Form/Sheet/Slip (See also Form letters
and forms).......ccccevvvviviviesniinenen, 903.07, 903.07(b)
............ 903.09, 903.09(a), 1302.09, 1302.10, 1302.13



INDEX

Issue fee--Library, Scientific

Sec. No.
ISSUE TRt 1306
ASter payment ......ccccveveieiere e 1306.03
Credit card payment..........ccoceveverieninieniecie e 1306
Deposit aCCOUNT ......cveieieiiieesieeeee e 1303, 1306
Failure to pay .......ccoeveeevereiniecnees 711.03(c), 1306
Late payment ........cccocevvvvviesnseseee e 711.03(c)
Petition to accept late fee.......c.ccevvevvevvevciennns 711.03(c)
Reissue application ..........ccocovevveninieneeienene e 1415
Who may file ..o 1306
ISSUE OF PALENT ..o 1309
DeEferred ... 1306.01
Request for simultaneous issuance ............c.c...... 1306.02
Issue of patent to aSSIgNEE........ccovevveriererene e 307
Issuing in another TC without transfer................... 903.07(b)
J

Jacket (See File wrapper/history)
Japanese year SYSteM.......ccccvvvevvnivsieseeeeneeie e 901.05(a)
JepSON ClaiM ..o 2129
Joinder, IMProper ... 805
Joinder, generic or linking claim allowable ........... 821.04(a)
Joinder, product claim allowable ................cccoouene 821.04(b)
Joinder of INVENLOrS........cccvvvvviicccec e 409.03(j)
Joint application, definition............ccccocvviiinininenns 201.02
Joint application, original oath............cccccooiiniiinncnn, 602

Joint inventor

Oath e 602
Power of attorney t0.......cccocevevevie v 402.01
Refuses to sign application .................. 409.03, 409.03(a)
Rights of nonsigning.........c.cceeveeeeiencncicncne, 409.03(i)
Joint inventors............ 201.02, 201.03, 605, 605.07, 2137.01
Change in order of Nnames ..........ccocecvvvereeniennn 605.04(f)
COITECLION .. 201.03
Provisional application ...........c.ccocvvvviviieineninenn, 605.07
JOINT OWNEIS ...t 301
Joint research agreement .........cccoeeveveinencnsenecee e 302
Common OWNErshiP......ccccveverererie i 706.02(k)
Double patenting rejection based on disqualified prior art
........................... 706.02(1)(3), 804, 804.02, 804.03
Evidence required for establishing................ 706.02(1)(2)
Prior art disqualification under 35 U.S.C. 103(c)
...................................................................... 706.02(1)(1)
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Sec. No.
...................................................................... 706.02(1)(2)
......................................... 706.02(1)(3), 2136.01, 2141.01
Statutory basis under 35 U.S.C. 103(C) ......ccoc...... 706.02
JOINt VENTUIE ... 706.02(1)(2)
Journal, Patent Office SOCIetY ........cocvvreniireninienn, 707.06
Judicial NOLICE .....covveiciiic s 2144.03
Judicial review
Ex parte reexamination proceedings........c.ccccoeervenne 1216
Patent applications ..........ccoceovereieniensieneeeee, 1216
Standards of review by the Federal Circuit.......... 1216.01
Jurisdiction
Allowed application ..........cccoevvevrennirinnn 714.16, 1305
Appealed application...........ccoceoeevriiiineiiice 1210
Application before court...........ccoovvvinnininninenn 1216
INtErference ....oooovveveirece e 2307.02, 2308
K
Kind COOES ..o 901.04(a)
Kinds of patent documents .........cccccevevevvivvivsnsesnennne, 1851
Korean Intellectual Property Office (KIPO) ........... 1827.01,
.............................................................. 1840.02, 1850, 1860
L
LACNES. ...t s 2190
Lack of unity of invention ....... 823, 1844.01, 1845.01, 1850
Lack of Utility .....ccoevvevvie v, 608.01(p), 706.03(a)
Language, Offensive.........c.cccovevvvvvincrnenenn, 608, 1504.01(e)
Language Of Papers.......cccccveveiievieiee e 608.01
Late payment of issue fee ........c.ccooerieinicieicnenn, 711.03(c)
Law, new interpretation of...........cccocvevriinncnciencnn 1207
Laws, Patent (See Statutes)
Legal representative refuses to sign...........ccccevnee. 409.03(c)
Letter (See also Action; Form letters and forms; Letter,
Examiner’s)
Abandoned after allowance...........cccoovvnerirennnn. 711.05
Congressional inqQUIrY .......ccccevveverevenieneseenens 203.08(a)
Drawing transfer........ccccooveveveievcne e 608.02(i)
Official INQUITY ....cc.ooeriiieiee e, 203.08(a)
SEALUS ..t 203.08
Letter, Examiner’s (See Examiner’s Letter)
Letters, receipt and handling............ccccceevvvennne. Chapter 500
Letters of administration......409.01(b), 409.01(c), 409.01(e)
Letters testamentary..........ccoccoceeeierieinicnene e, 409.01(b)
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Library, Scientific-- Maintenance fees

Sec. No.
Library, Scientific (See Scientific and Technical
Information Center (STIC))
Library ServiCes........occoeveneievenene e 901.06(a)
Libreville Agreement (See also Treaties)................... 201.13
License agreements under patent ...........ccoceeevereenecnen. 301
Recording of ......ccocovevevicv e, 310, 313
License rights ClauSe ........cccveveveie e 310
License to file foreign application.......... 115, 140, 706.03(s)
License to file international application................ 140, 1832
LICENSEE, ACCESS ...vvevureiirieireeiree et e st e st sre e eree s 106.01
Licensing and Review Section.........c.ccocceevvvrvernnne. 115,120
................ 140, 150, 502, 502.01, 706.03(b), 706.03(s)
Linking claim......806.04, 806.05(c), 809, 809.03, 821.04(a)
Transitional application ............cccocecveiiiienne 803.03(a)
Traverse of rejection .........cccocvvevvvvvnieccciesenn, 818.03(d)
List of countries giving right of priority..................... 201.13
List of deCiSIONS ......ccccoveveivieciciecee e Appendix Il
List of prior art in reexamination ........................ 2257, 2657
Literature citation in specification...........c.cccoceeue. 608.01(p)
Litigation information, Duty to disclose .............. 2001.06(c)
Litigation not stayed in reiSSUE..........ccccevvvreireerrnnnn 1442.02
Litigation, reexamination copending
EX PAITE...coiiiiiiicee e 2286
Inter partes........ccoovevvvivennnn. 2640, 2681, 2686, 2686.04
Litigation related reissue............... 1404, 1442.01 to 1442.05
Litigation, Stays........ccccerevvrenne 1442.03, 1442.05, 2686.04
Living matter (See also Biotechnology)..........c.cccceeueeee. 2105
Local representative of attorneys ..........cccceceverercnennene 408

Locarno international classification designation....903.09(a)

M

Machine, process or product ...........ccceceveverrennenns 806.05(e)
..................................................... 806.05(f), 806.05(q)

Mail (See also Mail Stop and Correspondence)
AAAIESS .. 501
Depositing correspondence.........cccoevvvvvresvsesnannenes 502
DIStrBULION ..o 501
EXPIESS..c.eiviieeiiinierieeie e 502, 513, 711.03(c)
Identification..........cccooeeiiiiiniic 502, 503
Receipt and handling ........cccccoveneiiennenen, Chapter 500
Undelivered.........cccooevviiiniiiienccienn 707.13, 1303.02
ZIP COUB ..ot 502
Mail date as filing date...........ccooiriiininiiiice e 513
Mail room date Stamp........ccccvereieniinineineeeen 608.02(0)
MaIT S0P+ 501
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Sec. No.
Mail Stop 8 (Solicitor).........ccccvevvnee. 501, 1216, 1216.01
Mail StOP 10 1232
Mail Stop 16 (Refunds) ........cccovererineniiicienee, 509.03
Mail StOP AF ... 714.13
Mail Stop Assignment Recordation .............. 501, 302.08
Mail Stop CONVerSioN..........ccceveviveierieresennens 601.01(c)
Mail Stop Document Services........ 103, 501, 1430, 1470
..................................... 2222, 2232, 2501, 2622, 2632
Mail Stop EBC ..o, 403
Mail Stop Ex Parte Reexam................... 501, 2222, 2224
................................................................... 2226, 2231
Mail Stop Expedited DesSign.........ccccevvevvrieriaennn. 1504.30
Mail Stop Express Abandonment.......... 1002.02(r), 1125
Mail Stop Inter partes Reexam ....501, 2622, 2624, 2631
Mail Stop Issue Fee........ccceevvvrrnnnne. 502, 1306, 1306.02
Mail StOp LER......ccooviveieiceeece e 120
Mail Stop M Correspondence...........cc.cceeveneaen. 501, 2510
Mail Stop MPEP ..o Foreword
Mail Stop OED.......ccccviieieieere e 402, 407
Mail Stop Patent Ext. ......... 501, 1002.02(b), 2754, 2754
Mail Stop PCT..... 501, 1805, 1808, 1821, 1823.02, 1865
Mail Stop Petitions............ccco.ee. 720, 1002.02(b), 1308
.......................................... 1901.03, 2580, 2590, 2720
Mail Stop PGPUB..........ccoiiiiieieee e 1126
Mail StOp REISSUE ......ocvevvvrieiirerieieie e se e 1410
Mail Stop SeqUENCE.......ccovvrveereiierieiee, 2422.09, 2429
Mailing aCtion........ccccoveiiieneiiie e 707.12
In ex parte reexamination............ccoccoeevreisineinnnenn. 2264
In inter parte reexamination...........ccccccvevvcneinnnenn 2664
Mailing, Certificate of (See Certificate of mailing or
transmission)
Maintenance Fee Branch ..........cccccoveeveninennnenennne, 1501
Contact information...........ccocevererenie s, 1730
Maintenance fees (See also Fee; Refunds) ..........ccc..... 1730
............................................................... Chapter 2500
Attorney or agent
Handling of requests to withdraw .................c..... 2560
Revocation of power of attorney................. 2501, 2560
Change of correspondence address ................ 2501, 2542
Credit card used for payment of .................... 2510, 2522
Due dates for payment..........ccooeveneneninenicieneee. 2506
Duplicate Payment .........ccccvevvnenniineneeneseenen, 2532
Facsimile SUbBMISSION .......ccccveveverevrie e 2510
FEE AUUIESS ... 2540
Fee amounts ... 2501, 2520
FOMMS oo 2595



INDEX

Mandatory Classification--Multiple papers on same issue in protest

Sec. No.
Information available from Maintenance Fee Branch
............................................................................. 1730
Information required with payment................ 2515, 2530
INSUFFICIENT ... 2531
Internet SUDMISSION .......ccovvvviiiieieee e 2510
Intervening rights in reinstated patents................... 2591
LALE ottt 2531
Mailing address for maintenance fee documents
..................................................................... 501, 2510
Mailing address for payments...........ccccoeveenenirennnn. 501
Maintenance Fee Branch .........ccccoccvenvviiinninennn, 2501
Method of payment............cccoeevvveiieieicne e 2522
Notices — Expiration, Receipt, Reminder................. 2575
Obligation to pay while reissue is pending.......... 1415.01
OVEIPAYMENT....ccveiie e 2550
Patents subject to payment of .........ccccccoevvveinnnnnn, 2504
Payment informalities..........cccooovvviviircievcicicnenn, 2530
Petition to accept.......ccooveveririenenienienn 2515, 2531, 2590
ReeXamination ..........ccoceverenenienene e 2506
Refusal to accept and record payments,
REVIEW OF ..o 2580
Reinstatement, delayed payment ............c.ccocevvrvennen. 2590
Unavoidable delay basis.........ccocooeiininiennn 2590
Unintentional delay basis..........c.ccccoeviiiinenne, 2590
Reissue patents............. 1415.01, 1443, 2504, 2506, 2520
Saturday, Sunday or Federal holiday, due on
................................................................... 2504, 2506
Small entity status requirements..........ccccccevenennne 2550
Special ACCEPLANCE ........coveveieieirieice e 2530
Status reqUESTS ....eveeeieeree e 1730, 2570
Mandatory Classification ............cccccoveveieinsesrennne. 903.07
Manual, authority of ..., foreword
Manual, subscription address ...........ccceevvrenecnen. title page
Manual of Classification ....................... Introduction, 902.01
Manuscript deCiSION .........cccevevvreieseseeeeeeere e 707.06
Margin, application papers..........ccccoveeerervrienieieseenns 608.01
Mark of applicant ...........ccooeiiiiiiiiiiieeeee 605.04(d)
Marking in application, erasing at allowance........... 1302.01
Marking, SECUNLY .......cccevverere i 121
Markush claim................... 803.02, 2173.05(h), 2173.05(0)
Antedating reference for..........ccccocvvviriiiennnenn 715.03
Supporting disclosure ......... 608.01(p), 2163.05, 2164.03
Master classification file (MCF) .........ccocovevrennn. 902.03(a)
Material mistake by Office in published PG-Pub.......... 1130

Materiality of information regarding patentability (See Duty
of disclosure)
Mathematical algorithms............... 706.03(a), 2106, 2106.02
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Sec. No.
Matter not in original disclosure...........c.cccceevruenee. 608.04(a)
IMIBANS ...t e 2181
Broadest reasonable interpretation ............c.ccccoenee. 2181
Equivalent compared to Doctrine of
EQUIVAIENTS ....ocviicee e, 2186
ODVIOUSNESS ..ottt 2183
Prima facie case of equivalence..................... 2183, 2184
Related issues under 35 U.S.C. 112, first
or second paragraphs ..........ccoeeeeereneennen. 2181, 2185
Scope of the identification of prior art ..................... 2182
Single means claim..........cccccceeevenennnn 2164.08(a), 2181
Means plus function limitations.................. 706.02(m), 2106
....................................... 2111.01, 2114, 2181 to 2186
Mechanical SEarch .........ccccocvvevviiviviii e 719.05
Memorandum, Citation............ccoceveivnennienereneseene, 707.06
Merger of ex parte reexamination and reissue............... 2285

Merger of inter partes reexamination and reissue ....2686.03
Merits, Appeal to Board of Patent Appeals

and INterferences........ccovvveveveieerererese e Introduction
Method of making and apparatus or product......... 806.05(e)
...................................................................... 806.05(f)
Metric (S.1.) SYStem USAQe .......couvvvrrirrierierie e 608.01
Microorganisms (See Biotechnology)
Microorganisms, deposit of .......... 1823.01, 2402 to 2411.05
Microorganisms, patentability of..............c.cccoe.. 706.03(a)
.............................................................. 2105, 2164.06
Militarily Critical Technology List (MCTL) ......c.cccceueueee 120
Military officer notary ..........cccooeevvieninencene, 604.03(a)
Y I o o] g Ta\VZ=T 0] (o] (ST 409
Misjoinder, Effect on patent........cccccoevvevviveveiercnceiennns 805
Misjoinder of inventors ........... 201.03, 1402, 1412.04, 1481
Mistake (See Correction of patent; Errors)
Mistake by Office in Pre-Grant Publication .................. 1130
Mode, Best (See Best Mode)
Mode of operation .........cccecveveveriervninsieeere e 608.01(h)
MOGEL....eveieece et 608.03
Model, FetUMN .....ccoieiiiiieeee e 608.03(a)
Model at INtEMVIEW......c..oveiiiriicecieeee e 713.08
Model filed in priority country ........c.ccooevererinnnn. 201.14(b)
Months, foreign language names...........cccoceeevrvene. 901.05(a)
Months, foreign language names........c...cccceeveruenee. 901.05(a)

Motions in interferences (See Interference: Motions)
Multiple dependent claims

Fee calculation ..........ccccevvveiccvencnesnn, 607, 608.01(n)
Handling.......cccoovviiiiecee e, 608.01(n)
Restriction practiCe........cccoevvvvvevevenieienesennens 608.01(n)
Multiple papers on same issue in protest............. 1901.07(a)
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Multiplicity of claims-- Nonelected invention

Sec. No.
Multiplicity of claims........c.cccooevvvieiiiiienns 408, 707.07(9)
................................... 714.16, 2173.05(h), 2173.05(n)
Multiplicity of Species.......cccvvvrvirenvrnnne. 806.01, 808.01(a)
Munitions Lists of the International Traffic Arms
Regulation (ITAR) ..ot 120
N
NAFTA Lo 715.07(c)
Name (See also Applicant; Inventor)

Change .....covvvvriresees s 605.04(c), 719.02(b)
COITECLION ...t 201.03
(@] o 1] S 605.04(f)
PetitioN...c.ccce i 605.04(c)
Translation, typographical error ...........ccccce..e. 201.03

Change, file sent to Office of Initial Patent Examination
(Office of Patent Application Processing (OPAP))

...................................................................... 605.04(c)

Full first or middle required.........c..cccovevverennnne. 605.04(b)

OFAEN e 605.04(f)

Signature (See Signature)

Uniformity with signature............cccoeevenennn. 605.04(b)
Names used intrade ........ccooevveveverevceninne e, 608.01(v)
National Aeronautics and Space

Administration (NASA)......ccccooeveieienenn. 115, 150, 151
National application ...........c.coovereiniineiine e 201
National security, application affecting........... 115, 120, 121

....................................................................... 130, 140
National stage application (35 U.S.C. 371)....cccccccervrurnns 201
........................................................... 1893.03 to 1896
Compared with national application ..............ccec.... 1896
Continuation or continuation-in-part ....................... 1895
.............................................................. 1895.01, 1896

DIaWiNGS....coviverieesieneee e eeie et 1893.03(f)

Filing date ..o 1893.03(b)

Information disclosure statement....... 609.03, 1893.03(g)

Inter partes reexamination of.............cccccceevevevennn, 2611

Order of examination ...........cccceervrerieennn. 708, 1893.03

Petitions related t0 .........ccovverviiciiiiicic 1002.02(p)

PRIOTITY ..o 1893.03(c)

Unity of invention............cococeveiiciniicinennns 1893.03(d)
Naturally occurring article ........ccccoovvvveveieieienens 706.03(a)
Negative lImitation........cc.ccoveeereiiieneieneneeses 2173.05(i)
Negotiation authority .........c.ccccoeveiiniennieneicenece, 713.05
New application (definition) ...........c.ccoeverennieneinen, 203.01

Assignment to examiner for examination......... 903.08(b)
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Sec. No.
Assignment to examiner in TC for examination
....................................... 903.08, 903.08(a), 903.08(e)
Classification by primary examiner ................. 903.08(b)
Examiner review for completeness .........c.ccoeevvennee, 702
INSPECLION ..o 903.08(a)
TraNSTer .o 903.08(a)
Transfer refused ... 903.08(d)
New examiner, action BY ..........cccccvevnineiiicicienenas 707.01
New ground of rejection by the Board of Patent Appeals
and INterferenCes ... vvsesie e 1214.01
In inter partes reexamination ............c..ccceveee. 2681, 2682
New ground of rejection in inter partes reexamination
........................................................................ 2671.01
New ground of rejection on appeal..........c.ccoceevruenne. 1207.03
NEW MAtter ....ccocvvviririeeiee e 706.03(0), 2163.06
Amendment of disclosure........ 608.04, 2163.03, 2163.04
Claim....cooviiieecieeee, 608.04, 706.03(0), 2163.03
Appealable.........ccooooiiiiiie, 608.04(c)
Claim terminology ..o 608.01(0)
Continued prosecution application (CPA)........ 201.06(d)
Continuing application ...........c.ccccceenene 201.07, 2163.03
Design application..........ccccccceeverenne 1503.01, 1503.02
..................................................... 1504.01(a), 1504.04
DiSCIOSUIE......cccveeiveeeeece e 608.04, 2163.06
Divisional application .........ccccoevvevevveveenenenenenn, 201.06
Drawing......ccocoeeneienenenesineeee s 608.04, 706.03(0)
Inherent characteristics.................. 608.04(a), 2163.07(a)
ODbjJeCtioNn......ccoverieireiceeeee e 706.03(0), 2163.07
Petitionable..........cccooviriininiien, 608.04(c), 2163.06
Preliminary amendment .................. 608.04(b), 714.01(e)
PriOFIY oo 2163.03, 2163.05
Reexamination, inter partes.................. 2671.01, 2671.02
Reissue application..........ccoccovevvieiinsienensene, 1411.02
Rejection .......ccocveevevivenennne, 608.04, 706.03(0), 2163.06
Specification, petitionable...........c.cccceevevinnen, 608.04(c)
Substitute specification ..............ccocveeniniiniennnns 608.01(q)
Trademark definition..........cccoevveiiinicinenn 608.01(v)
When entered .........ooooeveviiceeicec e 71419, 714.20

NIRC (See Notice of Intent to Issue Ex Parte
Reexamination Certificate; Notice of Intent to Issue Inter
Partes Reexamination Certificate)

Nonanalogous art...................... 904.01(c), 1302.14, 2131.05
Design applications ..........cccoceeevrenne. 1504.02, 1504.03
Nonelected invention
Claims to
AAAE.....oeiee e 821.03
Canceled.........cooeoevriiniiiie 821.01, 821.02



INDEX

Nonelected species--Numbering paragraphs of letter

Sec. No.
Eligible for rejoinder ........ccccoveveve v, 821
Withdrawn ..o 821.01, 821.02
Nonelected species
Claims to
Canceled .......ccoevevveiceeeiie e, 821.01, 821.02
Eligible for rejoinder ........ccocovevvve v, 821
Withdrawn .........ccoevveiieneienesens 821.01, 821.02
Non-English oath or declaration ............c.cccceoeennen 602.06
Nonnaturally occurring manufacture or composition of
MALTEE ..o 2105
Nonpatent literature...........coevevveveeiererccre e 901.06
Nonprofit organization, claiming status as................. 509.03
Nonprofit organizations ............cccccoeereeinieienenenen 509.02
Nonprovisional application (See also Application)
...................................................... 201.04(a), 506, 601
Nonpublication request, Application..........cccccccvevvvrenne. 1122

Nonpublication Request Under 35 USC 122(b)(2)(B)(i),
form PTO/SB/35

CHted. ..o 1121, 1122
ReProduCed........ccccveveieeierecre e 1135
Nonreceipt of Office letter .........ccccovvvviviennieienn, 711.03(c)
Nonsigning inventor’s rights...........cccceveveienennnn, 409.03(i)
Nonstatutory claim ..o 706.03(a), 2107.01
Nonstatutory claim, canceled.............c.cccvernens 1302.04(b)
Nonstatutory subject matter .........c..ccoovevvevvererernens 706.03(a)
................................................... 2105 to 2107.01
Not fully responsive amendment................. 714.02, 2266.01
.............................................................. 2666.30, 2671
Notary Jurisdiction ..........ccccoevveneinieneineneese s 604.02
Notary jurisdiction, military officer ...................... 604.03(a)
Notary jurisdiction, venue agreement ...........cccceveuvee. 604.02
NOtary Seal ......ccoooieiiiiii e 604.01
Notation on file wrapper/history
Foreign application ...........ccocvvviiennienencenee, 202.03
Parent application ..........cccceeevevvvvivennnne. 201.11, 202.02
NOLICE, CItALION ..o 707.06
Notice of allowability...........cccccoviiiiiiiniiiiicce, 1302.03

Notice of allowance (See also Allowance and issue; Form
letters and forms: Notice of Allowance and Issue Fee Due

PTOL-85) vt 1303
Assigned application ..........ccccvveiieneinieneiseneeeen, 308
Deceased INVENTOr..........ccooeviiieieieee e 1303.03
Reissue application ...........ccooevevenennieneneieneee 1444
Secrecy order application...........ccccoeeevevvrenennn. 115, 130
Undelivered.........cccoovvveinniinscceeee 1303.02

Notice of appeal ........ccccvvveiviiiiieie e 1204
Ex parte reexamination............cccooeveveneneieneninennens 2273

I-63

Sec. No.
Inter partes reexamination .................. 2662, 2667, 2674
Notice of cross appeal.......c..ccoeevrernnnn. 2662, 2674, 2674.01
Notice of Ex Parte Reexamination Certificate Issuance in
the Official Gazette ..........ccoovvvveiiveieec e 2291
Notice of Ex Parte Request for Reexamination in the
Official Gazette.......covvvvveiiiiiice e 2227
Notice of foreign filing after nonpublication request.....1124
Notice of informal patent application
FOM e 707.07(a)

Notice of Intent to Issue Ex Parte Reexamination Certificate
(NIRC) PTOL-469......ccceiiieeiieeceeeeseeeena 2235, 2250
2250.01, 2271, 2271.01
2273, 2287, 2288, 2296
Notice of Intent to Issue Inter Partes Reexamination
Certificate (NIRC) PTOL-2068 2666.10, 2666.20
.................................. 2671, 2671.01, 2673.01
2674, 2675, 2682, 2686.01
2687, 2696
Notice of Intent to Publish Statutory Invention Registration,

Notice of Inter Partes Reexamination Certificate Issuance
in the Official Gazette 2688, 2691
Notice of Inter Partes Request for Reexamination in the

Official Gazette........ccovvvvveeceeiiieccee e, 2627, 2629
Notice of New or Revised Pre-Grant Publication.......... 1127
Notice of Non-Compliant amendment........... 714,714.01(e),

................................................................................. 714.03
Notice of Pre-Grant Publication .............ccccociovninnnneee. 1127
Notice of references cited form (PTO-892)..609.02, 609.03,

................ 609.04(a), 609.05(a), 609.05(c), 609.06, 707.05

............................... 707.05(a) to 707.05(e), 2687
Notices (See also Publication).............. Introduction, 707.06
Notices, maintenance fEeS ........ccovvvveeevii v e 2575
Nuclear material application.............c.cccvverviinnnnns 706.03(b)
Nucleotide sequences (See also Biotechnology; Sequence
FUIES) o 803.04, 1823.02, 1848
........................................... 1850, 1877, Chapter 2400
Publication on web for PG-Pubs ............ccccvcvivennne. 1121
Restriction practice........cc.ccoevvevrvvrnnnn. 803.04, 1850, 2434
Nullification of double patenting rejection................. 804.01
Number, Application ...........ccccoervveveieiersese e 503, 506
Number, Drawing reference character................... 608.01(g)
Number, Serial...........ccocveeviiiiece e, 503, 506
Numbering of papers in file wrapper..................... 719.01(a)
Numbering paragraphs of letter............ccccocevrenns 707.07(k)
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Oath-- Obviousness

Sec. No.

Oath (See also Declaration)
After appeal 1212.02
Antedating reference (See Affidavit, swearing back of
reference (37 CFR 1.131))

MINOE, DY .o s 409
NON-ENGliSh ..o 602.06
Original (See also Oath, Original, Rule 1.63)............ 602
Plant application (Rule 1.162) ........c..cccocevveveriennnnnn. 1604
Reissue (Rule 1.175).......ccccoeuenee. 706.03(x), 1414, 1444
Supplemental.........ccoooviniinin 1414.01
Supplemental ..o, 602.02, 603
Supplemental and allowance............c..cceevevvevvennenn. 603.01
Traversing rejection (Rule 1.132) ........cccoceivvvnvnnnnne. 716
Oath, Antedating reference (See also Affidavit, swearing
back of reference (37 CFR 1.131)) ....ccccovnvivniiniennn 715
Oath, International application............c.ccccccerenine 1893.01(e)
Oath, Original, Rule 1.63.........ccccov i 602
AdMINISLEIING ..o 604
AMENAMENT......ciiiiiieiteeee e 602.01
Attorney administers..........cccoevvverernenernieneens 604.06
Consular certificate........ocoovverviriiiiiicee 604.04
Continuing application..........cc.ccooeeveieieniennnn, 201.06(c)
Copies, filing Of ..o 602
Date 0f eXECULION .......coevvreei e 602.05
Declaration in lieu of, Rule 1.68...........ccccvvervirnnne 602
Defective....oooovvvciiccn 602.01, 602.02, 602.03
Delayed filing ......ccccoveviiiieieciceeeeee e 506
Divisional application............cccccooveviiieieinienn. 602.05(a)
Executed before alteration of specification....... 605.04(a)
EXECULION ...ttt 604
FaCSIMIlE....ocieiie et 602
FOreign exXeCUtion ........ccccooveeveineneese e 602.04
Foreign-filed applications listed .......... 201.14, 201.14(c)
.................................................................. 202.04

Invalid, By attorney in Case ........cc.ccoevevveivevveivnnnns 604.06
Jurisdiction of notary .........cc.coeeevvennn 604.02, 604.03(a)
NEW required .........ccoevevreneineneinenee 602.01, 602.02
NOtarY ...cvvreericeereee 602, 602.01, 602.04(a), 604.01
............................................ 604.02, 604.03(a), 604.06
Notary Certificate .........ccocvvvviviireiesire s 602.01
Notary jurisdiction ...........cccccovevvierienns 604.02, 604.03(a)
Refers to preliminary amendment............. 601.01(a), 602
SBAl i 604.01
Seal, Foreign application ...........c.ccooceveiinennnn 602.04(a)
Seal, Not required ........cccocevevereinnnnns 604.01, 604.03(a)
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Sec. No.

Signed before alteration of specification.......... 605.04(a)
SUBSHITULE ...t 602.02
VENUE ...ttt 604.02
Oath, Supplemental, Rule 1.67 .........cccceovineiinineinen 603
After allowance ........cccoovveeeeiie e 603.01, 714.16
Change of inventorship ........ccccceevveiennniene s 201.03
Oaths, ConfliCting........c.coceveiiiiiiieiieee e 201.03
Object of iNVENLION .......cccoeviiiriiice 608.01(d)
Objection contrasted with rejection ...........cccccevvnnene. 706.01
Objection, Dependent claims..........cccccverrirenne. 608.01(n)
Obijection to formal matters, When made............... 707.07(a)
................................ 707.07(j), 710.02(b), 714.14

Obvious error, COrrection...........cccoeeerereennenn 1302.04, 1305
Obviously informal application ...........c.cccceeveriininn 702.01
ODbVIOUSNESS.......covrvererrrnnnns 706.02, 706.02(j), 2141 to 2146
Age Of referenCe ..o 2145
Analogous prior art................. 1504.03, 2141.01(a), 2145
Design applications .........ccocccvverviiiensienensennen, 1504.03
Form paragraphs used for rejection................. 706.02(m)
Number of references.........ccoovveviiciinciieicces 2145
Ordinary skill, level of .........cccccoovviveiiviceen, 2141.03
Prima facie case .........c.ccoeuene. 2142 to 2143.03, 2144.02
Predictability ... 2143.02
Rebuttal against..........ocoovireriiiniiiieenees 2145
Process claims, nonobvious product ................... 2116.01
Provisional rejection...........ccocevvevviciciencnenens 706.02(k)
RANQES ..ot 2144.05
Rationale for.........ccooviiiiiiincicee, 2144 t0 2144.09
Adjustable, making .........cccoviiiiniiicnnines 2144.04
Aesthetic design changes ........ccocoevvivivevinennns 2144.04
Automating manual activity...........c.cceeevneee 2144.04
Duplication of parts..........ccoceeevreriineincnnnnn 2144.04
Elimination of element or Step ........c.cccceeveunne. 2144.04
Equivalence, art-recognized...........c.ccoceovrvrnnne. 2144.06
GENUS-SPECIES ..vevververeieriesresieeeereeeeie e seesee s 2144.08
Integral, making .........ccoceeevviieieicie e 2144.04
Omission of element or Step.........cccevevviinenn 2144.04
Portable, Making .........cccovvevvveieeieie e 2144.04
Proportion changes.........ccoccoeveicic i, 2144.04
Purifying old product ...........c.cccvenvirenicnnnn 2144.04
RANGES....ii i 2144.05
Rearrangement of parts.........cccccevenenciennnn. 2144.04
Reversal of parts ......cccccoevvevevevencne e 2144.04
Separable, Making........cccccoevevveiievencneiese 2144.04
Sequence, change in........cccovevneiiinciie 2144.04



Offenlegungsshriften--Official Gazette (0.G.)

Sec. No.
Shape Changes ......ccocveveverere e 2144.04
Size Changes .....cccv v 2144.04
SPECIES-0ENUS ..ot 2144.08
Rebuttal arguments by applicant...........c....ccccoevvurnne. 2145
Teaching away in prior art.........cc.cceeeeuene. 2141.02, 2145
Offenlegungsshriften...........cccooveiiiniiiiniine 901.05(b)
Offensive language...........cccccevvevevenieiennnnne. 608, 1504.01(e)
Redacted in Pre-Grant Publication.............c.ccccceue.... 1120
Offensive subject matter ..........c.ccoeevrenne 1003, 1504.01(e)
Offertosell ..o, 706.02(c), 2133.03(b)
Offer to surrender original patent (not required)............ 1416
Office action (See Action)
Office action in ex parte reexamination............... 2260, 2262
Office action in inter partes reexamination......... 2660, 2671
Not closing prosecution ............ccoeevvererrenencnn 2671.01
Reopening prosecution after ACP ............ 2673, 2673.01
Reopening prosecution after Examiner’s Answer
............................................................................. 2679
Reopening prosecution after RAN................. 2676, 2677
Office date stamp ........c.cccveuennen. 505, 506, 710.01(a), 714.18
OFfiCE NOUIS....coiiiiiciiiice s 510
Office of Congressional Relations ...............ccc....... 203.08(a)
Office of Electronic Information Products.. Title Page, 1730
Office of Enrollment and Discipline........ 406, 407, 410, 502
.................................... 510, 601.03, 604.06, 714.01(a)
.............................. 714.13, 1002.02(k)(1), 1002.02(m)
......................................................... 2205, 2220, 2620
Mailing address.......cccoveeeriiieieee e 501
Office of General Law .........cccovvvvirvivncnnnn, 1002.02(k)(2)

Office of Initial Patent Examination (Office of Patent
Application Processing)(See also Incoming-Mail Section)
.............................................. 201.03, 201.06(c), 201.06(d)

......................... 202.02, 202.03, 203.08, 501, 502, 503
........................ 506, 508.03, 601, 601.01(d), 601.01(f)
.................. 601.01(g), 601.01(h), 602.05(a), 605.04(c)
............... 605.04(f), 605.04(g), 607, 608.01, 608.02(a)
...................... 608.02(z), 609.07, 707.07(a), 714.16(d)
...................... 719.01(b), 719.02, 719.02(b), 903.08(a)
................................................ 1306, 1414, 2501, 2560
Application Assistance Unit .........cccccevevericienennenn, 1730
Contact iINformation ...........ccoceevvvereienieieieneieeseas 1730
Petitions handled............ccccverviveiiiciciiens 1002.02(q)

Office of International Relations.............. 201.13, 203.08(a)

Office of Patent Classification .............. 903, 903.05, 903.09

Office of Patent Legal Administration (OPLA) (See also
Central Reexamination Unit (CRU))............... 103, 409.03

Sec. No.

.................. 409.03(h), 409.03(j), 506.02, 706.02(1)(2)
........................................ 720, 720.01, 720.03, 720.04
................................. 1002.02(b), 1430, 1449, 1449.01
................ 1451, 1456, 1457, 2227, 2236, 2237, 2239,
......................................................... 2285, 2289, 2294
................................ 2626, 2642, 2666.50, 2667, 2668
................................................. 2686.01 to 2687, 2694
Office of Patent Publications (Office of Data Management)
................................................. 104, 201.14(c), 203.04
...................... 502, 502.01, 508.03, 603.01, 608.01(m)
.......................... 608.02(z), 711.01, 711.05, 714.16(d)
........................... 724.05, 903.07, 1302.05, 1302.05(a)
............ 1302.12, 1303.01, 1308, 1309, 1309.02, 1611
.. 2229, 2235, 2283, 2287, 2289, 2635, 2686.01, 2687
Hand-delivery of papersto........ccccoevvvviveeivevicieicnnenn, 502
Petitions decided .........cccoecvvevvrininceeeee e, 1002.02(r)
Pre-Grant Publications Division.......... 502, 502.01, 1120

Telephone NUMDET ........ccooceiiiiiii e, 1730
Office of Patent Quality Review................ 1302.04, 1308.03
Office of Patent Training.........c.ccccceeuenee. Title page, 713.01
Office of PCT Legal Administration ..................... 103, 1730
Office of Petitions...................... 106, 201.03, 502, 605.04(c)

..... 605.04(f), 605.04(g), 609.04(b), 1002.02(b), 1308
Location and phone NUMDBEr ...........cccccevvieieinieenns 1730
Office of Public Records ............ccoccvvvnennnne 103, 104, 711.04

Hand-delivery of papers to........cc.ccoeevereineincnienens 502
Office of Solicitor...........ccccvvu.ee. 302.04, 311, 1002.02(k)(3)
................................ 1216.01, 1216.02, 1701.01, 1720
............................................... 1721, 2207, 2240, 2681
Mailing address ........covevieiirienire e 501
Office of the Commissioner for Patents ...........ccccccvveevrennne.
.................................. 409.03, 1721, 1901.03, 1902.01

Duty of diSCIOSUIe t0 ......cveveieiece e 2001.03
Office of the Deputy Commissioner (Associate
Commissioner) for Patent Examination Policy.....................
............................................................... 502.03, 720, 720.01
................................... 720.03, 1002.02(b), 1721, 2677
Petitions decided bY .........ccoovevevievcncicnei 1002.02(b)
Official aCtION .....ccvvveiicec e 707
Official Gazette (0.G.) ............... Introduction, 409.03, 1703
Claim published ..........ccccoeiiiniiiicees 1302.09
Reissue application ...........ccccvevvevereieninninsnsennean, 1455
From ex parte reexamination certificate................ 2287
From inter partes reexamination certificate ......... 2691
Copies and SubsCriptions ..........cccoeeveierenienieennen 1703
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Official inquiries-- Order for compliance

Sec. No.
Defensive publications..........c.cccoecevevericinrnnnn. 711.06(a)
Designating classification ...........c..cccceveveriennn 1302.09
Drawing figure......cccoceveiene i 1302.09
BOGP i 1703
Issuing as U.S. patent........cccoeevriiiinencincnnienn 901.05

Notice of ex parte reexamination certificate.. 2288, 2291
Notice of inter partes reexamination certificate

................................................................... 2688, 2691
Notice of Certificate of Correction ................ 1480, 1485
NOLICES 1 1703
Notices of maintenance fees due.................... 2501, 2575
Notice of ex parte reexamination request ................ 2229
Notice of inter partes reexamination request

...................................................... 2627, 2629 to 2631
ONIINE 1ot 1703
PAENTS ... 1703
Published electronically............cccccovvevieieiiiciennnnnn, 1703
Publishing disclaimers...........ccoccoiiiiiiinninnienee, 1490
Reissue application filing notice.................... 1430, 1441

....................... 1441.01, 1443, 1453, 1457, 1470, 1703
Statutory Invention Registration (SIR) .................... 1111
Trademarks ......ccooovvereiieee s 1703

Official INQUITIES .....eeveeiiii e 203.08(a)
Official NOtICE......ccccveieieee e 2144.03

OIPE (See Office of Initial Patent Examination (Office of
Patent Application Processing))
“Old art” use in deciding request for reexamination

.......................................................................... 2242, 2642
Old combinNatioNn.........ccoveeveiieniiie e 2173.05(j)
Omission in reply, inadvertent .........c..ccocevveveviennn. 710.02(c)

......................................................... 2266.01, 2666.30
Omnibus claim ... 706.03(d), 2173.05(r)
Cancellation ..o 1302.04(b)
On-line search (See also Electronic databases)
................................... 706.02(e), 901.06(a), 902.03(e)
On sale (See also Public Use) ........cccccevveivrieriiennan. 706.02(c)
..................................................... 2133.03, 2133.03(b)
Affidavit or declaration............ccoceeeiiveverencinnnne 715.10
Anticipation rejection ..........ccccceveverievennnnnnn 2133.03(b)
BUYET .ot 2133.03(b)
Commercial activities ..........c..ccu..... 2133.03, 2133.03(c)
.................................... 2133.03(e), 2133.03(e)(1)
Completion of the invention ............ 2133.03, 2133.03(b)
............ 2133.03(c), 2133.03(e)(1), 2133.03(e)(3)
Admission of completion by 37 CFR 1.131
affidavit........coooieii 2133.03(c)
Definition Of ..o, 2133.03(b)
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Sec. No.
Conditional sale .......c.cccooveveveveiieviiiies 2133.03(b)
NONProfit sale........cocooeriiiniiiicce 2133.03(b)
Sale of rightS ..o 2133.03(b)
Single sale ..o, 2133.03(h)
Delivery of offered goods ..........c.cccvvrirvnnne 2133.03(b)
Device embodying Process.........c.cccverveeruenns 2111.03(c)
Evidence of (prior art publications)................ 2133.03(b)
Experimental use (See also Experimental use)
..................................................... 2133.03, 2133.03(e)
Goods “on hand”........c.ccceeevevevienese e 2133.03(b)
“In this COUNIY™ ..o 2133.03(d)
INVENTION ..o 2133.03(c)
Intentto sell.........ccoevviinins 2133.03(b), 2133.03(e)(2)
Offer forsale ... 2133.03(b)
Policy considerations...........ccocevvevvercneiesnsnnnens 2133.03
“Ready for patenting”.........cccocevevenenenenienn 2111.03(c)
Reduction to practice................... 2133.03(c), 2133.03(e)
Sale by inventor or associate............ccoceeervennae 2133.03(b)
Sale by third party ......cccccocevevieiieviinse e, 2133.03(b)
Testing by third party.......ccccccvevvveienns 2133.03(e)(5)
....................................................... 2133.03(e)(7)
Sale 0f @ ProCeSS. ......covvvercererieesese e 2133.03(c)
Sale of “rights” ..o, 2133.03(b)
LT (10 2133.03, 2133.03(h)
Supervision and control over invention......2133.03(e)(5)
............................................................... 2133.03(e)(7)
Test for determining if impermissible sale occurred
................................................................... 2133.03(b)
Operating hours (See Hours of operation)
OPEratiVe ..o 2164.07, 2164.08(b)
Operative eXample.........ccocoeienenieninienee e 608.01(p)
Operative, SNOWING ........ccoeriiiiiiieee e 608.03, 716
Opposition to issue of patent (See Protest)
Oral hearing in reexamination
EX PAre e 2276
Inter partes.......cccooeveveeienciennn, 2662, 2675, 2677, 2680
Open to PUBIIC. ..o, 2680
Oral hearing on appeal.........c.cccoereininiineceees 1209
Order, Citation Of..........ccoviriiirer e, 707.06
Order, Classification...........ccoeevireeiinceinneeneen 902.04
Order granting ex parte reexamination..............c.cccceeeeee 2246
Order granting inter partes reexamination .......... 2646, 2660
Returned as undelivered...........ccccovvenneiinicnnnnnn 2654
Order of examination............c.ccccovvenes 707.02, 708 to 708.03
Patentability report.........ccocooveriieneiiieneenen, 705.01(b)
Order of papers in file wrapper..........ccccooevenennne 719.01(a)
Order for complianCe..........coevvireiiicneiicieeieas 1210.01



Ordering--Patent

Sec. No. Sec. No.
Ordering 1845.02, 1893, 1893.03(a), 1893.03(b)
Abandoned file.........cooovrvriieniiiien, 711.04(b), 905.03 1895.01, 2232, 2233, 2235, 2237
Allowed applications ..........cccceevvvvreiirienisinseninnns 1306.03 2289, 2629, 2632, 2633, 2635, 2647.02
Foreign patent.........ccoevvvvverieenese e 901.05(C) e 2648, 2660, 2664, 2670, 2687, 2689
Patented file ... 711.04(b), 905.03 Application 10Cation ..........c.ccoevvrennininnenee 2635
Publication ..o 901.06(b) Application records and reports ..........ccccoevvvrevinenns 1704
Reexamination, decision Application StatusS..........cccceveveveneie e 102
EX parte ..o, 2246, 2247, 2247.01 Examiner Docket, Time, and Activity Reports ........ 1705
INEEr PAMTES ..o 2646 “Flag” in reissue application ............ccccoceovvnennenn, 1456
SUBCIASS TiSt ..o 902.03(c) Panel Review in ex parte Reexamination..................... 2271,
Orders (See also Publication)................ Introduction, 707.06 2271.01, 2287
Ordinary and customary meaning of claim term Paper Correlating Office.........ccocvvvviviiieieicieiese, 508.03
.............................................................. 2106, 2111.01 Paper, easily erasable........... 608.01, 714.05, 714.07, 714.19
EVIdence Of .....ccviiiiiceece e 2111.01 Paper NUMDEY .........ccoovvverieeeee e 714.18,714.21
Original application (See Nonprovisional application) Paper number of print..........cccccoeviviviinnicicre e, 719.01(b)

Original carries title to some continuing applications 201.12 Paper size (See also A4 size paper)
Original disclosure, inherent characteristics...........c..cc.cvovu.n.. Application PAPErs .......ccccecveviieeiieierese e 608.01
..................................................... 608.04(a), 714.01(e) Drawings ......ccooeeerenenenenesesiesieesieseesie e seeseenne. 008.02
Ornamentality lacking in design applications ...... 1504.01(c) Photographs........ccoeoviiiiiiecneeeeeees 608.02
Outstanding requIremMents ........ccccecvvevevrieervereereennns 707.07(e) Substitute drawings .........ccevveverereriesesinniennnns 608.02(h)

Overcoming a reference, Right of priority ................ 201.15 Papers (See also Return of Papers)
...................................................................... 706.02(b) Delivered to wrong Technology Center ................508.01
Overlapping applications DEPOSITING ..ot 502
Same applicant.........ccccccvverienen. 709.01, 715.01(a), 804 DiStribULION ..o 508
..................................................... 804.02, 822, 822.01 File wrapper ......ccccceceveveievivcvninsinnnnnn.. 719.01, 719.01(a)
Same asSigNEe......ccccveveeevverveinens 706.02(f)(2), 706.02(Kk) Identification ..........cccccovvvieciicicce e 502, 503
................................. 706.02(1) to 706.02(1)(3), 709.01 Receipt and handling....................c.c.e........ Chapter 500
.............................................................. 715.01(b), 822 Received after patenting or abandonment..............508.02
Subject to joint research agreement ...........cccceoeevvercennns Signature required .........ccoeeeereneineneceese e 402
.......................................... 706.02(1)(1) to 706.02(1)(3) Submitted in reissue litigation..............cccceevevenene... 1404
........................ 804, 804.02, 804.03, 2136.01, 2141.01 uUnmatched ........cccoeevvvivieicinenciesense ... 508.03
Overlapping Claims ..........ccoeieieiiiee e, 804.02 Parent application ..o 201.04
Oversight of inter partes reexamination ...............c....... 2689 Parent application data, Cross-noting ...........cc.cecvevenee 201.11
OWnNEr’s representative.........ocoeoeevereereieniennas Chapter 400 e 202.02

Ownership and assignment........... Chapter 300, 706.02(1)(2) Parent application carries assignment
.................................................................. 706.02(1)(3) to some continuing applications...............c.ccovv....... 201,12
Ownership at time invention made...............cc.c..... 706.02(k) Parent application review ...........c.ccccoceerenen 707.05, 719.05
.............................................. 706.02(1) to 706.02(1)(3) ceerereenenneenessennsneeesnseneneeeenenenenens 904, 2001.06(b)
Ownership of applications filed subsequent to recording of Paris Convention (See also Treaties)............. 201.13, App. P
ASSIGNMENT ... 201.12, 306 Article 4 Cited .......ccoveevevvevcee e 201.13, 201.14(b)
Partial signatory authority ..........ccccoevvvevnieneniseneeen, 1005
Patent

p 1836 (Present) SErieS......covvereererieerieesieseeesieneas 901.04
AL SEIIES o e 901.04
P.O. Box (See Mail stop) AIIov_van_ce and is_sue_ ................................... Chapter 1300
PAIR .. 102, 104, 203.08, 1121, 1128, 1730, 2232, 2632 Application pgbllcatlo_n....7 .................. e 1120 to 1135
PALM . 101, 102, 508.01, 508.03, 711.04(b) Arrangement in Examiner’s Search Files.............. 901.07
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Patent and Trademark Assignment System-- Patent classification

Sec. No.
ASSIGNMENT . 301
Borrowing from Examiner’s Search Files ............ 901.08
Citation handling .........cccocviiiiiiniicce e 1920
Citation of prior art in.........ccccceoeveiiienenenn 1920, 2202

Claim copied (See Claim presented corresponding to
claim of patent)

Classification change .........ccccocevveiviieiciciececnnn, 903.05
Classification indices ..........ccccceeeruenene 902.03, 902.03(a)
Classification Home Page on the Internet......... 902.03(a)
Classification Home Page on the USPTO Intranet
...................................................................... 902.03(b)
Classification Insight on USPTO LAN............. 902.03(c)
Copy in ex parte reexamination request .................. 2219
Double column format..........ccccceevvvevveinnne 2214, 2219
Copy in inter partes reexamination request............. 2619
Double column format..........ccocevvvvenninnnicnnnnn 2614
L0000} @] (o [-1 £ 1730
Correction of ... Chapter 1400
Definition.......ccccoevviiveeecec e Introduction, 2135.01
DS][ o S Chapter 1500
DESIGN SEIES..cuviveieireriesie e e et sre e e eneas 901.04
Design vs. Utility ..., 1502.01
Effective date................ 706.02(a), 715, 715.01, 2133.01
Extension (See Term, Patent)
File reconstruction ..........ccccoceveievensieneneeseceen, 508.04
FIIES oo 905.03
Foreign (See Foreign patent)
General Information About, booklet................c........ 703
ISSUE ... Chapter 1300
Issue Notification form ..., 1306.03
INAEX 1.t 902.03(b)
Interference ... 2304 to 2304.05
INVENTOISHIP ..o 2137.01
JUFISICTION....cvieeeee e 1305
Law, opinions NOt giVeN.........cccveveveveceeriericnieiens 713.02
Laws (See Statutes)
LICENSING....etitiieieieieet e 301
Litigation relating to reissue ............ccccoeevnnnnnes 1442.04
Ordering SOft COPY ...vvvvvvveieiecce e 905.02
Owner, appeal BY ......cccoeveiiiccceee 1204
Owner, service of Citation ON........ccccoceveeveicnienns 2208
Owner’s address in reexamination................. 2222, 2622
OWNEISNIP ..t 301
Plant Series.......ccoovevveverereveseneens 901.04, Chapter 1600
Post-issuance information updating.............cc.ce..... 2501
Prior art Citation iN.......ccccoovvvvineicnee e, 2003.01
Printing priority .......ccocooevneneinence e 1309
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Publication of application..............cc.cccuveee. 1120 to 1135
Reconstruction of file.........cccccvviviiiciiiiciies 508.04
Reference (See Reference)
REISSUE SEIIES ...vevievieeeie et 901.04
Reissued, effect Of ......coooveiieiiieece e 1460
Right to exclude others...........cccceeveiveriennnne. 509.02, 1111
................................................................... 1601, 2162
Rules (See Rules, Patent (Code of Federal Regulations))
SIMUItaNEOoUS ISSUE .......ecvvvevrereereieieie e 1306.02
Statutory subject matter.................. 706.03(a), 2107,1601
Surrender of original in reissue (not required) ......... 1416
Statutes (See Statutes)
System, Constitutional basis for................... Introduction
Term adjustment.........cccoevvvvreinenninenes 2710 to 2736
Terms (See Term, Patent)
TrANSTEr (.o 903.05
Transfer of rightS iN.......c.cocviiiiiiiii e 509.02
Type, Design vs. Utility .......coeovviriiininiiicn, 1502.01
ULility SErES ...ovviveieeeeeeece e 901.04, 1502.01
Utility vs. design ....ccoevveveveveircesece e 1502.01
XUSBIIBS .ttt 901.04
Patent and Trademark Assignment System................ 302.09
Patent and Trademark Office (PTO or USPTO)
AAAIESS.....c vt 501, 502
BUSINESS NOUIS......veiciiiieieiinie e 510
Employees, property interest in patent............cccccee.. 309
Employees, unavailable to sign oath or declaration as
INVENTOTS ..o 409
Matters decided by various officials........... Chapter 1000
PUBLICAtiONS ... Introduction

Attorneys and Agents Registered to Practice Before
the United States Patent and Trademark Office
...................................................... 401, 902.03(d)
Development and Use of Patent Classification
SYSEMS ... 903.02
Official Gazette of the United States Patent and
Trademark Office (See Official Gazette (0.G.))

Receipt and handling of mail........................ Chapter 500
Telephone NUMDBErS .......ccevvviviiece e 1730
WED SITE.....oviiiicc e 1730

Patent application publication (See Pre-Grant Publication

(PG-Pub))

Patent Assistance Center (See Inventors Assistance Center)
Patent attorney or agent (See Attorney or agent)
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Sec. No.
Patent classification (See also Classification;
Prior Art) oo Chapter 900
ClASSES ..vvvvevviviriericieiee e 707.05(e), 902.01
....................................... 902.02, 903.02(a), 903.02(b)
Cross referenCes.......oovvvvvvevvnvsnnnnns 903.07, 903.07(a)
DIgESES .vveeeiiesieceee e 903.07
ISSUE ST c.vvecrciece e 903.07
Manual of Classification.................. Introduction, 902.01
Master classification file (MCF)........c.cccoovnee. 902.03(a)
(O] g 1] £ SRS 902.04
Post classifier (See Post classifier)
ShOES...oveiieie 901.05(c), 901.07, 905.04
Statutory authority ... 903.01
SUDBCIASSES ... 707.05(e), 902.01
........................................ 902.02, 903.02(a), 903.02(c)
Patent Cooperation Treaty (PCT) (See also International
application; Treaties)........c.coernen. Chapter 1800, App. T
Administrative InStructions............ccocceeeverennenn App. Al
AGENT o 1807
Amendment before the designated office .. 1893.01(a)(2)
............................................................... 1893.01(a)(3)
Amendment of claims before the International Bureau
............................................................................. 1853
Applicant.........ccooeoiiiiiinenns 1810, 1817.01, 1817.01(a)
Applicant for United States Receiving Office ......... 1805
................................................................... 1810, 1820
Basic flow timeling ..o 1842
Classification of application ............cccccceeieeene 903.08(b)
Classification of subject matter................. 1844.01, 1879
Common representative .......ccccvevevevereeresieseseeeens 1807
CONCEPLS, MAJOT ottt 1801
COUNLIY COUBS ..ot e 1851
DEfiNItioNS ....ocvveeeeeee e 1802
Design patents........ccoevveereieicinenienns 1501.01, 1503.01
Designated office........cccovvvevireiiviri e, 1893.01(a)
Designation of states.............c......... 1817.01, 1817.01(a)
FEES oottt 1827, 1893.01(c)
Reduced basic fee by filing sequence listing and/or
tables on compact disC..........ccevvvviereriennnn 1823.02
Filing date requirements ...........ccccoeevenne. 502.05, 1810
Foreign filing HCENSE .......covverveviericeeee e 1832
Foreign patent citation codes ...........cccovevevrerinenen. 1851
Forms

Compact Disc Transmittal Sheet For Submission of
Sequence Listing and/or Tables To The United
States Receiving Office Under Pct Administrative
Instructions-Part 8...........cccceeovvoeninienennn 1823.02
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IB/307 .ot 1893.03(e)
IB/308 ..o 1893.01(a)(1)
PCT/DO/EO/903.................. 1893.01(a)(3), 1893.03(a)
........................................ 1893.03(b), 1893.03(e)
............................................ 1893.03(g), 1895.01
PCT/DO/EO/905................. 1893.01(a)(1), 1893.01(d)
........................................ 1893.01(e), 1893.03(b)
PCT/ISA/20L......cooiiiiieiceee e 1852
PCT/ISA/203......cooecieeeeeeee s 1843.04
PCT/ISA/206........ccciiiieiieieeeeee e 1850
PCT/ISA/210......ccooviiiiaenen, 1843.04, 1844, 1844.01
.............................................. 1845.02, 1893.03(e)
PCT/ISA/2LT ..ot 1836
PCT/ISAI220.......coeiieiiiiiiieiee e 1844, 1845.02
PCT/ISA/23T ..ot 1845.01
PCT/IPEA/ADL ..., 1864, 1865, 1866
PCT/IPEAJAQS .......oovvvevieiieiee e 1875, 1875.01
PCT/IPEAJAQS.........cccvvierieernn, 1860, 1860.01, 1874,
................................... 1876, 1878, 1878.01, 1879
PCT/IPEA/AQ9................... 1871, 1871.01, 1874, 1878
................ 1878.01, 1878.01(a), 1879, 1893.03(e)
PCT/IPEAJALOD ..ot 1864.04
PCT/IPEAJALL ..ot 1876
PCT/IPEA/AL2 ..o, 1836, 1876.01
PCT/IPEAJALG ..o 1879, 1879.02
PCT/IPEAJA20 ..o 1875.02
PCT/IPEAJA28 ... 1878.02
PCT/RO/10L ...cvcvvievieicinine 1801, 1812, 1817.01(a)
............................................. 1821, 1844, 1844.01
PCT/RO/LLT .ottt 1893.03(e)
PCT/RO/L36 ..o 1893.03(e)
PTO-1382.....cicivieiiieiieeiesiee e 1830, 1832
PTO-1390.....ccciiiiieieiieece e 1893.03(a)
USPTO/299.....coociieiiiice et 1850
USPTO/499.....cooviiieenieiee 1850, 1875, 1875.01
Gazette .o 1801, 1823.01, 1857
Guidelines on qualifying for reduced basic fee by filing
sequence listing on compact disc.................... 1823.02
HEIP DESK...ocvveeieiecese e 1730
INfOrmMation SOUICES........covvvvireiriicrecceee 1730
International BUreau............ccocevvvvreininieeneniennnens 1801
International preliminary examination ...... 1860, 1860.01
International preliminary examination report........... 1879
International preliminary report on patentability...... 1801
........................................... 1845, 1879.03, 1893.03(e)
International publication .........c.ccccoceviiiiiieincnnenn, 1857
Prior art effect ..........ccooevvenene. 1857.01, 1896, 2136.03
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Sec. No. Sec. No
International search report .........ccccceeevevcrievesnneenn, 1844 Patent Cooperation Treaty Articles........c.ccceceverienenn. App. T
International searching authority ............ccccceeevvenenn. 1840 3 ReProduced .......ccccovveiriiiiie s 1812
Member COUNEIIES ......c.ovreieirieiec e 1817 5 Reproduced ..........ccoeiriiiiniiiie s 1823
National Procedure............covvreriinenseneee e 1893 6 Reproduced ...........ccoveiriiiiriie s 1824
National stage (See National stage application (35 7 ReProduCed .......ccceeevvieieeiieie e 1825
U.S.C. 371)) 11 Reproduced ......ccccevvvviveieieece e 1810, 1896
Numbering of Sheets ..o 1812 17 Reproduced .......ccovecvveieeieiee e 1843
Office of PCT Legal Administration ............... 103, 1730 18 Reproduced ........ccccvveriiiieiieee e 1844
Priority .....cccoevvvnenne 201.13(b), 1828, 1893.03(c), 1895 19 Reproduced .......ccoecvveriviniice e 1853
Restoration of ..., 1828.01 21 Reproduced ........ccoerveenerinenenee e 1857
Priority document .........cccccoevvvvvnnennnnnn, 201.13(b), 1828 29 Reproduced .......ccccceveverein e 1857
PUBHCALION ..o 1857 30 REProduced ........ccoevveriiiiisieise e 110
Receiving OffiCe........coeviiieiiiieee 1801 31 Reproduced ................ 1864.02, 1864.03, 1865, 1869
Receiving office procedure..........cccooevvevneneicnennnn 1801 32 ReProduced ........ccceverveiererinineeee e 1862
Record copy transmittal ............cccoevveverevcninnennnn, 1801 33 Reproduced .......ccovvveieiieieie e 1878.01(a)
Reply to invitation concerning lack of unity of invention 1878.01(a)(1), 1878.01(a)(3)
........................................... 1850, 1875.02, 1893.03(d) 34 Reproduced ........cccocveeenee.... 1862, 1864.01, 1874
Reply to written opinion ...........cccccoeveieveneninn 1878.02 1875, 1878, 1878.01, 1878.02
Representation before the designated office............... 402 35 ReProduced ........cceerveenerieineee e 1879
Revocation of agent .........ccccoevvveeevencvevcre e 1808 36 Reproduced .......cccceveveiennininennns 1879.02, 1879.03
Schedule Of fEES.....oivviiiiirec e 1827 37 REProduCed ........covverveeiierieinie e 1880
Search report.........ccoceevenevrennn, 707.05, 1302.14, 1844 38 Reproduced ........ccoceveneieniininiee e 1879.04
SECIECY OFUEN ...t 120 Patent Cooperation Treaty Rules
Sequence listings .......ccoeevvneinencreen 1823.02, 1848 4.3. Reproduced .......cccooevviiniiiiniees 1844.01
On electronic media ......c.cccoeevvvvriviveecieen, 1823.02 4.9. Reproduced ......ccocevvieiiienreeeee e 1817.01
Transmitted via EFS-Web........c.ccoecvvviiiienne 502.05 4.11. Reproduced .......ccoeeevervnerieenieinen, 1817.02, 1819
SIgNAtUre MISSING......ceiveiiereireree e 1820 4.12. ReproducCed .......ccceovivirvieniirieineneeeseeeeies 1819
Unity of invention............... 823, 1850, 1875, 1893.03(d) 4.15. Reproduced ........ccoovvireiiinieineneeseeees 1820
Written opinion, preparation........... 1845, 1878, 1878.01 5.1. REProduCed ........ccccervvrerieinieiene e 1823
Written opinion, time to reply t0.1845.01, 1878, 1878.01 5.2. Reproduced .......cccocverevvsviineeeieeese e 1823.02
Patent Cooperation Treaty Administrative Instructions 6 ReProduced .........cceovverieiiiiieesie e 1824
........................................................................ App. Al 6.1. Reproduced ........cccocevviireinieneinineinenenennn. 1824
105 Reproduced ........ccooverenieieneniceneeee e 1834 6.2. REProduCed .......ccocerveiriieirieeee e 1824
204 ReProduCed ........ccocevvereienenieise e 1823 6.3. REProduCed .......ccoocerveiriiicirieece e 1824
205 Reproduced .......ccevveverereninrein e 1824 6.4. Reproduced .......cccocevvvviveenieeiiereesese e 1824
208 ReProduCed ........ccocevvrerieenerieenierese e, 1823.02 6.5. REProducCed ........ccccerveivverieiieiiseseese e 1824
209 ReProduCed .......cccoveiiverieiinierieesesieie e 1823 7 ReProduCed ........coeoeverieiniieiieee e 1825
404 ReproducCed .........cooveireieiiriiiieeeees 1857 7.1. ReProducCed .......ccccooeereriniinieienenieese e 1825
502 ReProduced .......ccevvevvererieriereieseseeie e 1850 7.2. REProduced .......ccccovvevieiriesieeieseesese e 1825
513 REProduced .......cccevvevverierieriireirseeeee e 1848 8 ReProduced ........ccccceveviiein e 1826
603 ReProduced ........ccccevvverieenerieeneeee e, 1875.02 8.1. Reproduced .......ccccovvvvrenieivrenieenen, 1826, 1844.01
604 ReProduCed .........ccccoviermeererieinenieiesie e 1879 8.2. Reproduced ........cccoeevrereinienieenen, 1826, 1844.01
605 ReProduCed ........ccoeirerieinieieeie e 1872 8.3. ReProduced ........ccccooveierrienennene e 1826
606 Reproduced ........cccovevverierierire e 1880 11 Reproduced .......cccoveveirieirceee e 1825
607 ReProduCed ........cooeivverieiiirieeie e 1876 11.5. ReProducCed .......cccceveivrenieienenieesieeee s, 1825
801 ReProduced ........ccoceevrerieenerieenieeee e, 1823.02 11.6. ReProduced .......cocevveiererieieseniee e, 1825
803 ReProduced ........cccceovrereeneninenieiseneenen, 1823.02 11.11. ReProducCed ........ccooeereneeneieenceeie e 1825
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Sec. No.
11.13. ReproducCed ........cccvvvvivirnieieeieneee e 1825
12bis Reproduced ........ccccceviveiinieniecieee e 1819
13 ReproducCed ........ccoceeeeieeiiieic e 1850
13.1 ReproducCed .........cccoeveeneneniiieneeieeee e 1850
13.2 Reproduced ........cccoveveiniieiiene e 1850
13.3 Reproduced .........cccovevevrerennrnse e 1850
13.4 Reproduced .........cccoveveviiieieieseceeeeee e 1850
13.5 Reproduced .........cccoeeveiiiinineieeieeee e 1850
13bis Reproduced ..........ccoceevererneneiiienieceen, 1823.01
13bis.1 Reproduced ..........cccovevirennieneneeniee 1823.01
13bis.2 Reproduced ........ccccoevvvrvriveeeienicrieinns 1823.01
13bis.3 Reproduced ........cccccoevvveveieeieiienieiieinens 1823.01
13bis.4 Reproduced .........cccooererineniniieie e 1823.01
13bis.5 Reproduced ..........cccvevininvininiene 1823.01
13bis.6 Reproduced ........cccccoevvvrvsiveeeieneerieinns 1823.01
13bis.7 Reproduced ........ccccoevvvrvviveeeienicrieinns 1823.01
13ter Reproduced .........cccoeevvviieiveiicie e 1823.02
13ter.1 Reproduced .........cccoevrereneniennns 1823.02, 1848
13ter.2 Reproduced ..........ccoeveereninienieicenee 1823.02
17 Reproduced .......cccvvvvvvvnniieeee e 201.13(b)
17.1. Reproduced ........ccccocvrvirenniiriieeniennns 201.13(b)
17.2 Reproduced .......cccceovvvrieirenecieec e 201.13(b)
33 Reproduced .......cccoeeeeeeieee e 1843
33.1. Reproduced ........ccovereiienieiieee e 1843
33.2. Reproduced ........cccoovveveiereireeeeee e 1843
33.3. Reproduced .........ccovevvveiinireine e 1843
37.1 Reproduced .........ccoceveieienieneeieeee e 1844.01
37.2 Reproduced .........ccoceveieieneieeieeee e 1844.01
38 Reproduced........cccveveveieienee e 110, 1844.01
38.1 Reproduced........cccovvvvenisieieeeeeeiese e 1844.01
38.2 Reproduced ..........ccovveveerieenierieenieesie i 1844.01
38.3 Reproduced.........ccoceeeienineiieeeeee e 1844.01
39 Reproduced........cccceoeerirneienieise e 1843.02
39.1. Reproduced........ccceovrerivenienieeieee e, 1843.02
40 ReproduCed.......cccevvevveveriresieeeseeee e 1850
40.1. Reproduced ........ccceovverveirerieinieseseeeeneens 1850
40.2. Reproduced ........ccoooieeiiiiiieee e 1850
41 ReProduUCe ....cocverveeiieiieinieieesieeee s 1852
41.1. Reproduced .......cccoovvvvvviieieeee e 1852
43bis Reproduced .........ccccveivvviieiieiee e 1845
43bis.1 Reproduced .........cccoverieieieiiiiiiennns 1843, 1845
44ter Reproduced ..........ccovevrvereiirieinincseens 1879.04
46 ReProduCed ......ocovveviiiiieiniiieesieeeese s 1853
46.1 Reproduced ........ccccevvvvvvsicesreee e 1853
46.2 Reproduced ........ccooovrevrerninineeseeese s 1853
46.3 REProduced ........cccovvvvrerininineiseeeseens 1853
46.4 ReProduced .........cccovrvevrenieiniinieineeeses 1853
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46.5 Reproduced .......ccevevevererreieeee e 1853
54 Reproduced .........cccoeerevienieeieieese e 1864.02
54.1. Reproduced ........ccoceoveiriiiiiieineneeieas 1864.02
54.2. Reproduced .........ccoceoviiriiinineineeeneas 1864.02
54.3 Reproduced .........cccovveveininninieccnies 1864.02
54.4 Reproduced .......ccceveveverevennsese e 1864.02
60 REProduced .........ccocerveererieeieniee e 1868
60.1 Reproduced .........ccoooeierinineeieeee e 1868
61 Reproduced .........ccocereererieiieise e 1881
61.2. Reproduced ........ccooeoviereiiiineineee e 1881
61.3 Reproduced .........cccoocvvvivinneeeee e 1881
62 Reproduced ........ccccoeviieirceeeee e 1871
62, former Reproduced ..........cccoeiiieiiiencnnnne. 1871.01
62.1 Reproduced ........cccooeereieeineicinieeee e 1871
62.1 former Reproduced ..........ccocovvvvivireieerennenn, 1871.01
62.2 Reproduced ........ccccoovvvvvnnnneee e 1871
62.2 former Reproduced .........ccccceevvveireviennennn, 1871.01
62bis Reproduced ..........ccooeviiiiiiiiie e 1871
62bis.1 Reproduced ..........occovvereeneienineeseneiees 1871
64 Reproduced .......ccccoveeereereierere e 1878.01(a)
64.1. Reproduced ........cccoceveveiinnneie e 1878.01(a)
64.2 Reproduced .......c.cccooveveveieneieie e 1878.01(a)
64.3 Reproduced ..........cccoeveieninineieee 1878.01(a)
65 Reproduced ... 1878.01(a)(2)
65.1 Reproduced ........cccovviviveierieneierienn 1878.01(a)(2)
65.2 Reproduced ........ccocoevvieneivienniniennns 1878.01(a)(2)
66 Reproduced . 1843.02, 1864.01, 1870, 1878, 1878.02
66.1 Reproduced ........ccoeeeieieniiiece e 1843.02
66.1bis Reproduced ...........cccververnieicneeieeiee, 1878
66.3 Reproduced ........cccovevvevieieieie e 1878.02
66.4 Reproduced ........cccooveevverieineriseseiese e 1878
66.4bis Reproduced ..........cooveiiiiiiieiiicee, 1878.02
66.5 Reproduced ..........cccceveiereriiineieineeeiens 1878.02
66.6 Reproduced ..........cccceveienenniiieieeieeiens 1878.02
66.7 Reproduced .........cccoocvvieiiiienieeee e 1870
66.8 Reproduced ..........ccccoevreiiennnnenes 1864.01, 1878.02
66.9 Reproduced ........ccoeeeiieiiiiiiece e 1878.02
69 Reproduced .........cccooerveiirniineneene e 1879.01
69.1 Reproduced ........cccovevvevvervennn 1879.01, 1879.01(a)
69.2 Reproduced ........cccovevververiernnn 1879.01, 1879.01(a)
70 ReProduced .........cooverevierieeieieesie e 1879.03
70.17 Reproduced ........ccccoevereriineiiseneinienas 1879.03
71 Reproduced .........coeoerveiinineienieene e 1879.02
71.1 Reproduced .......ccccoveiveierieierere s 1879.02
71.2 Reproduced ........ccoecvveerenieiienieeseeeienans 1879.02
72 Reproduced .........coevereevierieeiesieese e 1879.03
72.1 Reproduced .........ccccoereeieneienenieeneeeiennes 1879.03
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72.2 Reproduced .......cccocvvvvvrvreeeeiereee e 1879.03
72.2bis Reproduced .........ccocevvvvviveieieeieieinen 1879.03
72.3 Reproduced ........ccocooeierinenieieieee e 1879.03
82 Reproduced .........cooeieeieiine e 1834.02
82.1 Reproduced ........cccoeereneienieieeneeeienieeas 1834.02
82.2 Reproduced ........cocevivvvivreieeeereee e 1834.02
90.4 Reproduced ........cccvevveieiieiiie e 1807
90.5 Reproduced .........cooeeerenineieseeeee e 1807
90.6. Reproduced .........cccoereiiineiineneeneeieneeas 1808
90bis Reproduced ........ccccevvvvverereneieneieens 1859, 1880
90bis.1 Reproduced ........ccccvvvviviveieriercre e 1859
90bis.2 Reproduced .........ccocvveviveieiiereie e 1859
90bis.3 Reproduced .........ccocoirireiiiieiee e 1859
90bis.4 Reproduced ..........ccoceoveereiienieinieneenieas 1880
90bis.5 Reproduced .......c.ccocvvvviviveierienere e 1859
90bis.6 Reproduced .........cccovvvviviveieiierene e 1859
90bis.7 Reproduced ........ccccevvvviveieiierese e 1859
91 Reproduced .......ccceeeririeiienere e 1836
91.1 ReproducCed ........ccecererieirieieieieieeieseeeie e 1836
92 Reproduced .......cccveveveieicre e 1834
92.1 ReproducCed ........c.eevveieenerieeneieeiesieseeie e 1834
92.2 ReProduced ........ccceovveieenierieeieieeie e 1834
Patent application publication (See Pre-Grant Publication
(PG-Pub))

Patent pending (See Statutes: 35 U.S.C. 292)

Patent search facility ..............cc.e...... 103, 2232, 2629, 2632
HOUIS .. 510, 1730
Regulations for public USe ........ccccoviiiiininii 510

Patent term extension/adjustments............ 1303, 2211, 2250

.............................................................. 2611, 2666.01

Patentability (See also Reasons for Allowance; Rejection)

................................................................ Chapter 2100

Patentability report..........ccoeviiiiiiiinin e 705
APPEAl.....coi e, 705.01(a), 1207
(@10 TU o | U 705.01(c)
Date StAtUS.....cvivereerieieieeesiereeese s 705.01(c)
Dispute between eXxaminers ..........cccccoeevrennne 705.01(a)
Drawing ....cccooeveeereninenereseneennens 608.02(n), 705.01(d)
Final action .........ccccvvvviveievcie e 705.01(a)
IMPFOPEN .ot 705.01(e)
INITIALE ..o 705.01
INEIVIEWS ..o 705.01(f), 713.01
Limitation s t0 USE.......cccoervevrerieinirieisienes 705.01(e)
Practice used only in extraordinary situations ........... 705
Primary decides propriety.........ccoeveeeeienenenenennn. 1004
Print of drawing ........ccccceeeveienienn. 608.02(n), 705.01(d)
PUIPOSE ..o 705.01(e)
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[0 [V [=ES] (o] 1003
ReCOrding ......cccoeieieniie e 705.01(c)
Restriction, EffeCt ON.........cocoveveiiiiiiieieee e 807
SEArCH ...cvii 705.01(a), 705.01(b)
Sequence of examination ............cccccceveriinnnn 705.01(b)
Transfer of appeal .......cccccoeevvvvviivieincee 705.01(a)
Panel review in inter partes reexamination............... 2671.03
Patentability statement...........cccccveiinciiincie 1302.14
Patentable novelty, pointed OUL..........cccccoeveiiiiinens 714.04
Patentable subject matter
COMPULEr PrOgramsS.......ccverveevereerieesieeieeseeseeseeenees 2106
Disclosed but not claimed ............ccocviiiniiiciine 706
Living subject matter..........coccovvreiirieinnenn 1601, 2105
Mathematical algorithms.............cccoeveee. 2106, 2106.02
PIaNES ..ot 1601, 2105
Patented File ... 905.03
Patented file, ordering..........cccceoeviniiencneinene, 711.04(b)
“Patent In” computer program (See also Sequence rules)
................................................................... 1730, 2430
Patents of addition, foreign........c..ccoceeevevcrerennn, 901.05(b)
Payment Of TEES .......ooeiiiii e 509
Payor number (See Customer numbers)
PCT (See Patent Cooperation Treaty (PCT))
Pencil notations, erased at allowance ....................... 1302.01
Pending application as prior art (See also Application
publication) ..........c.ce..... 706.02(f)(2), 706.02(k), 901.03
Pending application preserved in confidence .................. 101
Pending applications as references (See also Application
Publication)........ccccoevvririencrinns 706.02(f)(1), 706.02(f)(2)
........................................................ 706.02(k), 901.03
Period for reply ... 710
After Board decision ..........cccoeeeiiieniiencninnnee, 1214.01
ATter final ..o 706.07(f)
In transitional application .............ccoceovenne. 706.07(g)
After interference ..o ccsiecccere 710.02(b)
Amendment after.........ccooveeiiniiiienee 714.17
Claim copied from patent...........ccccceoevenerenn. 710.04(a)
Claims all allowed.............. 707.07(a), 710.02(b), 714.14
Computed ......ccecveeeeee e 710.01(a), 710.05
Copying claim from patent does not extend statutory
0121 To Lo TSRS 710.04(a)
Correction of citation ...........ccccceeuenee. 707.05(g), 710.06
Date of receipt of amendment.............. 710.01(a), 710.05
Defective Office action ...........c.ccce.ee. 707.05(g), 710.06
Difference between shortened statutory period and time
Mt 710.02(d)
EXIENSION.....ooiiiiiciice e 710.02(d), 710.02(e)



INDEX
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Sec. No.
Extension of time to commence civil action
............................................................... 1002.02(k)(1)
Extension of time to file notice of appeal at CAFC
............................................................... 1002.02(k)(1)
Full statutory period for reply .........ccccoereiiiniinenns 130
Holiday, Saturday, or Sunday expiration of time
......................................... 505, 513, 710.05, 710.01(a)
Incomplete reply ..., 710.02(c), 711.02(a)
..................................... 714.03, 2266.01, 2666.30
Less than six months......... 710.02, 710.02(b), 710.02(c)
............................................ 710.02(d), 710.02(e)
Miscellaneous factors ..........ccccoveveienenseneicsennns 710.06
PetitioN ..o 1002
Property rights under AEC and NASA Acts.............. 150
Remailing.......ccccoovviveieieicc e 707.13, 710.06
RESTANING .. v 710.06
Saturday, Expiration of time......... 505, 710.01(a), 710.05
Secrecy order application...........ccoceveieneienencnenns 130
Shortened, Extension .............c........ 710.02(d), 710.02(e)
Shortened statutory period................... 710.02, 710.02(b)
...................................................................... 710.02(e)
Shortened statutory period, Distinguished from time
M. 710.02(d)
Shortened statutory period, When used ............ 710.02(b)
Statutory Period .......cccveveveiveriererere e 710.01
HOW computed..........ccooveieienenieeneceseeien, 710.01(a)
Suggesting Claims .........cooevriiiiiiiiieieee 710.02(c)
Sunday, Expiration of time........... 505, 710.01(a), 710.05
Supplemental action...........ccoceeviereiiiieincicn, 710.06
Time computation .........cccceeeererenennn. 710.01(a), 710.05
Time lmit action........ccocevviveniireee e 710.02
Time limit action, When used............cccccoceenene. 710.02(c)
Two periods running........ccceeeeeereenen 710.04, 710.04(a)
Withdrawal of attorney or agent during................ 402.06
PeriodicalS........ccooveveeevicieicie s 901.06, 901.06(a)
Period of enforceability.....2204, 2211, 2610, 2611, 2686.02
Permanent ink .........ccccooeeeeiiicienens 608.01, 714.07, 714.19
Perpetual motion ...........cccccveviinnnn. 506, 608.03, 706.03(a)
.............................................................. 707.07(g), 2107.01
Persons who may cite prior art relating to an issued patent
..................................................................... 2203
Pertinent prior art ..........cccoceveeneniinenseeeseee, 904.02
Petition
Abandonment holding........ 711.02, 711.03(c), 711.03(d)
.......... 1002.02(c), 1002.02(p), 1002.02(q), 1002.02(r)

Abandonment holding, examiner’s statement...711.03(d)
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Sec. No.
Abandonment holding for failure to provide timely
notice of foreign filing........c.ccooovviiiniiiieneen, 1124
Accept color drawings or photographs..............c.c..... 507
.................................................... 1002.02(d), 1503.02
Accepting late issue fee........ccoovvvniniinenn 711.03(c)
Accept omitted Pages........ccoeeverererienierinnnens 1002.02(p)
Access to application........... 103, 1002.02(b), 1002.02(p)
Access to interference agreement.................... 1002.02(f)
Access to interference application................... 1002.02(f)
Access to unopened preliminary statements... 1002.02(g)
Add inventor in provisional application......... 1002.02(q)
AdMit model........cooeoiviiiiiic e 1002.02(c)
Attorney withdrawal.................... 1002.02(b), 1002.02(c)
................................................................... 1002.02(p)
Biotechnology processes under 35 U.S.C. 103(b)
..................................................................... 706.02(n)
Board decision in inter partes reexamination........... 2681
Board of Patent Appeals and Interferences involved
...................... 1002.02(f), 1002.02(g), 1002.02(j)
Certificate of Correction.............. 1002.02(d), 1002.02(g)
.................................................................... 1002.02(1)
Change in inventorship................ 1002.02(d), 1002.02(e)
................... 1002.02(l), 1002.02(p), 1002.02(q), 1481
Change inventor’s NamMe.........cocoovvrerncrennenns 605.04(c)
Change in order of inventors names.................. 605.04(f)
Color drawings or photographs..........c.cceceeveeeeieneenne. 507
.................................................... 1002.02(d), 1503.02
Common ownership situation............c.ccccoceeeee. 706.02(k)
Concurrent ex parte and inter partes prosecution
................................................................... 1002.02(g)
Consideration of submission after NIRC in inter partes
FEeXamination ...........cocoveverereneeiee e 2687.01
Converting a 111(a) application to a 371 application
................................................................... 1002.02(p)
Converting a 371 application to 111(a) application
................................................................... 1002.02(p)
Converting a nonprovisional to provisional ... 1002.02(b)
............................ 1002.02(c), 1002.02(p), 1002.02(q)
Correct filing date ........cooeevvvvvcieiicicreren, 506.02, 513
.................................................. 601.01(b), 1002.02(b)
Correction of inventorship ................ 201.03, 1002.02(d)
................................................. 1002.02(e), 1002.02(1)
................................................ 1002.02(p), 1002.02(q)
In ex parte reexamination .........cccccccceverivrennnns 2250.02
In inter partes reexamination................. 2658, 2666.03
Counter-terrorism inventions ............. 708.02, 1002.02(s)
Defer issuance ........ccocoevveiceencenns 1002.02(b), 1306.01
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Sec. No.
Delegation of Director’s authority ...........c.......... 1001.01
DeNial....ccoeiiiiiee e 1002.02
Denial of request for reexamination................ 1002.02(c)
EX PArte ....coooveveeveeceee e 2246, 2248, 2265
INtEr PAITES ..o 2647, 2648
Director’s duties.........cocooevvreneeriennnn Introduction, 1002
DISMISSEA...c.veviiviieiiiieieieseie e 1002.02
Dismissed without prejudice..........ccccceeeveriennne 1002.02
Divisional reiSSU.........ccevvrereiirienee e 1002.02(b)
Entry of amendment...........c.ccocecviiniiiinennns 1002.02(d)
Entry of amendment after RAN in inter partes
reexamination.........cc.ceeveerveenen, 2672, 2673.02, 2675
Entry of late paper for revival of ex parte reexamination
.......................................................... 1002.02(b), 2268
Entry of late papers for revival of inter partes
reexamination proceeding ................ 1002.02(b), 2668
Expedited examination of design applications
....................................................... 502, 1002.02(c)(3)
Express abandonment after payment of issue fee
.................................................................... 1002.02(b)
Express abandonment to avoid pre-grant publication
........................................................... 502, 1125, 1135
Facsimile submission...........ccccoeeiiieiicienenenn 502.01
Expunge papers from file............ 1002.02(b), 1002.02(c)
Expunge information .............ccccvev.ee. 724.05, 1002.02(c)
Extension of time............... 710.02(e), 714.17, 1002.02(q)
Application before Office of Patent Legal
Administration ..., 1002.02(b)
Application before Office of Petition .......... 1002.02(b)
Filing date.......ccocveveeeecce e, 506.02, 513
.................................... 601.01(b), 601.01(c), 601.01(f)
.................................................. 601.01(g), 1002.02(b)
Final rejection .......coecvveveineinrcc e 1002.02(c)
SIR application .........ccoveveiininiieeeee e 1105
Foreign filing license .........cccccvvevenens 140, 1002.02(c)(1)
Facsimile submission..........ccccoceveviiienensienencens 502.01
INSPECLION. ..ot 103
Interference............... 1002.02(c), 1002.02(f), 1002.02(g)
Interview in merged reissue/inter partes reexamination
........................................................................ 2686.03
Late foreign priority claim..........ccccoevecenennnn. 1002.02(b)
Maintenance fees, accept and record .............. 1002.02(b)
............................................................................. 2580
Maintenance fees, delayed payment/reinstatement
...................................... 1002.02(b), 2515, 2531, 2590
Make special (See also Special application)
........................................ 708.02, 1002.02(s), 1504.30
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Sec. No.
Matter subject to................... Introduction, 706.01, 1002
Merge reexaminations............ccoceevevens 1002.02(b), 2283
Merge reissue and ex parte reexamination
......................................................... 1002.02(b), 2285
Merge reissue and inter partes reexamination
.......................................... 1002.02(b), 2667, 2686.03
Modification of secrecy order .........ccccocvvvevevviineriennns 120
NEW Matter.........ccoovverincrininnenn 608.04(c), 1002.02(c)
Nonsigning inVentor.........c.cccoceeeeee. 409.03, 1002.02(b)
................................................................... 1002.02(p)
Objection by examiner ..........ccccceevvvvevvsnnennns 1002.02(c)
Patent term extension ..........ccccccoceveieieneninn 1002.02(b)
Period for filing.........ccoviriininiccee, 1002
Premature Action Closing Prosecution (ACP) in inter
partes reexamination ...........cccoceeeveneiienesinseennns 2672
Premature final rejection................ 706.07(c), 1002.02(c)
Preliminary amendment as part of
original disclosure...........coccoveiiiiniinicnenns 608.04(b)
ProCEAUIE ....ocvveeeeecec e 1002.01
Public use proceedings........cccccevvvereininnennns 1002.02(b)
Publication DiviSion..........c.ccocveeiniinieicnienne. 1002.02(r)
Reconsideration of denied petition (ex parte
FEEXaMINALION) ......eiveieieieieiee e 2268
Rescission of secrecy order...........cccccenee. 1002.02(c)(1)
Refused assignment.........ccoevevereereresennsneenenn 313, 317
Refusal to enter amendment................c.coe..... 1002.02(c)
Refusal to initiate interference ............c........ 1002.02(c)
Refusal to issue Certificate of Correction ...... 1002.02(c)
Registration to practice............ccoceevvervirencns 1002.02(m)
Reinstate rejection after Board decision......... 1002.02(c)
Reinstatement..........ccoovevvieeieieiese e 1002.02(m)
Relating to PCT international application and/or
national stage application ...........c.c.ccoeuve. 1002.02(p)
Relating to reexamination or reissue............... 1002.02(b)
Reopen prosecution after Board decision....... 1002.02(c)
Reopen prosecution after Board decision in inter partes
FEEXAMINALION ..o 2682
Requirement for information..............cc.cc.c..... 1002.02(c)
Rescission of secrecy order........c..ccocvevveverievesivreninns 120
Resetting period for reply.......cccccevvvvvvvnnnene 1002.02(c)
Restriction requirement holding......... 821.01, 1002.02(c)
Retroactive foreign filing license ...........cccccooenvinneee. 140
Return model .........ccovvieiiiniiiiciee, 1002.02(c)
Return original 0ath..........cccceeeveiciicicsenin, 1002.02(c)
Revival .......ccccooovviiinienn, 711.03(c), 1002.02(b), 1124
Revive PCT application ..........cccccoevvrvninennen. 1002.02(p)
Rule 1.48 (inventorship).......cccooevininiincienee, 201.03
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Petition for Express Abandonment to Avoid Publication Under 37 CFR 1.138(a) PTO/SB/24A--Plant patent

Sec. No.

Secrecy order
Sequence rules
Special status

1002.02(c)(1)
1002.02(c)(2)
708.02, 1002.02(s), 1504.30
Stay ex parte reexamination proceedings 2284, 2285
Stay inter partes reexamination proceedings........... 2667
......................................................... 2686.02, 2686.03
Sufficiency of an affidavit 1002.02(c)
Supervisory authority of Director of the USPTO
1002.02(b), 1002.02(c)
Suspend action — public safety or defense . 1002.02(c)(1)
SUSPENd FUIES ... 1002.02(b)
Suspension of second or subsequent inter partes
reexamination reqUESES..........ccccvererereereriesieneenne
Time for filing......ocooviiiiii
Trademark related..........ccoovvevvvvveecieencreren, 1002.02(i)
Transfer from another application .................... 608.02(i)
Unavoidable delay, withdraw abandonment..... 711.03(c)
1002.02(b), 1002.02(c)(3), 1306
Unintentional delay, withdraw abandonment ... 711.03(c)
1002.02(b), 1002.02(c)(3), 1306
Failure to provide timely notice of foreign filing . 1124
Unintentionally delayed claim for foreign priority

............................................ 201.14, 201.14(a), 201.16

...................................... 1002.02(b), 1402, 2258, 2658
Unintentionally delayed claim for priority to a U.S.

application.............c........ 201.06(c), 201.11, 201.11(a)

................................................ 1002.02(b), 2258, 2658
Vacate order granting request for ex parte reexamination

............................................................................. 2246
Vacate an order granting inter partes

reeXamiNAtioN .........cevvvirieiienees e 2646
WaiVe TUIES ..ot 1002.02(b)

Waive time provisions in ex parte reexamination.... 2265
Waive time provisions in inter partes reexamination

......................................................... 2648, 2668, 2672
Withdrawal of lapsed patent ............ccccoevevennen. 1002.02(r)
Withdrawal from issue, after issue fee paid

.................................................. 502, 1002.02(b), 1308
Withdrawal from issue, issue fee not paid

.......................................................... 1002.02(c), 1308
Withdrawal of a terminal disclaimer..............cc........ 1490
Withdrawal of abandonment.............cc.cceeeee. 1002.02(b)
Withdrawal of attorney ............ccoceevvreniiennn. 1002.02(s)

IN iNterferenCe.......cccvcvvvvveieee e 1002.02(g)
Withhold from issue, before issue fee paid.....1002.02(c)

Petition for Express Abandonment to Avoid Publication
Under 37 CFR 1.138(a) PTO/SB/24A
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Sec. No
CIE ..o 1125
ReProducCed ........ccoveevieiierieeseee e 1135

Petition for Revival of an Application For Patent
Abandoned for Failure to Notify the Office of a Foreign or
International Filing PTO/SB/64a

CILEA . 1124

REProduced ........ccovevvveiiiieiese e 1135
Petitionable matter...........cccocooeiiveninenieeeee e 706.01
PG-Pub (See Pre-Grant Publication (PG-Pub))
Pharmaceutical subject matter

Safety review by FDA.......c.cccoeiiiere e 2107.03

Statute (See Statutes: 35 U.S.C. 155)

ULHHEY oo 2107.01
Phi, Greek letter USage.........covvereivnereiinenisenienens 608.01(g)
Philippines-United States search exchange ................... 1711
Photograph as drawing ...........ccccceevenee. 507, 608.02, 1503.02
Piecemeal prosecution ..........c.ccocveverieieicncneniene. 707.07(g)
Plant Breeder’s RIghts..........ccoceoieniiiiniieceee, 1613
Plant Convention, UPOV ........ccccccveeiviiiieece e 1612
Plant patent .........cccooveiviveieicie e Chapter 1600

ACHION .. 1610

AAVEITISING ... 1610

AFFIdaVIT ..o 1610

Agricultural Research Service (ARS) ............ 1608, 1609

AIOWEANCE v 1611

Application publication...........cccccoeieiennns 1120 to 1135

Asexual reproduction ...........cccoceeenerienennnnns 1601, 1605

BACLEria ..o 1601

ClaiM ..o 1605, 1610

Color drawing.......cccoevvevererennse e 1603, 1606

Color identified ........ccovevvrviiiieieiie s 1605

DeClaration .........ccooeeeiiiiiiieeiee e 1604

DefiNItioNS......ccvieiesicece e 1601

Department of Agriculture ...........cccceevveneinenecnen, 1608

DT o To LY | SR 1605

Duplicate papers......c.ccceeevrveeeeseereanes 1603, 1605, 1609

Elements of application...........ccccooiiiiiiiiinneie 1603

EXAMINAtioN .......ccooveiiiiieiiceeeee e 1608

Examiner’s amendment........ccocooeeevennenencneneennen, 1610

EXECULIVE OFdEr .....cvvvieicireeee e 1608

Filing not permitted via EFS-Web ..........cccccoveenne. 502.05

ISSUE ..t 1611

Laudatory eXpresSions..........ccoeveereerenieeseneeennens 1610

Method claim improper........c.ccoovvvvvviveveveeicresenn 1605

OALN .t 1604

PartS...ceeeieee e 1603

Plant varieties excluded..........ccccccooeiiiiiininiinnnne. 1601
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Plant patent series-- Pre-Grant Publication (PG-Pub)

Sec. No.
Priority Claim ......cccooovviviecccc e 1613
Publication of application ............c.cccceveunee. 1120 to 1135
Report of Agricultural Research Service ....... 1608, 1609
Rules applicable..........ccooiiiiiiiiiiceece, 1602
SIGNATUIE ... 1603
Specification ......coveveveiere e 1605, 1610
SPECIMENS ...ttt 1607
Statutory DasisS........ccoviveiiii i 1601
TOIM et 2701
TUDEIS .. e 1601
UPOV CONVENLION......ccoiiiiiirieicieneese e 1612

Plant patent SEriES.......ccovvviieiieieeicie e 901.04

P.O. Box (See Mail stop)

Post classifier ........ccccvveviennae 902.04, 903.02(c), 903.07(b)
............................................ 903.08(d), 903.08(e)
..................................................... 903.09, 903.10

Requesting consideration by ........c..cccccevevvenenn. 903.08(d)

Post employment agreement of former Office employee

....................................................................................... 1702

Post Office, Depositing papers in.......cccccoeverieveninnennnns 502

Post Office address (See also Correspondence; Mail Stop)

Applicant........cccooverviennn. 409.03(e), 605.03, 719.02(b)
ATEOMNEY ..o 601.02

Postal Service interruptions and emergencies.................. 511

Postcard, self-addressed.........cc.ccocevvvvvnninicnnnnne 203.08, 503
........................... 601.01(d), 601.01(f), 601.01(g)
........................... 719.01(a), 1204, 1901, 1901.05

Power Of attOrNEY ........cccooeiiiiieiiceeee e 402

Application in interference ..........cccooveevieenenn 402.08
Application oath or declaration includes .............. 601.02
ASSIgNEE aPPOINTS ....oecvveereieieie e 402.07
ASSIGNEE FEVOKES .....eeeeiiiiee it 402.07
Associate attorney........cccoevevevereieienenneene 402.02, 406
Attorney not of record..........coceovveriiineincnnnens 714.01(c)
Canadian patent agent..........ccoevvevevverereresevesnseenens 402
Change in plurality of applications or patents............ 402
COINVENTOT ...t 402.01, 402.10
Customer NUMDBET .......cc.eeoveeeiieiieeeerie e 402, 1807
Death of applicant...........cccceevvevvvinnenn, 409 to 409.01(f)
Death of principal attorney .........cccccevvvvcevivrivreenennn, 406
Exception as to registration..........cc.ccoeevvereneriennns 402.01
General, for international application ...................... 1807
INVALI ... 402
Joint applicant..........ccocveveveiene i 402.01
Limited recognition............ccccvevvevievievicieicsesesnns 402.01
Notice of revocation..........coceevverieienereneneie e 402.05
Post Office address .........ccooeveienieiene s 601.02
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Sec. No
Provisional application............ccccvvevivevniveieieieieins 103
Reexamination, inter partes............cc.coevevenen. 2613, 2622
Revocation..........cc.cc....... 402.05, 402.07, 402.08, 402.10
After AIIOWANCE.......ccviiiiiieie e 2501
Secrecy order applications...........ccoceevverviinennicnennnne 120
Unregistered attorney or agent.............ccoce.e... 402, 402.01
Withdrawal of attorney or agent........ 402.06, 1808, 2501
Withdrawn in patent..........cccoeeveicincnnennns 2223, 2501
Power to inSpect ........ccccveverireens 103, 104, 324, 402, 713.05
Power to inspect, approval...........cccocveieneinencnene 104
Power to inspect, suspended attorney...........ccoceeevevrnnens 105
Practitioner (See Attorney or agent)
Practitioner’s names on patents ..........c.ccoveveveneneennen. 1309
Pre-Grant Publication (PG-Pub) ..........cccce..... 1120 to 1135
Amendments prior to publication............ccccceverennene 1121
Appendices not published ...........cccceveviiiiciiieins 1121
Application in a foreign language ..........cc.coevevennen. 608.01
Assignee information published.............ccccccvvinnene. 1121
Certification as to intent to file counterpart applications
............................................................................. 1122
Claim sets, multiple........ccooooiiiiiiii e 1121
COMPULET PrOgramS. ......ccvveveererieeriee e e seesreeseeenees 1121
CONEENT ...t 1120, 1121
Conversion to provisional to
avoid publication ............ccoceveviiie i 601.01(c)
Complete application required .............ccocerereriennee 1120
Copies of published application files ............cc.ccc.... 1128
Correction of errors in the PG-Pub.............ccccoeuenee. 1130
Correspondence address........ccoevvereenereeneienenens 1121
Correspondence regarding published application.....1134
Disparaging remarks not published................c....... 1120
Disparaging pPrior art .........ccoceeeevenereneneenennnne 2131.05
Drawings ....cooveveeereenerenenesesese e 507, 1120, 1121
Early publication ..........cccoevveniiinennnceee, 1129
Express abandonment to avoid publication................ 502
................................................................... 1125, 1135
Facsimile SUbMISSION ........ccooeviiieiiiiiiiec 502.01
Fee, publication............ 1126, 1133, 1303, 1306, 1306.03
FOIMMS s 1135
Inappropriate nonpublication request............ccccc... 1122
Material mistake by the Office..........ccocvvviviininennn, 1130
Nonpublication reqUESt .........ccccevereienereniseneenas 1122
Notice of foreign filing.........ccccocveiiiiiniiiice, 1124
Notice of Publication............ccceovvreviienennnnecen, 1127
Notice of New or Revised Publication..................... 1127
Offensive language not published..............ccccocv.e.e. 1120
Public access to published application............ 1128, 1132



INDEX

Pre-Grant Publication Division--Prior art citations in reexamination proceedings

Sec. No.

Publication date, projected........c..ccccevuvrrrnene. 1120, 1122
Publication fee .........ccovvevnnciennnnns 1126, 1133, 1303
RCEs not published ..., 1120
Redacted publication...........ccccooiiiiiiiiiiiicieee, 1132
Refund of publication fee .........cccooviviiniininien 1126
Replacement drawings prior to publication ............... 507
................................................................... 1120, 1121
Republication............cooveeiiiiiinee e 1130
Request for early publication............cc.cooevnennnnnn. 1129
Request for nonpublication...........c.cccoveveieneniiennn 1122
Request for redacted publication ..............ccccceevenee. 1132
Rescission of nonpublication request............. 1123, 1124
Residence changed...........ccocovviiiniinicicnenn 719.02(b)
Sequences published on Internet.........cccccoocvvvrenene 1121
Status information of published application ............ 1128
Substitute specification required..........ccccccevvvrvrnne 1120
Tables, [arge......cccovvevveeieieccce e 608.05(b)
Third party iINQUITIES ......ccccovireriiiiieieeee e 1134
Voluntary publication ..o, 1133
When published ... 1120
Which applications ..o 1120
Pre-Grant Publication Division ............c.ccccceennne. 502, 1120
......................................................... 1122, 1125, 1126
Preamble, design application.............cc.cccvvereienennn 1503.01
Preamble, effect of .........ccccoeviviinice 2111.02
Preamble, Jepson Claim..........ccccovivinneieneneieneeees 2129
Predicted tests in specification ............cccccceoceienne 608.01(p)
Preliminary amendment ..........ccoceoevenenenesennenn 714.01(e)
Entry denied ... 714.01(e)
Excess claims........ccovveriernninne, 506, 714.01(e), 714.10
NEW Matter......ccovevveviiiivieseieieenas 608.04(b), 714.01(e)
Non-compliant amendment, treatment of .................. 714
Preliminary handling of public use or on sale................ 2122
Preliminary hearing, public use proceeding................ 720.03
Premature final rejection ...........ccocveevevveievcieneinens 706.07(c)
Premature response in inter partes reexamination......... 2667
Prima facie showing, public use proceeding.............. 720.02
Primary examiner..................... 705.01(a), 706.04, 706.07(c)
...................... 706.07(d), 707.01, 710.02(b), 710.02(e)
.................. 711.03(a), 713.01, 713.02, 713.10, 714.16
.......................... 714.16(d), 714.19, 715.08, 716, 2271
............... 2633, 2636, 2648, 2660, 2671.01 to 2671.03
Actions requiring personal attention................. 705.01(a)
............................................ 707.01, 707.09, 710.02(b)
............................................... 713.02, 714.16(d), 1004
Name on file Wrapper ........ccoccooveniniiiiiene 1302.13
Print of drawing (See also Drawings) ................... 608.02(m)
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Sec. No.

Additional........c.ccoeeveiiieieee 608.02(m)
AREration .......ccooveiiiiiiieceeee e 608.02(m)
COolOred......cveeieiieiiec e 608.02(m)
Examiner’s notation on ...........ccceeeevvenecnnenn 608.02(m)
File Wrapper ... 719.01(b)
Kept in Technology Center ..........cccocevvvvveiennnne 608.02(c)
MaArked-Up ......coeveriiineiiee e 608.02(v)
MaArKING ....coeiveieiieeeree e 608.02(m)
Patentability report.........cccccovvnnene. 608.02(n), 705.01(d)
Returned drawing ........ccoceeeevveneienensenencnen, 608.02(y)
Printed matter nonstatutory...........ccccceevevererenennn. 706.03(a)
Printer waiting ........cccccooeveiinencnnn 708.01, 1305, 1309.02
Printing date, declassified material......................... 707.05(f)
Printing practitioners names on patents............c.cocevenene 1309
Printing Priofity .....cccocevvieie e 1309
Prior art (See also Reference) ..........ccccvevvvennne. Chapter 900
AdMISSIONS 8S.....eovvirieiiiiiiiieieice e 706.02, 2129
ANAIOGOUS ...t 2141.01(a)
Disqualification under 35 U.S.C. 103(C) ....covevvrvervrveriencnn
............................................ 706.02(1)(1), 706.02(1)(2)
.................................... 706.02(1)(3), 2136.01, 2141.01

Duty of disclosure of ... 2001.04
Effects of international application publication........ 1857
......................................................... 1857.01, 1895.01
EQUIVAIENTS ..o 2144.06
Electronic Information Disclosure Statement........ 609.07
Filed on Saturday Sunday or a Federal holiday................
..................................................................... 609.04(b)
Foreign application as .........cccocevervvieneieniensiennen, 2135.01
Information reasonably necessary for finding....... 704.11
International application publication................ 706.02(a)
............................................... 1857.01, 2163, 2163.03

Kind COAES.....coiiiiiiiieiriee e 901.04(a)
Level of ordinary skill ..o 2141.03
Patents as.......cccocevvrereerinnnn, 706.02(a), 2126, 2132, 2136
Publications under 35 U.S.C. 122(b)......c..cccvnene 1895.01
.................................................... 1896, 2136, 2136.03
Scope and content of ..........ccoeveieiiieiieiciiee 2141.01
Means HMItations .........ccocovevvveniineneineees 2182
Search (See also Search) .........ccccovevvvvriennn. Chapter 900
Statutory Invention Registrations as............ 901.02, 2136
Suitability of ....ooooii 2144.07
Third party sSUbmMissions ...........cccccoeevrenne. 609, 1134.01
Used in deciding request for reexamination...2242, 2642
Well-known inthe art.........cccocovvvinniniennnnenn, 2144.03
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Prior art citations in reexamination proceedings-- Property rights statement

Sec. No.
Prior art citations in reexamination proceedings
EX PArte...ci i 2202
CONEENT .. 2205
Copies of prior art..........cccocveereiinienicieeseee 2205
English translations............cccccveviiiiiiieincnn, 2205
Explanation of pertinence..........cccocvvvivvivvnrnnnnnn, 2205
FIOWCHArS ..o 2206
Handling ......oooveiiieeee e 2206
Sample Jetter ... ... 2205
Service on patent OWNEr ........cccceevvevvcnienisenienene 2208
Time for filing ...cooovvovvveeceec e 2204
INtEr PAItES......ooiieviie e 2602, 2646
................................................. 2654, 2656, 2657
After the order to reexamine.............ccco...... 2602, 2667
After a Notice of Intent to Issue Inter Partes
reexamination Certificate issues ............. 2687.01
Before the first Office action...........cccccvvevvinnnnn, 2625
Before the order to reexamine .................... 2602, 2654
By another requestor...........cccvevvcneenenas 2602, 2656
By the patent owner.........ccocevvevveverevenenn, 2602, 2656
SEOrage Area ... .ccvveeriieciee it 2667
With the REQUESL ......covveiiieiiec e 2656
With third party’s comments ................. 2666.05, 2667
Prior art copies in reexamination
EX PAITE...cocii et 2218
INEEr PAITES. ..o 2618
Prior art filed by protestor............cc.cccceeee 1901.02, 1901.03
Prior art on drawing .........ccccoecevenviciiennenns 608.02(g), 2125
Prior art statement ........ccocoeoveveeeeieiinniene 609, 1893.03(g)
Provisional application ..........cccccevevevevencscesesnenn, 609
Reissue application ..........cccccoveivriennienieneie e 1418
Prior art, statement applying (reexamination)..... 2217, 2617
Prior art used in determining reexamination request
EX PAIte....ccveiiiiiiee e 2244
INEEE PAITES.....cvieeeeee e 2644
Prior examiner’s action .................... 704.01, 706.04, 713.01
Priority
Claiming in continued prosecution
application .......c..ccocvevevevinieienne, 201.06(d), 1302.04
Claiming in ex parte reexamination......................... 2258
Claiming in inter partes reexamination ................... 2658
Claiming in reissue application............ 1402, 1405, 1417

Foreign application (See also Foreign application)

Corrected by Certificate of Correction ................. 1481

Design applications............ccccevveenen. 1504.02, 1504.10

EX parte reexamination.............coccovereireinncnnenns 2258
Rev. 8, July 2010
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Sec. No.
Incorporation by reference. 201.13, 201.17, 608.01(p)
Inter partes reexamination ...........cc.coeeveeiernneenns 2658
Proper identification.............c.coevorenncnenn 201.14(d)
Formal requirements .......... 201.11, 201.14, 706.02(f)(1)
Incorporation by reference to earlier application
....................................... 201.06(c), 201.17, 608.01(p)
International application...... 201.11(a), 1828, 1893.03(c)
Corrected by Certificate of Correction.................. 1481
Inventor’s certificate .........cccoovevvienensicnenn 201.13(a)
Overcoming referenCe........ccocvvevvvereinnescnnn, 201.15
Patent printing ........cccoevvvvieeisieeece e 1309
Petition for unintentionally delayed claim to benefit of
prior U.S. application...........c..cc....... 201.11, 201.11(a)
Prior U.S. application ..........cccccvervvininniniinenns 201.11
Corrected by Certificate of Correction.....201.11, 1481
Design application..........ccccvevveveeveievennse e 1504.20
In ex parte reexamination ..........c.ccocevevieiininnennnn. 2258
In inter partes reexamination............cc.cceeeereenen. 2658
Provisional application............cccvvevnieneinnnnn 706.02
TIMe ChartS.....ccooieisee e 2138.01
Time for filing ....ccooviiicie e, 201.13
Priority document (See Foreign application)
Priority practice (See Foreign application)
Private use (See also Public US€) .........cccccerueurnnen. 2133.03(a)
Proceedings, Termination of...................... 201.11, 711.02(c)
Process of making and product made .................... 806.05(f)
Processing and retention fee.........cc.cceeveicieienn. 601.01(a)
Processing of reexamination in Technology Center
EX PAMe ..o 2233
INEEE PATES ....vveveecie e 2633
Product and process of using.............. 806.05(h), 2173.05(p)
Product by process.........cccceverereienenennns 2113, 2173.05(p)
Product of human ingenuity..........cccccvervinenienccnnen, 2105
Product of NAtUre .........cccoeveiiniiciiceesc e 706.03(a)
Program Management System (PMS) ................. 2238, 2638

Programs, Computer (See Computer programs or software)

Prolix claim ... 2173.05(m)
Proof, burden of ..........cccocevveivvicieenn 2112,2112.01, 2113
Proof of authority of administrator or executor ..... 409.01(b)
Proof of foreign filing.........cccooviv i 201.14
Proof of irreparable damage .........ccccooeevveiiniiinnne 409.03(9)
Proof of ownership, reissue application.................... 1410.01
Proof of unavailability or refusal to sign ............... 409.03(d)
Proofreading of action ............ccocvevevevevcscse e 707.08
Proper multiple dependent claim..........ccccoovviinnene 608.01(n)
Property rights statement..........c.ccoevveriineincncsenn 150

Contents OF ..o 151



INDEX

Property rights under AEC and NASA Acts--Public domain

Sec. No.
Property rights under AEC and NASA Acts... 115, 150, 151
Prophetic examples in the specification.................. 608.01(p)
Proprietary interest, Proof of...........ccccooiviiinns 409.03(f)

Proprietary materials (See Protective order material; Trade
secret material)
Pro se applicant (See also Applicant; Inventor)

Appeal brief ... 1205
Certificate of mailing........ccocoooviiiiiiis 512
Change of address.........ccoevvvvvviraiennnnn 601.03, 719.02(b)
DEAth.....oieceere s 409.01(f)
Duty of diSCIOSUTE........ccccvvvirvrirceeeeee e 2002.01
Examination of application...........cc.ccoovvevivennnne. 707.07(j)
EXaminer’s action ..........c.ccoceveienenienieiencne e 707
INEEIVIEW ..o 713.01
Legal representation...........ccccvevvveeerierenescnesesennnns 401
Telephone restriction practice...........ccoevevververernens 812.01
Prosecution
Closed, application allowable except for formal matters
................................ 707.07(j), 710.02(b), 714.14
Closed, SECrecy Order CaSES........cuuvververeerrerereserennens 130
Prosecution after appeal ..........ccccoovvvvvircievcicienenn, 1207.04
Piecemeal........cccovivveiiciece e 707.07(g)
Reopening after allowance...........ccccccoceienineniene 1308.01
Reopening after Board decision.............cccceeenene 1214.07
Prosecution 1aches..........ccovvveveriineinenee e 2190
Prosecution of Secrecy Order application.............c..c...... 130
Prosecution reopened after court decision................ 1216.01
Protective order material (See also Trade secret material)
....................................................... 724 to 724.06
SUBMISSION......oviiiiiiiciiicr s 724.02
o (0] (1) APPSR Chapter 1900
Access by protestor..........cocceeeeiennenne. 1901.05, 1901.07
Acknowledgment of protest...........ccccocervevrennnn. 1901.05
Certificate Of SEIVICE......ccevereriririireceeeee, 1901.03
Comments of applicant...........cccccoevevevcieveninnnn, 1901.06
ComMPIEtE...ovivicice e 1901.03
Copies of documents..........cccoeeveieneneicneneenns 1901.03
Express consent of applicant required ..................... 1134
Filed in reissue where patent is in
interferenCe.. ... 1449, 1901.06
Handling .....ooovvvveiiiesecee e 1901.05
Improper protest.........ccocvevvevevcrincnenene, 1134, 1901.03
Information which can be relied on..................... 1901.02
Involving fraud, lack of good faith or candor, or
violation of duty of disclosure.............. 1901.06, 2013
Multiple papers on same iSSUE ............covverennen. 1901.07(a)
Reissue application ...........ccccoeevnenee, 1441.01, 1901.04
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Sec. No.

Reissue litigation.........c.ccoevevevveiciennns 1901.03, 1901.04
Requirement for information...........cc.ccocecvvviiiiiienens 1901
Review of adverse deciSion..........cccoceeeiencneicennnne. 1906
Service on patentee or applicant............cc.ccoeenes 1901.03
TC Director’s attention required ..........c.cooeovreerene 1003
Timeliness of protest........c.cceevvvveveveverievnsnenean, 1901.04
Trade secret information ............c.cocceevvnnne. 724,1901.02
Treatment by examiner...........ccoccocvvvenencnnenn, 1901.06
Under Rule 1.291 .....cccooviveieecce e 1901
Who can file ....c.ccooveveiiiic 1901.01
Protestor partiCipation..........cccocvvvvvveseniesieereeseeses 1901.07
Provisional application ...........cccccoevvviiniineicnenn, 201.04(b)
Abandonment..................... 201.04(b), 201.11, 711.03(c)
AACCESS ..vvtrieeie ettt et e et e e et 103, 104
ASSIGNMENE OF . 302.03
Assignment of application claiming benefits of ....306.01
COomPIEteness .......ccooererererieie e 506, 601.01(b)
CoNnVersion t0 ......ccccocvreverenieirienne 201.04(b), 601.01(c)
Correction of inventorship ..o, 201.03
Cover sheet for ..., 201.04(b)
Data, on file wrapper/history of ............. 202.02, 1302.09
Data, in specification of ............ccccoovieiiiiiinnns 1302.04
DIaWing......coveeieerieinienieese e 608.02
Effective filing date...........cccoveiriennen. 601.01(b), 706.02
EFS-Web filing of ..., 502.05
English language translation for benefit of date....201.11
Filing receipt .......ooveviiiiiiicseeees 503
Guidelines for drafting .........cccccovevvinennineneenee 601
Information disclosure statement .............ccoceeeerenen. 609
JoINt INVENTOrS N ..o 605.07
Last day of pendency.........ccccocevereninencnnnnnee 201.04(b)
Ordering of abandoned...........c.ccoeovinvinincinnnn, 905.03
PHIOFILY oo 201.04(b), 201.11
Error in, as reissue grounds..........cccvevevrvrerennnnnn 1402
Request to convert to nonprovisional............. 1002.02(h)
................................................................... 1002.02(q)
ReVIVal ..o, 711.03(c)
Statutory Invention Registration ............c.ccoceevvenne. 1101
Small entity Status ........cccevvveiviieiireeeere e 509.03
SPECITICAtION.....cvivcrcece e 601.01
PTO employee restrictions, assignment............c.cccceevenee. 309

PTO employee restrictions, unavailable to sign oath or

declaration as iNVENLOr..........ccccevvveriereree e 409
Public access to ex parte reexamination file.................. 2232
Public access to inter partes reexamination file ............ 2632
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Public domain-- Quayle practice

Sec. No.
Public domain (See also Public use; On sale; and
Disclaimer) .....ccccovvvieiveieeicie e 2121.03, 2133.03
.......................................................... 2133.03(a), 2145
Dedication to public...........ccccvviiiiiiiiiice 715, 1490
Public inspection, Application file............c.......... 103, 1128
Ex parte reexamination ..........ccccevvereveninrnnnnns 103, 2232
Inter partes reexamination..................... 103, 2609, 2632
Redacted application publication..................... 103, 1132
REISSUE......civiiceicecce e 103, 1430, 1470
Public inspection of assignments ............cccoceevverieeene 301.01
Public key infrastructure (PKI) certificate
................................................................... 502.05, 707.05(a)
Public Law (See Statutes)
PUBHC POLICY ..o 706.03(a)
Public right to inspect files........ccccevvevvvvrivrnnnnnne. 103, 1128
In ex parte reexamination ...........cccccecevvrvrennne, 103, 2232
In inter partes reexamination................. 103, 2609, 2632
Public sale (See also On sale; Public use)................ 2133.03
Public search facility (See Patent search facility)
PUDIIC SBAICNErS. ...t 101
Public use (See also On sale) .........ccccevevvevveneniennns 706.02(c)
..................................................... 2133.03, 2133.03(a)
Affidavit or declaration............ccocooioiiiiiiicnnie 715.10
ANLICIPALION ..o 2133.03(a)
Commercial exploitation...........c.ccccecevenne 2133.03(e)(1)
Commercial USE ......cccovevevrevievece e 2133.03(a)
Completion of the invention .............ccccccceveeenne. 2133.03
.................................... 2133.03(c), 2133.03(e)(1)
Definition Of ..., 2133.03(a)
Vo <] o 706.02(c)
Experimental use (See also Experimental use)
............................................. 2133.03, 2133.03(e)
In this country ........ccccocevevienenn 706.02(c), 2133.03(d)
Intent to experiment........... 2133.03(e)(2), 2133.03(e)(3)
INVENLION ... 2133.03(c)
Policy considerations...........ccoeevvereienenieienieenns 2133.03
Public knowledge or on display............c.ccc.... 2133.03(a)
SBCIECY ..ttt 2133.03(a)
SINGIE USE ... 2133.03(a)
Control over invention..........ccccceevvvivevnnnenn, 2133.03(a)
............................... 2133.03(e)(5), 2133.03(e)(7)
Testing by third party......... 2133.03(e)(5), 2133.03(e)(7)
Use with expectation of privacy ...........c.cc...... 2133.03(a)
Use by inventor or associates..........cc.cecvrvneae 2133.03(a)
Use by independent third parties..................... 2133.03(a)
Public use proceedings.........cccvverireneniieiiie e 720
AFFIdaVILS ..o 720.01
Rev. 8, July 2010
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Sec. No
Final deciSion ........cccovieiiiiciiieecne e 720.05
Oral argument..........ccoeveiireninee e 720.04
PEtitioNS.....cvvviicivicee e 1134, 1002.02(b)
Preliminary handling...........cccooveiiiiciincineas 720.01
Preliminary hearing.........cccoovvnviiencincnninens 720.03
Prima facie showing.........ccccoevvivviviveeievcnenesenn, 720.02
Rejections after.........c.ccoceviviiiiiniiccee e 706.03(v)
RejJections oN.......ccccevverennenciieee 706.03(v), 720.05
TESHIMONY ...t 720.04
Publication, Defensive..........cccou..... 711.06, 711.06(a), 1111
Publication of Statutory Invention Registration ............ 1111
Publication date ...........c.ccovveiiiincnnnn 706.02(a), 707.05(f)
Publication fee.................. 1126, 1133, 1303, 1306, 1306.03
Publication of abstracts..........c.ccccocevvvnnnne. 711.06, 711.06(a)
Publication
Board decCiSioNS ........ccvvrveireneinenecsesecse e 1213.03
(07111 o R 706.02, 707.05(e), 901.06
Date OF ..o 706.02(a)
Declassified ... 707.05(f)
NOLICES ..o Introduction, 707.06, 1703
Official Gazette (O.G.) ...cooovreriiiriiieieene e 1703
Orders.....cccooeeeieneneienen Introduction, 707.06, 1703
Own, as reference.......cccoeveevenencnn. 715.01(c), 2132.01
Pre-Grant (See Pre-Grant Publication (PG-Pub))
Prior art effect of international ........... 706.02(a), 1857.01
........................................................................ 2136.03
RUIES ChaNQES......cvivirieiieeee e 1703
Under 35 U.S.C. 122(b) as references
.................................... 1857.01, 1896, 2136, 2136.03
0] 114 7- oY AU 1133

Publishing Division (See Office of Patent Publications
(Office of Data Management))

Pulling abandonments............ccccvevinenciinennennnn, 711.04(a)
Q

Quality AsSSUranCe..........ceeveververenne. 1302.04, 1308.03, 1720

IN reexamination..........cccocveerinicienseennnnns 2289, 2689

Quality Assurance Specialist (QAS).......... 1415.01,1442.02,

1442.03, 1443, 1448, 1449.01, 1451, 1455, 1456, 1490,
2212.01, 2233, 2236, 2246, 2262, 2270, 2271, 2281, 2285,
2287, 2289, 2294, 2295, 2633, 2635, 2636, 2646, 2660,
2664, 2670, 2671, 2671.01, 2671.02, 2673.02, 2676, 2677,
2686.03, 2687, 2687.01, 2689

Quality control program ..........ccoceeeeevereienennienennas 1308.03



INDEX

Quayle practice--Reexamination, Ex parte

Sec. No.
Quayle practice........ccocvevververereniereresennns 710.02(b), 714.14
ACHION reCOrdiNg ...ccvevereiirece e 1705
After final rejection..........cccooviiiinciciiee, 706.07(f)
Allowance action .................... 707.05(a), 714.14, 714.15
Claims later added ..........cccovevvvvienieinieeesees 714.20
Copies of references........ccccvevvvvevviveiveieercneinens 707.05(a)
Design application ...........ccccceeevevieiieieicie e 1504
Examiner’s amendment used instead of............ 608.01(b)
Formal matters corrected ..................... 706.07(f), 812.01
Information disclosure statement......... 609.01, 609.04(b)
Primary examiner signature required..............cc....... 1005
Reexamination, ex parte ...........c.co...... 2250.01, 2266.01
REISSUE ...ttt 1444
Shortened statutory period................. 710.02(b), 2250.01
Query Printer Waiting .........ccooevvvvevenieiennsece e 1306.03
R
Ranges
Anticipation of ......c.coeveiiic 2131.03
ObVIOUSNESS OF ... 2144.05
Ratification of papers filed
Death of attorney .........coceveiiiiiiiieeree e 406
Death of INVENLOr .......cccoccvvviiciceece e 409.01
Signature improper or lacking .........cccccceevennne 714.01(a)
Real party in interest .......c.cccocvevevevcnieicnnnn, 1205, 1207.02
In inter partes reexamination............... 2612, 2614, 2677
Reasons for allowance............ccocovveieiinicncienee, 1302.14
Amendments after final rejection............cc.cooene.. 714.13
Appeal reCOrd........cuvviveierereie s 1213.02
Applicant’s comments oN ........ccccceevevveieriecennenn, 1302.14
Claim NarrOWINg ......cccceoeeveierene e 1302.14
Comments on, ex parte reexamination .................... 2287
Comments on, inter partes reexamination.......... 2687.01
Estoppel effect......ccoovveeveviiiiirceeeece e 1302.14
Failure of applicant to commenton .................... 1302.14
Patent Cooperation Treaty application. 1845.01, 1878.01
Presumption of acquiescence by applicant ......... 1302.14
Public use proceedings.........cccovvvevevivriesnsnnnannns 720.05
Reexamination
EX PAre . 2262, 2287
INEEE PAITES ..ot 2687
Rebuttal brief in inter partes reexamination appeal
................................................................... 2678, 2679
Refused eNtry ......ccovcvveveieiccc e 2679
Recapture
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Sec. No.

Claimed subject matter................... 706.02(1)(1), 1412.02

Matter iN FEISSUE ....cvvverireeieirieise e 1412.02

Of patent rights

Disclaimed by filing a disclaimer ...............c......... 1490
Waived when SIR published ..o 1111
Receipt of mail and papers .......cccccceeveverernnnnn. Chapter 500

Arrangement of papers in file wrapper............. 719.01(a)

Depositing corresSpondence ..........ccccceeevenerenesieneenn 502

Entry of amendments ...........ccccoeiiinnincicienenns 714.18

Filing receipt ....c.ooeeiiieiiece e 503

Office date Stamp .....ccccveveeeiie e 505

Period for reply .....covvveieneiceceee s 710.01(a)
Receiving Office PCT procedure..........cccocevvereneninnnene 1801

International BUr€au ..........c.ccuevveverienieiesinseseeeenen, 1805
Reciprocal privileges, foreign priority..........cc.ccccvve.e. 201.13
Reciprocal security agreements .........ccceevevervresesinsnennns 120
Reclassification

ClASSES.. ettt 903.02(a)

PaAENTS ..o 903.05

SUBCIASSES ...vvvveveeice e 903.02(c)
Recombinant DNA (See also DNA; Biotechnology)

Special StatUS.......coovevreiriiiiccse e 708.02
Reconsideration in ex parte reexamination ................... 2269
Reconsideration of abandonment .............. 711.03, 711.03(c)

Based on insufficient reply.......cccccoovviviiveiennns 711.03(a)

Based on failure to reply within period............ 711.03(b)
Record of interview ..o 713.01, 713.04

Record room (See File Information Unit (Record Room))
Record system for reexamination

EX P ...vveviiceiece e 2235
INEEE PAITES ..o 2635
Recording assignment..........cccocooeevercinennne, 301, 302, 317
Recording change of business name..........cccccevevererenne. 314
Recording government interests ...........c.ccoceevenee. 302, 302.07
Recording of joint research agreement............... 302, 302.07
Recording license agreement...........cooveevverveivenencnienennns 313
Recording of other documents............cccccccevenee 313 to 317
Recording security iNterest ..........cccoeveivenvinenscnenns 313
Redacted publication of an application............. 502.05, 1132
Reduction to practice........cccecevvvenviennnns 715.07, 2133.03(c)
......................................................... 2138.01, 2138.05
Reexamination, EX parte ...........ccceovereinennns Chapter 2200
Accessto file.....ooovvvvvecneennnn. 103, 724.04(c), 2209, 2232
Action following Board decision ...........c.ccecvvevinanine 2278
Address of patent OWNEr...........cecveverinenenineneeens 2222
AdMISSIONS ... 2217, 2258
AFFIdavits ....c.ocooveeviiiecee, 2216, 2217, 2258, 2265

Rev. 8, July 2010



MANUAL OF PATENT EXAMINING PROCEDURE
Reexamination, Ex parte-- Reexamination, Ex parte

Sec. No.
After final practice.........ccoovvvvviviiviiecrcie e 2272
Amendment.........cocoeivveneinnen 714, 2234, 2250, 2295
ADSEFACT ... 2287
After final rejection ..., 2272
EXAMINEI™S...ciiiiiie e 2287
Filed with request ........cccoovvvvervcecec e 2221
IMPIOPEL i 2250
In a merged reissue/ex parte reexamination ......... 2285
Prior reexamination certificate issued......... 2250, 2295
Provisions of Rule 1.312 do not apply.................. 2287
Reissue patent iSSUEd .........cccvvvviveeeieeierierenies 2250
ANCHIArY ISSUBS.....veveiveieciecie st 2217, 2258
APPEALL...ceie e 2273
Appeal brief ... 2274
Appeals to Courts ........cevvvivrvrnnnenn. 1216, 1216.01, 2279
Application file location .........ccccceevvevevevcrcicncnen, 2635
ASSIGNMENT . 301
To an examiner ..........c.ccoeeeuenne. 2236, 2248, 2255, 2285
ALOrNeY Or ageNt......ccviviviiiiicieieee e 2213
Name on certificate..........ccovvvervininciiiicn 2287
Basic characteristiCs........coovvrrienernieneicesec e 2209
Certificate Of ...occovvvievec e 2288, 2294
Reissue patent as........cccevvereeieieeieieniee 2290, 2294
Certificate attached to patent COpY........cccvvvrvvevriencas 2292
Certificate distribution ...........ccocveriiininicies 2292
Certificate format..........ccocovvreiiiieiiec s 2290
Certificate of mailing or transmission...................... 2224
Certificate of prior reexamination in later request
......................................................... 2214, 2219, 2619
Certificate Of SEIVICe ......covviviiiicc e 2220
Certified COPY .oovvvvircieiecer e 2232
Citation of prior art ..o 2202
After first office action ..........ccocvveveveienceininn, 2271
Claim for Official Gazette..........cc.ccoevvvvrvveverereen, 2287
Claim, multiple dependent, preparation for publishing
............................................................................. 2287
Claim NUMDEFING ....eeieiiic e 2250
Claims considered...........ccocevevvevveeiveeieeeennen, 2243, 2258
Claims invalid/unenforceable ............ccocooiiiviinnne 2286
Claims presented for interference ............. 2283, 2304.02
Clerical handling..........cccooeveiiniiiiiiceceee e 2270
Collateral eStoppel ........ccooveeieiiiiiiieeeee e 2259
Comments on “Statement of Reasons for Patentability
and/or Confirmation” ..........ccccoevviveinennienennns 2287
CONCIUSION ...ttt 2287
Concurrent proceedings.......cccooeererierennn. 2282 to 2686
Conduct of proceedings ........ccovevrereiereieneneeneneas 2254
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Consideration of respoNnses.........ccccvvvvevevennn. 2252, 2253
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DOMESHIC PrIOMILY .o.voveieiieiiieiieieee e 2258
Double correspondence..........cccvereeneiineneeneene 2224
Double patenting ........c.cooeeevevneneineneicnee 804, 2258
Drawing COrreCtion..........ccoevevverververeseesesiesensennns 2250.01
Duty of diSClOSUTe .........cccovireiiiiiiiieeee, 2003.01, 2280
EleCtronic COPY.....ccovreiiinieinineisesieeie e 2209, 2232
Entry of amendments ..o, 2234, 2270
Entry of court decisions in patent file ..................... 2207
EXaMINer ..ccooviiiiiieneeeens 2236, 2248, 2255
DEPOSItION....ccvciiicieiece e 1701.01
Examiner’s amendment..........ccoceoereneienencne e 2287
EXAMINer’s @NSWEN ........cocvivreiieieneenienesiese e 2275
Expiration of patent..........ccccocvvreriiniiiennnn, 2211, 2250
Explanation of prior art..........ccccceeeveeieieninninsnennn, 2217
EXtension of tIMe ....ccccovvereieiencesese e 2265
Failure to timely reply to Office action..................... 2266
FEES vt 2215, 2233, 2283, 2285
Final action..........cccevevvevevencinnnnns 706.07(a), 2265, 2271
FIOWChArt ..o 2201
FOreign Priofity .....ccceeveve i 2258
FOMMS <. 2296
Granted.......ccovvveeirrieensee e 2246, 2247.01
Grounds of rejection.......c.ccevvvevievivvinsiece e, 2217
Identity Of reqQUESEET .......covevvicirec e 2212
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........................................................................ 2212.01
Interference copending ........ccocvevereeverevenesese e 2284
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Litigation copending .........cceevevereerereresesesesnannns 2286
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Mailing of Office actions.........cccceoeeieiiieiencieie 2264
MEIGEI .ot 2283, 2686.01
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PUBLISNING.....cviiiicie e 2287
NEW MALEET.....cotiiiiiieeiee e 2270

NIRC (See Form letters and forms: Notice of Intent to
Issue Ex Parte Reexamination Certificate (NIRC)

PTOL-469))
Notification of Concurrent Proceedings .................. 2285
Of a reexamination............ccoccoceverieninieeiene e 2295
OFffice aCtion .....ccvveeeeiieeccee e 2260, 2262
Official Gazette
Notice of certificate ..........cooevrriienreiiiniciinns 2291
NOtiCe OF reqUESL.......covieiieriecireeeee e 2229
“Old art” (i.e., previously considered/cited)
.............................................................. 2242, 2258.01
Oral hEArNG ....ccveveveci e 2276
Orders for copies Of .......cccovvviviireiiie e 2232
Patent copy in reqUESE .........ccoovvvririeiieie e 2219
Double column format..........cccccevvvvveeennnnne 2214, 2219
Patent owner’s address........coovveveriveneeneneesee 2222
Patent owner’s statement .............ccoecveviineinennen 2249
Patent owner’s statement of interview ..................... 2281
Patentability review conference...... 2271, 2271.01, 2287
Petition ..o 1002.02(b)
Correct inventorship ........ccccoevvveveieeieresienenns 2250.02
Denial of request........c..c.c.o...... 1002.02(c), 2246, 2265
For entry of late papers (revival of terminated
ProCeEdINGS) ...veveveiverieiesieriere st 2268
Merge proceedings .......c.coevvrerneneninienene 2283, 2285
ReconSIderation ........c.cooeevveireneenneeenseenas 2268
Stay proceedings pending interference.................. 2284
Stay proceedings pending reissue..........ccoceevevenen. 2285
Unavoidable delay ...........ccoeoviniininciiici 2268
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Printing of certificate..........ccccoevvivviviivcinciciesece 2288
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ProCceedings ......coevvvireiiirieese e 2209
Processing in Central Reexamination Unit and
Technology Center ........ccoceveviieienienine 2233, 2245
Clerical handling..........ccccoeieininiineereecee, 2270
ProJECt COUB ..ot 2238
PUDIIC CCESS ..o 103, 2232
Quality Assurance Specialist (QAS) ......ccccevvvrvrnenn, 2289
QUALILY FEVIEBW ...t 2289
Reasons for patentability and/or confirmation
................................................................... 2262, 2287
Reconsideration of Office action...........c.cc.ccceveinnen. 2269
Record SYSLemM .......ccooiiiiiiiieeee e 2235
Refund if request denied .............cccocevvrienene 2247, 2248
Reissue copending.........c.ccoeevreriiriennnenn 1449.01, 2285
REJECLIONS. ...t 2242, 2258
Using “old art” ........cccoevevveveereece e 2258.01
REMINAETS ... 2287
Reply by third party requester.............c.c...... 2251, 2253
Period for reply cannot be extended...................... 2265
REPOIS ... 2235
Representative of reqUeSer .........cccvvvvvvivevereericienn, 2213
REQUEST......oiiiiiiiie e 2210
After reissue patent iSSUES................. 2240, 2258, 2285
After first reexamination certificate issues............ 2294
CONTENT....oiiieecee e 2214
Correction ProCeSSING ...ccvvevveeeeeriereeriereesreseananens 2231
DECISION ..o 2240, 2244
DeCiSion Crteria.......cocovireriiince e 2242
DENIEA ...ocveicrceiee e 2247, 2247.01
After reissue patent iSSUES........cccovevvvrvrerrennnnn 2240
During interference ........ccooevevevere v s e, 2284
Facsimile submission not permitted................... 502.01
Filing address........cooviiiinieiecce e 2224
Granted........ccocvverveeveieireee e 2246, 2247.01
GUIEIINES ... 2242
“Old art” (previously considered art) involved
....................................................... 2242, 2258.01
Response to Office action ..., 2266
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REVIEW ..o 2289 Action closing prosecution (ACP) ............ 2660, 2666.05
Sample letter requesting reexamination................... 2214 2666.10, 2667, 2660, 2666.05
SCOPE .ttt 2258 2671.03, 2673.02, 2682
SEAMCH oeecvei e 2244, 2258.01 (0] 1] (=] | R 2671.02
Second or subsequent request ..........ccoceevreene 2240, 2283 Premature .......occveveeveeceeece e 2672
Prior art considered..........ccccovrveevneinieinnens 2240, 2242 RESPONSE 10 ...t 2672
Service by patent owner on requestor of patent owner AAMISSIONS ...t 2617
SEAtEMENT ....vviei e 2249 Affidavits ............... 2616, 2617, 2658, 2666, 2675, 2677
Service of papers............... 2220, 2266, 2266.02, 2266.03 Amendment by patent owner
Special status for action ..........cccceevvveveevcrie s, 2261 After a new ground of rejection is issued by the Board
Statement applying prior art..........cccceveverierennnnenn, 2217  ———————————— 2682
Statement DY OWNEX .........covveiiineiiiiicesc e 2249 After Action Closing Prosecution (ACP).............. 2671
Statement of Reasons for Patentability and/or 2672, 2673
Confirmation ........ccccovcvvirviennseece e 2287 After expiration of the patent...........ccccceevnnen. 2666.01
Statutory BasiS.........cceveiverere i 2201 After Notice of Intent to Issue Inter Partes
SEAY Lottt e 2283 Reexamination Certificate (NIRC).......... 2687.01
Submission defective or informal ...................... 2266.02 After Right of Appeal Notice (RAN)..........cccene. 2673
After final ..o 2272 s 2673.02, 2675
Submission not fully responsive .........c..ccccvevnee. 2266.01 ClaimS ..ovececececce e 2666.01
After final ..o 2272 Defective......ccovvvceiiicieinns 2666.50, 2666.60, 2667
Substantial new question of patentability ...... 2201, 2216 Dependent claim .........ccoccovvvveivnienninenccninns 2660.03
................................................ 2240, 2242, 2244, 2246 DrawingsS .....cccoeererieernisienineeneseseesieieneneenene. 2666.02
Using “old art”.......ccooeveivnennieneinenen 2242, 2258.01 ENENY .o 2670
“Sufficient cause” for extension of time................... 2265 In a merged reexamination proceedings
SUSPENSTON ...ttt 2283 s 2670, 2686.01, 2686.03
Terminated........ccooveiiiiiiicce s 2294 Of areissued patent.........ccccoeveereneiineneennnn, 2686.03
Terminated fileS ... 2294 THHIE e 2660.02
TICKIEr TEPOIS...c.vcviiviieiicic s 2235 To provoke an interference ........c.ccocevvenecen, 2686.02
Time for request deciSioN.........c.ccovvvveverericvesennen, 2241 UNSIGNEd ..o 2666.50
Time for reqUeSEING........ccvvereirereireecreens 2211 Appeal (i.e., Appellant) Brief.........cccovvvviiniinnenn, 2675
Time for response t0 actionsS..........ccccevevereiencnnenn 2263 DefeCtiVe...vvevveiceececce e 2675, 2675.02
TiMe rePOrting ....covevvverieiieecreeeeee s 2238 Appeal Conference.........ccocovveeveinincinennns 2676, 2677
Title report ..o 320, 2287 Appeal to the Board of Patent Appeals and Interferences
TrANSTEN .o 2237 2674 to 2680
Translation required..........cocoevevvreinieneinsenecnens 2218 Flowchart ........ccoeviiniieceeee s 2601.01
Untimely filed paper prior to order............c.ccceueneee. 2225 Appeal to the Court of Appeals for the Federal Circuit
Untimely filed papers........cccoeeveniienennieneisee 2267 2682, 2683
Untimely reSPONSES. .....c.covvvvereresrrseeeeeereeie e 2252 Appeal to the U.S. District Court for the District of
Use of transmittal form (PTOL-465) ...........cccceevenee. 2264 Columbia not available............c..cccovevevnicicnenn, 2683
VACALE .....eviicicie s 2294 Appellant defined ..o 2674
Vacated, claims invalid/unenforceable..................... 2286 Assignment to examiner...........cc.cccc..... 2636, 2648, 2655
Who may file request for ..., 2212 Certificate of inter partes reexamination ................. 2688
Withdrawal of attorney during.................... 402.06, 2223 e 2690, 2694
Withdrawal of power of attorney..........ccccccevevnnene. 2223 DIStribULION ..o 2692
Reexamination, Inter partes (See also Reexamination, Ex FOMMAL ....oiviiciieece s 2690
Parte)...c.ocovieeiieee e Chapter 2600 Reissue patent @S .........ccovverveereieeencienennas 2688, 2694
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Avoid duplicate filing fee.........cccoceveviiiniiennnn, 2620
Certificate of mailing or transmission...................... 2624
.................................................... 2665, 2666, 2666.05
Certificate of prior reexamination in later request
......................................................... 2214, 2219, 2619
Certification as to statutory estoppel.............. 2612, 2614
Clerical handling..........cocooeiiiininiiiieece e 2670
Collateral estoppel .........cccoereiiiieiiniiceiccee 2659
Comments on Statement of Reasons for Patentability
and/or Confirmation ............cccvevviieinennnens 2687.01

Comments by third party (See Reexamination, Inter
partes: Response by third party)

Concurrent proceedings.........c.coeeveerereennen. 2282, 2686
Constructive notice of ........cccoeveiiiencinennn 2630, 2654
Copending proceedings.......ccovevereervereereereenns 2282, 2686
Copies of the prior art with request............ccccccvenee. 2618
Copy of printed patent with request...........cc.ccoceueee. 2619
Double column format.........ccccooveeveeneneienenn 2614
Copying of the file by the public ........ccccccovrvnennenn. 2632
Correction of inventorship..........c.ccceenen. 2658, 2666.03
COITESPONUENCE ....vvvveieiieie ettt 2624
Court of Appeals for the Federal Circuit ....... 2682, 2683
Court ordered .......ccocveveveierenene e 2686.04
Cross appeal to the Board of Patent Appeals........... 2674
Cross appeal to the Federal Circuit............ccoceevrnenee 2683
Decision by the Board of Patent Appeals and
INterferenCes. ..o vvvereeieceeee e 2681, 2682
Decision on the request for inter partes reexamination
................................................................... 2640, 2641
After Court deCiSion .......cccovevvereiennrieeiienens 2686.04
CONEENT .. 2646
Criteria for deciding..........ccocoovveriiineiiinee 2642
Deadline for mailing.........cccccveviniiniiiiicnne, 2641
Denial ..o, 2640, 2647, 2647.01
........................................................... 2648, 2694
Grant......o i 2640
“Old art” (previously considered art) used ........... 2642
Processing......ccccevevrveeeeevanenes 2647, 2647.01, 2648
Prior art available..........ccccoeiviiiice, 2644
Reissue about t0 ISSUE.........cevveveirierieirieinns 2686.03
Dependent claim treatment .............ccccoceeeenennn 2660.03
Design applications..........ccoeeviiennenenseneee e 2611
Determining if a reexamination was filed for a patent
........................................................................ 2632.01
DOMESLIC PrIOTILY ..o 2658
DIaWiNgS. ...c.vcvireeeeiirieieinieiee e 2666.02
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Enlarging claim scope prohibited.............. 2658, 2666.01
Estoppel, Collateral ............ccccooeiiiiiiniiiiceee, 2659
Estoppel, Statutory .........ccccocvvevvvrnnenn 2601, 2612, 2614
Examination scope ...........cceevnen. 2658, 2671.01, 2671.02

Examiner consultation with a Reexamination Legal

Advisor (RLA)
After response by parties........cococvevveneieneinennns 2671
Before appeal ........ccovvriiiiniii 2676
Before the decision on the Request...........ccccueuene 2633
In merged reexamination proceedings ............. 2686.01
Regarding multiple reexamination requests.....2686.01
Review of Rebuttal Briefs...........cccccoevvevvivirinnnnnn, 2679
Examiner’s Amendment

Canceling rejected claims ........c..ccccvevvinnene 2671, 2687
Correcting formal matters....................... 2687, 2687.01
In merged reissue/reexamination .................... 2686.03
Not permitted if approval required................... 2687.01
Tothe Title....cooovvvriiieie 2660.02, 2686.03, 2687
EXamInNer’s ANSWEN .........cccoireeieieniene e 2677
Expedited Right of Appeal Notice ............ 2671, 2673.02
“Express Mail” procedure ..........ccoccovrenieeenen. 2624, 2665
.............................................................. 2666, 2666.05
EXtensions of tiMe........ccccvvivineiincieise e 2665
After Action Closing Prosecution..............cc.ce...... 2672
To amend the claims after a Board decision containing
a new ground of rejection ...........cccccevenenne. 2682

To appeal to the Court of Appeals for the Federal
CIFCUIL. e 2682
To complete a reply held non-responsive ........ 2660.30
To petition denial of the Request ................ 2648, 2665
Facsimile transmission, correspondence by ............. 2624
FES L 2634
For a copy of the file on CD.........ccoeovvvvvircnnene, 2632
Refund.......coeviiiiecee, 2615, 2647, 2648
Final Board decision............ccccceeeieiciencnnnn 2681, 2682
Filing date ......ccoovviiiieiie e 2627
FIOWChArS.....ocveieiece e 2601.01
FOreign Priority .....occcoevvveiesieie e 2658
FOrmMS HStEd......ocvieiieice e 2696
Fraud .....oooieiieee s 2684
IMProper COMMENTS.........cccvevreeieiee e 2667
INAPPropriate PaPErS......cccceevereresesreseeeeeeseesieseens 2667
Incorporation by reference in Examiner’s Answer...2677
Interference copending...........cccevvvvievnienns 2686, 2686.02
Intervening rights ... 2693
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Interviews in a merged reexamination/reissue.... 2686.03
Interviews not permitted ................. 2666.30, 2685, 2687
Litigation concurrent.............. 2640, 2681, 2686, 2686.04
Litigation SEarch ..........ccocevviiiicieiine e 2686.04
Litigation stayed .........ccccoveevrervinineineeciens 2686.04

Merger of multiple requests for reexamination... 2686.01
Merger of reissue and inter partes reexamination

........................................................................ 2686.03
Multiple requests for reexamination filed
........................................... 2640, 2686, 2686.01, 2695
New grounds for rejection ...........ccocvvevvvcveeennnn, 2671.01
By the Board of Appeals ...........cccccverinnenn. 2681, 2682
NEW MALLer.......ccoiieiieiiieiieeee e 2671.01, 2671.02

NIRC (See Form letters and forms: Notice of Intent to
Issue Inter Partes Reexamination Certificate (NIRC)

PTOL 2068)
Non-final Board deciSion..........cccccuvvervivrenieesiennnns 2681
Non-responsive reply by patent owner/third party
......................................................... 2666.30, 2666.50
Notice of appeal........cccccevvererernnnen. 2662, 2674, 2674.01
Premature........ccoooevveiiieee e 2667
Notice of cross appeal.........c.......... 2662, 2674, 2674.01
Notice of Inter Partes Request for Reexamination in the
Official Gazette .......cocovevevvveeieecie e, 2627, 2629
Notice of Inter Partes Reexamination Certificate
Issuance in the Official Gazette................. 2688, 2691
Office aCtion ......ccceoveiiiiece e 2660, 2671
Not closing prosecution...........c.ccoccvverveennennn. 2671.01
Reopening prosecution after ACP ......... 2673, 2673.01
Reopening prosecution after Examiner’s Answer
..................................................................... 2679
Reopening prosecution after RAN.............. 2676, 2677
Oral hearing .......ccccoeevvvvevennnenn. 2662, 2675, 2677, 2680
Open to PUBIIC .....coveviiie e 2680
Order granting inter partes reexamination..... 2646, 2660
Returned as undelivered ..........ccocoovvvieciieninnnne 2654
OVErSIGNT.....oveiiieicei e 2689
Patent copy With request..........ccoervererieiencicee 2619
Double column format..........ccooevvvveneiinnicnine 2614
Panel REVIEW ........cocovverieeiereeeeeee e 2671.03
PELItION ..o 1002.02(b)
Board decCiSion ..........cccooeiiieniieieseeeee e 2681
Consideration of submissions after NIRC ....... 2687.01
Correct inventorship .........cccoceveevvinnenn, 2658, 2666.03
Denial of request for inter partes reexamination
........................................ 1002.02(c), 2647, 2648
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Entry of late papers for revival of reexamination
ProCeEdiNg ......coevverueriirieiieie e 2668

Enter an amendment after RAN... 2672, 2673.02, 2675

For an interview in a merged reexamination/reissue

................................................................. 2686.03
Merge inter partes reexamination and reissue
................................... 1002.02(b), 2667, 2686.03
Premature Action Closing Prosecution.................. 2672
Reopen prosecution after Board decision.............. 2682
Suspend second or subsequent requests............... 2640
Stay reexamination.................. 2667, 2686.02, 2686.03
Unavoidable delay ..o 2668
Unintentional delay ... 2668
Vacate order granting inter partes reexamination
...................................................................... 2646
Waive time provisions ...........c.......... 2648, 2668, 2672
Premature response/comments...............c....... 2625, 2667
Prior art citation................ 2602, 2646, 2654, 2656, 2657
After the order to reexamine ............c.o...... 2602, 2667
After a Notice of Intent to Issue Inter Partes
Reexamination Certificate issues............. 2687.01
Before the first Office action.........cc.ccccocervviviiennn, 2625
Before the order to reexamine..................... 2602, 2654
By another requestor ..........cccoeevererneneinenee 2656
By the patent OWNEr ..........ccccvevevvie v, 2656
SEOrage ArBa......vvevvee vttt 2667
With the REQUEST.......cceieiiiiie e 2656
With third party’s comments.................. 2666.05, 2667
Prior art copies with request..........c.ccocoeerereienennnen, 2618
PrOCESSING v.vvvviveieeiericse st 2670
After a decision by the Board..............cccceevrueennne. 2682
Amendment........cocoeevveiiieiiene 2666.01, 2670, 2687
ClEriCal. et 2670
EXaminer’s ANSWEN ........c.coveveierenenieniesieseeeenneans 2677
INAPPropriate PaPErS.......cccvvvererereeeereereerieseenees 2667
Merger of multiple reexamination requests .....2686.01
Merger of reissue and inter partes reexamination
................................................................. 2686.03
Terminated inter partes reexamination................. 2694
Proof of service (See Reexamination, Inter partes:
Service of papers)
Public acCess .....ccoovveriiiiieieceee, 103, 2609, 2632
PUBLICAtION. ... 2687
Publication of Board decision ...........ccccoceveenecnnen. 2681

RAN (See Reexamination, Inter partes: Right of Appeal
Notice (RAN))
Real party in interest identification ...... 2612, 2614, 2677
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........................................................................ 2686.03
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Remand by the Board of Appeals................... 2681, 2682
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Reopening prosecution after a Board decision......... 2682
Representative of requestor.........ccccevvevevcvevesienne, 2613
Request for extension of time ..., 2665
Request for reconsideration by patent owner........... 2666
Request for inter partes reexamination
Claims considered..........ccoceovverernieneinenecseee 2643
Challenge accuracy of certificate..............c.ccoeunene 2612
CONEENT .. 2614
DENIEA ..o 2640, 2647
Facsimile transmission not permitted ...... 502.01, 2624
Filed after reissue iSSUEd...........covvrerviireiiennne 2658
Filed while interference pending ..................... 2686.02
Filing address.......cccoeveiiiineiineee e 2624
Granted ......ooveeieiecieeecee e 2640
INCOMPIELE ... 2627
Prior art cited With ..., 2618
Second or subsequent filed..................... 2640, 2686.01
Statement applying the prior art ...........cccccooeveeees 2617
Time for filing ..o 2611
Request for Rehearing by the Board............... 2682, 2683
RES JUAICALA ..o 2659
Respondent Brief ..........ccocviiiiiininiecce e 2675.01
Defective......cooeivievceiecese e, 2675.01, 2675.02
Respondent defined.........ccooeveiiiiniiiencinee 2674
Response by patent OWNer ........cccccoevevvevereneresennnn, 2666
After Action Closing Prosecution............... 2671, 2672
DefeCtive.......ovvivieieiieieiens 2666.30, 2666.40, 2667
IMproper COMMENES..........ccocveveeienienee e 2667
Late (See also Reexamination, Inter partes: Time
periods for response)........cccceceverernns 2667, 2668
NO proof of SErVICE ......cccvveiiiiccee e 2667
No response filed..........ccoeovireinennnn, .2666.10, 2671
................................................. 2671.01, 2671.02
Not fully responsive..........cccccocevvrvrnnnne. 2666.30, 2671
Person not of record.........cocoevveivieveinieieennn, 2666.50
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To Notice of Defective Paper ........... 2666.40, 2666.60
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DefeCtiVe...veeieeiceecee e 2666.50, 2667
Improper comments .............c....... 2666.05, 2667, 2671
Late (See also Reexamination, Inter partes: Time
periods for response) ........cccceeeeereenns 2667, 2668
NO proof of SErVice ..o 2667
No response filed ........ccccoevvivvvrivinennnne. 2666.20, 2671
Other than third party requester .........cc.cceevevvernenen. 2667
Period for response..........c.ccoevvvinannns 2666.05, 2666.20
Person not of record ..........cccceveveieiencie e, 2666.50
Premature COmMmMENtS.........ccccoveevieieniinninns 2625, 2667
Premature appeal.........ccocoovervininiinccce 2667
Prior art submission with ............ccccoev. 2666.05, 2667
TOO ONG ... 2667
UNSIgNed ......cooeeieniiecsece 2666.50, 2667
REVIBW ...t 2689
Right of Appeal Notice (RAN) ............ 2666.05, 2666.10
............................................ 2667, 2671 to 2674, 2677
CONEENL....oiii e 2673.02
SCANNING ....cveiveeire e 2632
Scope of examination................. 2658, 2671.01, 2671.02
Service Of PaPErS ......ccovviereiiie e 2666.06
Certificate Of ..o, 2620, 2666.06
Proof of service.........cccoevruene. 2666.06, 2666.50, 2667
To patent OWNEr .......cccceevvveereennn. 2620, 2654, 2666.05
To third party requestor................ 2654, 2666, 2666.05
SpPeCial StAtUS ......ccveieiiiicere e 2661
Statement applying the prior art........c..cccocevvviviennne 2617
Statutory estoppel.......cccoceevevivieiiiiinnnnns 2601, 2612, 2614
Stayed pending litigation outcome....................... 2686.04
Stayed pending reissue oUtCOme ..........c..ccevevene. 2686.03
Submissions prior to the first Office action.............. 2625
Substantial new question of patentability
..................................... 2614, 2616, 2617, 2640, 2246
.............. 2642 to 2647, 2648, 2658, 2686.01, 2686.04
‘Sufficient cause’ for extension of time .................. 2665
Suspension of requests for inter partes reexamination
.............................................................. 2640, 2686.01
Terminated .......ccoovveriviiec s 2694
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Reexamination Legal Advisor (RLA)-- Reference

Sec. No. Sec. No.

Third party requestor (See Reexamination, Inter partes:
Response by third party)
Time for requesting inter partes reexamination....... 2611
Time periods after appeal for filing:
Amendment after Board decision containing a new

ground for rejection.........cccevvevevevcnnsnnnnns 2682
Notice of Appeal in the Federal Circuit................ 2682
Notice of Cross Appeal in the Federal Circuit...... 2683
Request for Rehearing ..........ccocevvvneiiireincnnnn 2682
Time periods during appeal for filing:
Appeal (i.e., Appellant) Brief..........ccccvcvvvvivinnn. 2675
Corrected/Supplemental Appellant Brief
...................................................... 2675, 2675.02
Corrected/Supplemental Respondent Brief
................................................. 2675.01, 2675.02
Corrected/Supplemental Rebuttal Brief................ 2679
Notice of Appeal........cccccevvvviiiiiciciecce e 2674
Notice of Cross Appeal.........c.ccoccvennenne. 2674, 2674.01
Rebuttal Brief ... 2678
Request for Oral Hearing........cccccoeeveverereninnnnnn, 2680
Respondent Brief ..o, 2675.01
Time periods for reSPonSe........cccccvvevvevevereveseenenns 2662
After Action Closing Prosecution.............cc.cccue.... 2672
After defective submission ...........ccccvcvvvrnnnnne 2666.30
................................................. 2666.50, 2666.60
After Office action..........cccceeevrenenn. 2662, 2665, 2667
To make claims the same in each concurrent
reexamination...........ccoceeeeveeeneeneneneennn 2686.01
Time reporting by Office personnel.............c.ccc...... 2638
For a Panel ReVIEW...........ccccccvveiiiiciicieins 2671.03
T e 2660.02
TraNSTON . 2637
Unpublished legal opinions...........cccccvevieneiiennn 2677
Reexamination Legal Advisor (RLA)................. 2632, 2633
........................................ 2640, 2641, 2647.02, 2664, 2670
................................... 2675, 2679, 2686.01, 2686.04, 2689
Reexamination Processing System (REPS)........... 103, 2632
Reference (See also Prior art)
AL Series patent......cccvcveieerere v 901.04
A.P.C. publication............ccceevrivnvennriereresenn 901.06(c)
Abandoned application ............cc.coeevreinnn. 901.02, 2127
ADDreviatures ... 901.06(d)
ADSLIaCtS ..oooviiciee 706.02, 901.06(d)
AAItional ..o 707.05(d)
AAMISSIONS .o 2129
ANalogous art........cc.ceoveeererinniennns 904.01(c), 2141.01(a)
.............................................................. 2143.01, 2145
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Antedating (See Affidavit, swearing back of reference
(37 CFR 1.131))

Applications, domestic and foreign...........ccccocevvenene. 2127
Applying reference under 35 U.S.C. 102(e). 706.02(f)(1)
Arrangement in Examiner’s Search files............... 901.07
As evidence of iINherency .........ccocveveverevennennn, 2131.01
As evidence in multiple reference,

35 U.S.C. 102 rejection .........ccceevvevnvenieenen. 2131.01
Assigned application aS..........ccocevverernienennenne, 804.03
AVailability ... 2128
Between applicant’s priority date and

U.S. filing date.........ccooveivrncnnnnn 201.15, 706.02(b)
Borrowing from Technology Center ..................... 901.08
Citation............... 707.05 to 707.05(g), 901.04, 901.05(a)

After allowance........cccocovivrieininn, 1302.12, 1308.01
After appeal..........cccoevennene. 1207.02, 1207.03, 1207.04
By applicant................... 707.05(b), 707.05(c), 1302.12
COITECHION ..o 707.05(9)
Period for reply ... 710.06
Claims foreign date .........ccccoeevvvivirecieiere e 715.01
Combination of references ..........ccccoeevvriennenns 706.02(j)
Copending ......ccceeeeveeieieneienins 706.02(f)(2), 706.02(Kk)
......................... 706.02(1) to 706.02(1)(3), 709.01

COPIES. ettt 707.05(a)
Cross, oW Cited......ccccevvvvvicrceccecece e, 707.05(e)
Cross reference addition...........ccoccovvvvcniiicnnnn, 905.02
Date, determination of..............cccoceveenen. 707.05(f), 2124

................................................. 2126, 2128 to 2128.02
Date, exception to the rule.........cccooe v 2124
Declassified printed matter..........ccccocevvrvrnnne. 707.05(f)
Defensive publications...........cccccooevenincicnne 901.06(d)
Design application...........ccccoevvineineneicnen 707.05(a)
Disclosure, broad...........coveevevivieicee e 2123
Disqualification under 35 U.S.C. 103(C) ...coevvrvervrverrennn

............................................ 706.02(1)(1), 706.02(1)(3)
Drawings as Prior art..........ccoccoevenenenieneseseneennns 2125
Effects of international application publication........ 1857

........................................................................ 1857.01
Effective date

Patent ..... 706.02, 706.02(a), 707.05(e), 707.05(f), 715
Publication .........cc.cooviiiiinnenn. 706.02(a), 715.01(c),
.................................................. 1857.01, 2128.02
Electronic publications.......... 707.05(e), 904.02(c), 2128
Enabled discloSUre ..., 2131.01
Enabling, plant genetics ..........ccccoviieienincnnnns 2121.03
Enabling, compounds and compositions............. 2121.02
Enabling, apparatus and articles..........cc.ccocevvnens 2121.04



INDEX

Reference characters--Regulations, Technology Center (TC) facilities

Sec. No.
EQUIVAIENTS ... 904.01(b)
Every element rule for anticipation...............c.cc....... 2131
Evidencing the meaning of a term
used in the primary reference..........ccccceeeneee. 2131.01
Foreign patent... 706.02, 707.05(e), 901.05(a), 901.05(b)
Forfeited application........cc.ccoevevveieeveevescsese s, 901.02
From interference.........coevvveveieiencienesee e 1302.12
Incorrect citation................... 707.05(g), 710.06, 1302.12
INOPErability.......ccoveviiiiiiie e 716
Internal documents, confidential......................... 2128.01
INtErVENING ....ccvevevecece e 201.15, 706.02(b)
Joint patent to applicant and another................. 715.01(a)
...................................................................... 715.01(c)
Listing at allowance.........cccocevvvvvvinennn 1302.12, 1455
Lost counts in interference..........ccoceevereicniennnn 2138.01
Multiple reference rejections under
35 USC 102....oiiciiiiceiieee e 2131.01
Newly discovered after allowance...................... 1308.01
Nonanalogous art
(See also Reference: Analogous art) .............. 2131.05
............................................................ 2141.01(a)
None cited by examiner ..............c....... 707.05, 707.05(a)
Operability ......cocoovieiee 2121
Ordering official Cross ..........ccocvvvreiiireiiiiinne 903.06
Overcome
Under Rule 1.130......cccooiiiiiinieieeneee e 718
Under Rule 1.131 (See also Affidavit, swearing back
of reference (37 CFR 1.131)) ................ 706.02(a)
................................ 706.02(f)(2), 706.02(k), 715
................................... 1302.14, 2132.01, 2133.02
Under Rule 1.132..........cccoceee. 706.02(f)(2), 706.02(k)
........................................................ 716, 2132.01
Overcoming under 35 U.S.C. 119.......cccecvrvennne. 201.15
Paper, orally presented..........c.ccocoeeverineneicniennn 2128.01
Patent .......ccoiiiiie 901.04, 2126
Patent, date available ..........cccccoooeveiiiinciene, 2126.01
Patent, Foreign (See Foreign patent)
Patent, official number lacking............cccccovvenenne 901.04
Patent claiming same invention.............. 715.05, 2301.03
Pending application (See also Application).......... 901.03
Publication of applicant’s invention ................. 715.01(a)
........................................ 715.01(c), 2132.01, 2133.01
Publication, date available ...............ccocooeiinennn. 2128.02
Publication, printed..........ccccevvvivnrviviieesene e 2128
Publications..........cc.ccocevvvvnnnne. 706.02, 707.05(e), 901.06
........................................... 2131.01, 2132.01, 2133.01
Published abstracts of application........ 706.02, 711.06(a)
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Sec. No.
......................................................... 2131.01, 2133.01
Rejection over broad disclosure instead
of preferred embodiments...........cocoovvireiicnenns 2123
Replacement of MiSSiNg .......cccccoevvereiineiiinens 901.09
Same assignee ........coeevvereenienns 706.02(f)(2), 706.02(K)
............... 706.02(1) to 706.02(1)(3), 709.01, 715.01(b)
Selection of pertinent ... 904.02
Statutory bar..........ccoceeviennn 706.02(a), 201.13, 2133.02
Statutory Section t0 USE ........cccovvvvrvrencrinnnne, 706.02(a)
Supply procedure ............... 707.05(a), 707.05(g), 710.06
Swearing back (See also Affidavit, swearing back of
reference (37 CFR 1.131))...ccccvvvviiiiiiicnnne 706.02(k)
................................................. 715, 2132.01, 2133.02
THESIS 1o 2128.01
ULHIEY oo 2122
“Well known in the art,” supported by................. 2144.03
Reference characters..........cocooeiiiiniiinicicicen, 608.01(g)
Reference to foreign application....... 202.03, 202.04, 901.03
Reference to prior patent ..........c.ccocvevvcenerncrinnens 608.01(p)
......................................................... 608.01(r), 901.03

Reference to related application (See Cross-noting)
Reference to related application for disclosure...... 608.01(p)
Refile application (See also Application; Substitute

APPLICAtION) ..veveiiecree e 201.10
Refunds (See also Fee; Deposit account) ........... 509, 607.02
Additional invention or species....... 803.03(a), 803.03(b)
Canceled Claims .......cccoveierini i 506
Correspondence address..........ccoce.e... 509.03, 2540, 2542
Filing fee ......cccoovveivieinnnn, 201.04(b), 503, 506, 601.01(a)
International applications................ 1002.02(p), 1827.01
........................................................... 1850, 1864
International search fee .........cccccevvvivvveenenn, 707, 1827.01
........................................................... 1852, 1859
ISSUE TE....cveeceiiecee e 1308.01, 1308.03
Maintenance fee................ 2520, 2540, 2542, 2550, 2590
Oral REANING.....ccveeeieie et 1209
Publication fee.......cccooeiiiiiiic 1126
Reexamination
EX parte......cccccoovvvevvenneese e, 2215, 2247, 2248
INter PArteS.....ccccvvevvriereeceee e 2615, 2647, 2648
Refund Section, Office of Finance........... 509.03, 607.02
Petition € ..o 506.02
Small entity fee ....cooevevevviiieeeee s 509.03, 2550
Statutory Invention Registration (SIR)..........c.......... 1109
Refusal to publish SIR.........cccccoveiiiii e, 1105
Registration, Attorney or agent...........ccccceevevvervennn. 402, 1702
Regulations, Technology Center (TC) facilities.............. 510
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Regulations, public search room-- Reissue application

Sec. No.
Regulations, public search room...........cccccevvvevvvinnnnnnns 510
Rehearing by Board of Patent Appeals and Interferences
........................ 1002.02(j), 1214.01, 1214.03, 1214.04
Reissue application...........c.ccooeeevencnciencnienn 1401 to 1470
Absolute intervening rights..........cccccvvviineinennn, 1460
ACCESS t0...oeveeeeiereveriesieaias 103, 724.04(b), 1430, 1470
Acknowledgment of protest...........ccceverieiiennnn 1901.05
Additional information required .......... 1442.01, 1442.04
Adjudication of original patent............cccccoeene. 144201
ATOWANCE ... 1455
AMENdmMENt.......cccovvirviinicireeeeas 714, 1411, 1453
EXAMINEI™S. oottt 1455
Of drawings .....coeeveveneie i 1413, 1453
So that reissue can be merged with ex parte
reexamination...........ccoevvveneienenee e 2285
So that reissue can be merged with inter partes
reexamination...........ccocevveeveresenisiesenenns 2686.03
Amends or corrects original patent........... 1400.01, 1402
Appeal brief ... 1454
Assignee Consent .........cocceevvveeennnn 1410.01, 1443, 1451
Broadened..........cccoevveiieveiiiinnienns 706.03(x), 1412.03
Cannot be used to remove terminal disclaimer ........ 1490
Certificate of correction.............. 1411.01, 1412.04, 1443
........................................................ 1480 to 1485
Claim
Broadening ..........ccoeveiveieeieveneiennens 1412.02, 1412.03
Dependent.........ccoeieeienene e 1412.03
FOrmat .....cooeeieiee e 1411, 1453
NUMDEIING ..o 1451, 1455
Oath requirement..........cccovevevevesiese e 1414
Printed in Official Gazette ............ccocevvvevrvivrennnne, 1455
Same invention as original patent.................... 1412.01
TOO NAITOW ..o 1402
Collateral estoppel .........cccooerviiiieiiiiciieie 2112.01
Consent by assignee.........cc.ceveunee. 1410.01, 1443, 1451
CONLENL. ... 1410
Continuation ..........ccccceeeveneieniene, 1410.01, 1414, 1451
Copending application reference ........ccccccccevcerrnene. 1402
Copending ex parte reexamination proceedings...... 2285
Copending inter partes reexamination proceedings
........................................................................ 2686.03
Correct iNAdeqUACIES.........cerveerireeie e 1402
Court decision involving original patent............. 1442.01
Court ordered........cocooevevireneieneneeee e, 1442.05
CrosS NOLING ...c.cevveieeieeee e 1451, 1455
Deceptive iNtENtioN .......cccvveiiirieiceee e 1414
Declaration...........ccccvee. 1410.01, 1414, 1414.01, 1444
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Sec. No.
Supplemental.........c.cccocevvieiennne 1414.01, 1444, 1455
Defective oath, ground for rejection................. 706.03(x)
............................................................................. 1414
Dependent Claim.........c.cooivreiineicneeeseeee 1455
DESION 1.ttt 1457
D] [T [=] 1o SR 1403
DiSClaimer ... 1411.01, 1450
Divisional .........cccooevveeveiviiieeieas 1002.02(b), 1410.01
................................ 1412.01, 1414, 1450, 1451, 1457
Domestic priority, delayed claim ..............ccocvenenee. 201.11
Double patenting .......ccccvevviveveieice e 1451
DIaWings ....coveveveveeenenieesesieesieseseennes 1413, 1414, 1453
Duty of disclosure ...........ccccoeeviereenne. 1406, 1418, 1448
.......................................................... 2001.06(c), 2003
EFS-Web filing of .....cccovvvivic 502.05, 1410
Election of SPECIES......ccovveiiiiircr e 1450
Equitable intervening rights ..o, 1460
Error correction after allowance
.............................................................. 1414.01, 1444
Error in original patent.......... 1401, 1402, 1414, 1414.01
EXamination ..........cccocvvvenininniiiens 1440, 1443, 1445
Review of Oath/Declaration..............cccccoeevvrenee 1444
Examiner Reissue Guide and Checklist ................... 1443
Expedited examination....... 708.01, 1441, 1442, 1442.03
[ =T o PSR 1457
Expired patent .........coooeviiininiiceee e 1415.01
Filing fee ..o 1415
Final Office action.........cccccooviiieiinii e 1443
Foreign priority claim............. 201.14, 201.16, 201.14(b)
................................................................... 1402, 1417
FOrmMat .......cccovveiiereise e 1410, 1411, 1411.01
Fraud ....cocoooveiieeceese e 1448, 2012
Grounds for filing.........cccoeviiiiiiic s 1402
Inequitable conduct ...........ccoocevevnviieiiiiiinenns 1448, 2010
Information disclosure statement ...........ccccccoevnnne. 2003
Initial examiner reVIEW. ........cccoovvvreinineeneneeneens 1443
Inoperative or invalid, Oath requirement ................. 1414
INSPECLION ..o e 103
INEErfErenCe oo 1449.02
Interference on original patent concurrent with ..1449.01
Intervening rights ..o 1460
INVentorship error........ccoceveveerenenencennne 1402, 1412.04
List Of referenCes.......ccovevevineice i, 1455
Litigation involved........ 1404, 1442.01 to 1442.05, 1443
Marking envelope ........ccccceveveneie s 1404
Litigation protest .........cccoveveveveresese e 1901.03
Maintenance fees on original patent.................... 1415.01



INDEX

Rejected application--Rejection

Sec. No.
Merger of reissue applications after restriction........ 1450
Merger of reissue application with ex parte
FEEXAMINALION .......oiviiviieiriirieeieee e 2285
Merger of reissue application with inter partes
reeXamination.........ceceveererevesnseseeee s 2686.03
Multiple filings ....coveveeie e 1451
NEW MALLET ... coviiieiie e 1411.02
Numbering of claims .........cccceeeieninienne, 1451, 1453
Notice in original file.........c.ccccviiiiiiniiiince, 202.05
Oath ocvveccic e 1414, 1414.01, 1444
Primary examiner’s decision ..........cccceceveverennenn 1004
Supplemental ...........c..cooevveinnenn, 1414.01, 1444, 1455
Offer to surrender patent (not required)................... 1416
Official Gazette
Claimto be printed in........cccooeveveveieicicncieiens 1455
Filing notice in.......cccoovveverennnn 1430, 1441, 1441.01
........................................ 1443, 1452, 1457, 1470
Omission of feature..........cccoceveveieniniecieienee, 1411.02
Open to publiC........ccoocvvevcviininiieiinn, 103, 1430, 1470
Ordering copies of papers infile.........ccoceevvvrnnnnn, 1430
OWNETSNIP ..o 201.12, 1410.01, 1443
Patent SEES ...cvviveieeirieesie e 901.04
Patent term, affect on..........ccocooniiiniiiiiiee, 1405
Petition to merge reissue and ex parte reexamination
.......................................................... 1002.02(b), 2285
Petition to merge reissue and inter partes reexamination
..................................................... 1002.02(b), 2686.03
Petition to stay reissue pending ex parte reexamination
............................................................................. 2285
Petition to stay reissue pending inter partes
reeXamination..........ccovvevevneneenense s 2686.03
Print of drawing ........ccccceveveiiicicinne 608.02, 608.02(m)
Prior art consideration............ccooveveverierenensieneeens 1402
Prior art statement..........cccoovvvvieiinienieeeeee e 1418
Priority correction.........ccocevvvvvvsnnnnn, 201.14(b), 201.16
......................................................... 1402, 1405, 1417
Protest .....cooveveeveieee e 1441.01, 1443, 1901
Protest filed in reissue where patent
isininterference.......cccovvnviicenncnennnn, 1443, 1449
PUDIIC 8CCESS....oviiiiriireec e, 103, 1430, 1470
Recapture of matter............cccceueneen. 706.02(1)(1), 1412.02
Reexamination proceedings copending .............. 1449.01
EX PAIE ...oooeiiiieeeee e 2285
Inter partes .......ccceveevvrevnne. 2643, 2686, 2686.03, 2695
REJECHION ..o 706.03(x)
Request for Continued Examination (RCE)............. 1451
Requirement for information ............cc.ccoeevnenne. 1442.04

1-91

Sec. No.
RESEFICION ..o 1450, 1451
DESIGN oot 1457
Return of original patent ............ccccocvviencniencnenne, 1416
REVIBW ... 1456
Same invention as original patent .............c......... 1412.01
Special for examination...... 708.01, 1441, 1442, 1442.03
DESIGN ot 1557
Specification................ 1410, 1411, 1411.01, 1453, 1455
STALUS ... 1430, 1470
Statutory Dasis ... 1401
Statutory diSClaimer..........cccovvevevevenie i, 1490
Stayed pending ex parte reexamination .............. 2686.03
Stayed pending inter partes reexamination......... 2686.03
Submission of Papers in ........cccoeevenvininninenn 1404
Suit on original patent ..........ccccceveeerieviesese s 1442.01
Surrendered patent returned to applicant.................. 1416
SUSPENSION. ....cuviievectesie e eteeee e stesre e se e e e eeesnens 1450
Terminal disclaimer............... 1410.01, 1411, 1451, 1490
Transfer of original drawing
(prior practice) ......ccevvveviervvnsnsesennns 608.02(i), 1413
Treatment Of Protest .........cccevevvevevievieseeceeens 1901.06
TWICE FEISSUEH....coviviieieiieieii e 1411
Two month delay period ...........cccooeeeenee 1441, 1441.01
Rejected application ...........ccccveiviieiinneiic e 203.02
Rejection (See also Anticipation rejection; Indefinite claim;
ODVIOUSNESS) ...cvvevveviieiie sttt 706
Abandonment of invention.............. 706.02(d), 706.03(s)
Admission by applicant................. 706.02(c), 2133.03(c)
After allowance of application.................. 706.04, 706.05
................................................................ 1308.01
After allowance of claim........ccccoceeiiieiiiencnnnn, 706.04
After allowance, primary examiner review of.......... 1004
After appeal, new rejection ..........cccoeevereinnnenn. 1207.03
After termination of interference...........cccceevvivinnnn. 2308
Against public policy ......ccccoevviveiveiveicrere, 706.03(a)
AQOregation........c.ccevvevevevese e 2173.05(k)
All valid grounds.........ccooeeoveeiencninene e 707.07(g)
Allowed claim by Board of Patent Appeals and
INtErfEreNCES ...oovvvveieerieeee e 1213.02
Alternative phrases.........ccocevevevevieniesinsnnnnns 2173.05(h)
Anticipation (See also Anticipation rejection) . 706.02(a)
.............................. 707.07(d), 2131, 2132, 2133, 2136
Art (See also Prior art) ........ccoceevvvenenennicnenns 706.02
Assigned applications, Same applicant ................. 804.03
AtomIc ENergy ACt.......cccvvrvivneneeiesesens 706.03(b)
AUhOrShIP. ..o 2137
Backup rejections..........cocvveiereneeienenece e 706.02
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Rejection-- Rejection

Sec. No.
Bar, Statutory............... 706.02(a), 2133 to 2133.03(e)(7)
OVEICOMING ..vveveieiiecieeie et 706.02(b)
Board of Patent Appeals and Interferences introduces
................................................................ 1214.01
Board of Patent Appeals and Interferences statement on
allowed claim ... 1213.02
Breadth.......cccooveiiiice 2173.04
Broadening in reissue application....................... 1412.03
Broader than the disclosure..........ccccocvvvnienennn. 2173.03
Chemical practice
Markush........cccccevevierivinnnnnnn, 2173.05(h), 2173.05(0)
Undue breadth ............... 2163.05, 2173.04, 2173.05(h)
Claim presented corresponding to
claim of patent.........cocooveieiiencineeee, 706.06
Claim presented corresponding to
claim of patent, failure to reply .................... 706.03(u)
ClaIMS .. 706
Combination of references............... 706.02(j), 707.07(d)
................................................................ 2131.01
Common KNOWIEAQE .......cccvvvvvrvrreieeeiee e 2144.03
Commonly assigned...........cccevevvvrivinennas 706.02(k), 2146
Computer programming Cases .................. 2106, 2161.01
Conflicting applications.............. 706.02(f)(2), 706.02(k)
................................. 706.02(1) to 706.02(1)(3), 709.01
.................................... 715.01(b), 804, 804.01, 804.02
.................................................................. 822, 822.01
Contrasted to objection ...........ccocoevriieeieicien 706.01
Copending applications, different inventive entities
............................. 706.02(k), 706.02(1) to 706.02(1)(3)
CUMUIALIVE. ..o 706.02, 707.07(d)
DediCatioN.....c.ccvviiiireieeee e 715, 1490
Defective reissue oath...........ccccoeevienene. 706.03(x), 1444
Dependent Claim ... 608.01(n)
Derivation of invention..........c.ccoceeeveveieicenininnnne 2137
DisClaimer.......ccocevevvrievesrsnseenns 706.02(k), 710.02(d)
Double patenting (See Double patenting)
Duplicate claims .........ccccooeeiiniiiiiiiciee 706.03(k)
Estoppel, defensive publication .............cc.ccoceeenee. 711.06
Estoppel, interference .........ccoovevvevveveieicncnnnnens 2308.03
Final (See also Final rejection) ......... 706.07 to 706.07(f)
Foreign application, statutory bar ..................... 706.02(e)
Form paragraphs used..................... 706.02(i), 706.02(m)
FOMM USEA ... 707
Fraud upon public........cccccoveviieiiiicccee 706.03(a)
Frivolous invention ..o, 706.03(a)
Full anticipation, expression recommended.......706.02(i)
...................................................................... 707.07(d)
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1-92

Sec. No.

Function of maching.........ccccceeeveveicicnnnienn, 2173.05(v)
Functional claim........cocoevirniiiiinnnnn 2114, 2173.05(g)
Functional equivalents...........c.ccocooreniiinennennnn. 2144.06
Generic claim ........ccocoeeevennene. 715.02, 806.04, 809.02(a)
Genus and SPECIES ......cvcvvrveeriericienns 806.04(h), 806.04(i)
......................................................... 2131.02, 2144.08
Ground clearly stated ...........cccceuee.e. 706.02(j), 707.07(d)
INACCUNALE ... 2173.03
Incomplete.......ccovveiineiin, 706.03(c), 707.07(j)
INAEfINIte ..o 706.03(d)
INOPEratiVENESS.....c.eiveiveereeeeieieerese e 2164.08(b)
Insufficient disclosure .........cocooeveiinciencnnne 706.03(c)
Insufficient disclosure, trademark .................... 608.01(v)
Interference, estoppel .......ccccvvrvvenvineiccinn 2308.03
Interference terminated ...........ccccceevenee 706.03(v), 2308
International publication as prior art ............... 706.02(a),
......................................................... 1857.01, 2136.03
Judicial NOICE.......ccovviiiii i 2144.03
Language used.........cccooevvrenieenienenn 706.02(j), 707.07(d)
Linking claim .................. 806.04, 806.05(c), 809, 809.03
Markush, improper..........c.c....... 2173.05(h), 2173.05(0)
MUIIPIICIEY ..., 2173.05(n)
Negative limitation...........ccoceeeveiiicincinene 2173.05(i)
New, after appeal ..o 1207.03
New, after final rejection...........ccccccveveieiennne 706.07(e)
NEW MALLer .....ccvervirieiieiiieie e 706.03(0), 2163.06
Nonelected iNVention..........c.ccccceeveevicncienennns 706.03(m)
Nonstatutory claim ..........c.ccoceovireiinenns 706.03(a), 2107
Nonstatutory subject matter ..........c.cccoverrenen. 706.03(a)
Not based on prior art..........cccceeevvevevvereereererenenns 706.03
NOLINVENTON ... 706.02(g)
Not readable on disclosure...........cccccevvvnennennn. 2173.03
Oath, defective reissue ........c.ccoevvveerienne 706.03(x), 1444
Objection distinguished.............ccccorevvinninennnnn, 706.01
Obviousness (See also Obviousness) ............c....... 706.02
..................................................... 706.02(j), 707.07(d)
Official NOLICE. ..o 2144.03
Old combination...........ccccvevvireninesesee 2173.05())
Omnibus claim.....c.ccooceveieiennnnn, 706.03(d), 2173.05(r)
OmMNibus rejection ......cccceeeveverevie e 707.07(d)
Overcoming 35 U.S.C. 102 rejection................ 706.02(b)
Overlapping applications............. 706.02(f)(2), 706.02(k)
................................................ 709.01, 715.01(b), 804
........................................ 804.01, 804.02, 822, 822.01
Perpetual motion .........c.ccoeveiiiiniiiiicrenee 706.03(a)
Personal remarks avoided..............ccoceovrennnnn, 707.07(d)
Previously allowed claim .............cccccceveneee. 706.04, 1004



Rejoinder--Reply
Sec. No. Sec. No.
Prima facie case of obviousness..........c.ccoevevnee. 706.02(j) Affidavit ... 1211.03
Printed matter.........cccocevevieviinie e 706.03(a) AMENAMENT ..o 1211.01
PrIOF @t ... 706.02 Further Search.........ccocov i 1211.04
Prior art between applicant’s foreign priority date and INgeNeral......cooiiiiiiiiee e 1211
U.S. filing date ........cccoevviiiinene 201.15, 706.02(b) Ex parte reexamination ...........c.coeeeerennennen. 2274, 2275
Product by process........cccccevvevvererenienns 2113, 2173.05(p) Inter partes reexamination ..............c.co...... 2675, 2675.01
Product of nature.........cccccevvvviecvcceccece e 706.03(2) s 2677, 2681, 2682
PrOLIX .ovveiiieiece e 2173.05(m) SPECIAL ..ot 708.01
Provisional rejection.................... 706.02(f)(2), 706.02(k) Removal of application from Office.........ccocvvrvinennnn. 101
.................................................................. 706.02(1)(3) Renumbering claims.........ccccccvevvineniiniiicnennn.. 1302.01
Public sale (See also On sale and Public use)... 706.02(c) Reopening after allowance ...........cccccecevvvvveincnnnn, 1308.01
Public use (See also Public use)..........c..cccueue.e. 706.02(c) Reopening after court decision ..........cc.ceeevvervcienan, 1216.01
Public use proceeding ..........ccccooerveeenes 706.03(v), 720.05 Reopening prosecution after Action Closing Prosecution in
RANGES ..o 706.03(c), 2131.03, 2144.05 inter partes reexamination.............c.cceceeaeen. 2673, 2673.01
Recapture in reissue application ............ccccceevnene 1412.02 Reopening prosecution after Board decision in inter partes
Reissue application FEEXaMINALION ...c.vevveieie e 2682
Broadened claims ............ 706.03(x), 1412.03, 2163.05 Replenishment of deposit accounts (See Deposit account:
Defective 0ath.........ccocoveiiiiiiinns 706.03(x), 1444 Replenishment)
RECAPIUIE ..o 1412.02 Reply (See also Amendment; Period for reply)
Repeated .......ceoveveeiirire e 707.07(f) After abandonment............cccocvviviieeiieicie e 714.17
Res judicata .......ccecveieviiieiecece e 706.03(w) After Board decision ...........c.cccevevvenene. 1214.01, 1214.06
Scientific prinCiple........ccocevvvvvveiiiencieieeee, 706.03(a) After final rejection ..........ccocevvevvviiinninn, 714.12,714.13
Secondary considerations ...........ccccoeevenenennenne. 2131.04 By filing RCE .......cooviiiiie 706.07(h)
Single means claim ..o, 2164.08(a) Within 2 months........cooevviniinenineee, 706.07(f)
Species and genus.........ccccceeverernenn. 806.04(h), 806.04(i) Attorney arguments........cccceeevererereennn 716.01(c), 2145
................................................. 2131.02, 2144.08 By patent owner in inter partes reexamination (See
Statement of ... 707.07(d) Reexamination, Inter partes: Response by patent
Statutory bar................. 706.02(a), 2133 to 2133.03(e)(7) owner)
Suggested claims not made...........cccoveeveeniennn 706.03(u) By third party in inter partes reexamination (See
Technical.......ccoooviveieece e 706.03 Reexamination, Inter partes: Response by third party)
Trademark or trade name............cccceevevenennenne, 608.01(v) Complete ..o 714.02 to 714.04
Undue breadth..........cccccvviiiniinnnnn, 2163.05, 2173.04 Copying claim from patent not a reply.............. 711.02(b)
ULHHEY o 706.03(a), 2107 Election requirement ...........cocooevervenennicnienens 809.02(a)
VAQUE ..ttt 706.03(d) 818.03(a), 818.03(h), 818.03(c)
Well known inthe art..........ccccooerviiiinciiineenn, 2144.03 Formal Matters ........ccocooeevereeneee e 714.02
Rejoinder.........cccovevvevernnnnn, 806.05(c), 806.05(f), 806.05(h), Incomplete......ccccoovveniennnnen, 710.02(c), 711.02, 711.02(a)
........................................................... 806.05(i), 809, 812.01, cererneeeenenn. 111.03(0), 714.02 to 714.05, 2266.01
.................................................. 821, 821.01, 821.02, 821.04, In ex parte reexamination............ccecevererernrennnnnn.. 2266
........................................... 821.04(a), 821.04(b), 1302.04(h) Incomplete, election of species lacking............ 809.02(a)
Related inventions...........cc.ccevn.n. 802.01, 806.04(b), 806.05 e ——— 818.03(b)
............................................. 806.05(j), 808.02, 809.03 Incomplete, proceedings not stayed by petition .......1002
Rejoinder of, generic or linking claim allowable Incomplete, time for completing ............... 710.02(c), 711
...................................................................... 821.04(a) ceereeee e snsnenenesneenennns 114,03, 2266.01
Rejoinder of, product claim allowable............... 821.04(b) ) 711, 711.02
Related inventions, SPECIES ........coovvvrerieerieieinnan 806.04(b) Late, EXCUSEA.....coveieerieieeriecee e 710.02(d)
Remailing Office action ............cccceeveceniennnnen, 707.13, 710.06 Patentability pointed out......... 706.02(b), 714.02, 714.04
Remand by Board Restart period for .........ccovereiineiincesceeneas 710.06
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Reply brief-- Restriction

Sec. No.
Restoration of canceled matter...........c..cccevenee. 608.01(s)
Restriction requirement.............ccoceeevvvveivennennn, 818 to 819
Signed by all applicants ........c.ccooveiiiiiiiicnne 714.01(a)
Statutory Period ........cooeerereieiieiee e 710.01
Unmatched with application file.............cc.cccevene 508.03
Reply brief. ... 1208
Representative capacity.........c.cccceervenene 402, 405, 714.01(c)
Cannot expressly abandon ............cccccoeene. 711, 711.01
Cannot sign terminal disclaimer ..........ccccocvvenennns 1490
INEEIVIEWS ..o 405
Representative of foreign assignee.........ccoceevvvrvrenn 302.04
Representative of inventor or owner .................. Chapter 400
Representative Of reqUESEEr ..........coovverieieieie e 2213
Representatives of out-of-town attorneys...........c.ccceene. 408
Republication of PG-Pub ..........cccccovvvivennen, 502.05, 1130
Request for Continued Examination (RCE)........... 706.07(h)
After allowance..........ocoovvveninince 1308
Conditions for filing..........ccoceeoniiiiiiiiiee 706.07(h)
Design application ..o 1502.01
Improper CPA treated as..........ccoceevvvvevvereernennn, 201.06(d)
Inter partes reexamination of..........cc.ccocoevveinennne, 2611
Submission requirement ............ccocevveereresennn. 706.07(h)
Suspension of action iN ..o 709
Terminal disclaimer, effect in..........cccoceevviivveennns 1490
Request for ex parte reexamination
DECISION CIItEIA. .. vivevievirierieierieiee e 2242
Facsimile submission not permitted...................... 502.01
Notice of request in Official Gazette.............c.c.... 2229
Requester’s representative ..........cccooeverevenenenenne 2213
Time for filing......ccoooevevicceceeceee e 2210, 2211
Time t0 deCide .ovovvvvveieiee e 2241

Request for inter partes reexamination (See Reexamination,
Inter partes: Request; Reexamination, Inter partes:
Decision on the request for reexamination)

Request form (PCT/R0O/101) ......1812, 1821, 1844, 1844.01
Request for patentability report.................... 705.01(e), 1003
Request for reconsideration of patent term adjustment
........................................................................... 1002.02(b)
Request for rehearing of Board decision.............. 1002.02(h)
.................................................. 1214.01, 1214.03, 1214.04
Inter partes reexamination............cc.cooeevruenns 2682, 2683
Request for reinstatement of period of patent term
AAJUSTMENT ... 1002.02(b)
Request for Statutory Invention Registration (PTO/SB/94)
FEPFOTUCET......eieiiieiiciieic et 1101
Request to convert provisional application to nonprovisional
APPHICALION ... 1002.02(b)
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Sec. No.

Request to issue patent in name of assignee after issue fee
PRI ..ot 1002.02(r)
Requirement for information.................. 704.10 to 704.14(d)
............................................ 706.02(c), 710.02(d)
............................................ 1901.06, 2122, 2123
After the first action on the merits................... 704.11(b)
Authority for requirement ..........cccooceeiininenns 704.10
Consideration of information submitted........... 704.14(b)
............................................................. 707.05(b)
Format of requirement...........cccoevvvereienicnnnens 704.14(a)
Relation to duty of disclosure.................. 704.12(a), 2005

Relationship to information disclosure statements

............................................................ 704.14(d)
REPIY 10 . 704.12
Elements of a complete reply........cccccceeenee. 704.12(b)
Time periods for .......ccccvvvvieviviceir e, 704.13
Treatment of an incomplete reply................ 704.12(c)
Scope of requirement ..........c.ccoceeeenen. 704.11, 704.11(a)
What information may be required ......704.11, 704.11(a)
When requirement may be made...................... 704.11(b)
Requirements must be repeated..........ccccccceeueneennn. 707.07(e)
Requisites of the application.............ccoovverviinienieicien, 702
Res judicata..........ccccueneee 706.03(w), 707.07(g), 2259, 2659
Rescission of nonpublication request .................. 1123, 1124

Rescission of Previous Nonpublication Request (35 U.S.C.
122(b)(2)(B)(ii)) and if Applicable, Notice of Foreign
Filing (35 U.S.C. (b)(B)(iii)) form PTO/SB/36

CItEd ..o 1123, 1124
ReProduCed ........covvvirieiiiiceseee e 1135
Reservation clause in application .......... 608.01(e), 608.01(t)
Residence, Applicant’s.........c.ccoovevrinnnne. 605.02, 719.02(b)
Resignation of examiner, old cases special................. 708.03
Respondent Brief in appeal of inter partes reexamination
......................................................... 2675.01, 2675.02
Response (See Reply)
Restriction (See also Election; Election of species)
................................................................. Chapter 800
ACtion, EXaAMINEI’S ..cccvviiveeciee e 814 to 817
Action after, special.........cc.ccoovviveieiiiini e 708.01
Action on the MEritS.......cooeviirineeeeee e 810
Apparatus and process or product ................ 806.05(e) to
............................................................. 806.05(g)
Application referred to second examiner ................... 815
BaSIS ..ttt 802
Burden, Without SEFioUS...........ccveririereiiienee e, 803
Claimed subject matter.........cccccooevevieveieiesennenns 806.01



INDEX

Restrictions on employees of Office--Return of Papers

Sec. No.

Claims to divisible inventions added
before action........ccoceevvvivvvciccic e, 818.02(a)
Combination and subcombination

............................................. 806.05(a), 806.05(c)
ContiNUALION ....ovveeeieece e 819
Design application ........c.ccoevevveiviveeiercnesesenees 1504.05
DEfINItION...c.vciiicee e 802.02
Distinct invention...........ccoceeeeenee. 802.01, 806, 806.05
DiStiNCL PrOCESSES ...ovevveverveieierieieie e 806.05(j)
DistinCt Products.........ccoceoveererineneiieneesee 806.05(j)
Election other than express.......c..ccoeveveveererevennnn, 818.02
Election fixed by action on claim .........c.ccccevennee. 818.01
Final requirement...........cccooeeiinenenene e 821.01
Grouped in parent application...........cccccovevvennne. 811.04
001 o] 0] o] S 803, 806, 808.02
Independent embodiments ......802.01, 806.04(b), 806.06
Independent inventions..............cc........ 802.01, 803, 806

................................................. 806.06, 808.01(a)
Intermediate-final product ............... 806.04(b), 806.05(j)
INtrOAUCTION.....coeiiiiiicce e 801
Linking claim.806.04, 806.05(c), 809, 809.03, 821.04(a)
Linking claim, traverse of rejection.................. 818.03(d)
Markush type claims..........ccccociiiiiniinnnne. 803, 803.02
Nonelected claims, treatment of ................ 821 t0 821.03

Eligible for rejoinder..........cccccovvvvviieveccce e 821

Reissue application ..........ccocoevveriiineinicnesennns 1450
Nonelected invention...................... 706.03(m), 821.04(a)
Nucleotide SeqUENCES.........ccocvrvrerrreniennns 803.04, 2434
Patentability over priorart........c..cccceevennnenn 809, 809.03
Patentability report, effect.........ccccovvvveiiinciiein, 807
Petition from requirement..........ccccccceevrevrnnnnn. 818.03(c)
Process and product or apparatus...................... 806.05(e)

.............................................................. 806.05(g)
Product and process of using ..........cccccevveenienne 806.05(h)
Product, process of making and using ............... 806.05(i)
Reasons for holding of independence or distinctness

.......................................................................... 808.01
Reissue application ..........ccccoevvnennicnennn 1450, 1451
Rejection of nonelected claims................... 82110 821.03
Rejoinder.........cccccvenene. 806.05(c), 806.05(f), 806.05(h),

................................................. 806.05(i), 809, 812.01,

........................................ 821, 821.01, 821.02, 821.04,

................................. 821.04(a), 821.04(b), 1302.04(h)
Related inventions ............... 802.01, 803, 806, 806.04(b)

................................................ 806.05, 808.02, 809.03

Rejoinder of, generic or linking claim allowable

...................................................................... 821.04(a)
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Sec. No.
Rejoinder of, product claim allowable.......... 821.04(b)
ReqUIrEMENt ..o 812, 814 to 817
AdItional ......ccooveiiiiie 811.02
AFter eleCtion .......c.ocoveieiiiii e 818
With traverse.......cccoceevenieniennn 818.03(b), 821.01
WithOUt traverse.........coevvvereienenee e 821.02
By group where examinable............ccccooiniiiinnne. 812
Clear and detailed record ..........ccccceoveveevnnniencnnnn 814
COomMPIELENESS ... 815
Concluding paragraph........c.ccccoceveenen. 817, 818.03(b)
Consult other group.........cceevevvevereiesnneenns 812.01, 815
Final ..ooooeee 810, 818.03
FIrst aCtion ....ccooviiriiieeee s 811
Patentability ..o 810
Petition from ..., 818.03(c)
Reasons for insisting upon ...........ccccceeevenee. 808, 808.02
Rejection on double patenting following........... 804.01
Repeated after withdrawal .............ccccoccveinenen. 811.03
RepIY 0. 818 to 818.03(d)
Review by examiner with at least partial sighatory
AUENOIILY oo 803.01
Submission to TC director ..........ccccevevencrennne 804.04
Second requIreMent.........c.ccoeevereenercneneeneen, 811.02
SBUUENCES....cveeieecieeie ettt 803.04, 2434
Single claim ......cooov i 803
Single embodiment ... 806.03
Species may be independent or related inventions
.............................................................. 806.04(b)
Species of unclaimed genus .........c.ccoceevruennee 808.01(a)
Subcombination, Combination..... 806.05(a), 806.05(c)
When made ... 811, 811.02
Withdrawal..........ccooeiiiiiiiie e 819
Subcombinations usable together-.....806.05(d), 806.05(j)
Telephone.......ccooiinii e 812.01
Transitional application............ccccevveveiieiciieiiennnns 803.03
Traverse of requirement ............... 818, 818.03(c), 821.01
Restrictions on employees of Office...........c.ccceenes 309, 409
Restrictions on former employees of Office................. 1702
Retroactive foreign filing license........c..cccocevvvvivvivnninennn, 140
Return of Papers
Discourteous matter.............ccceeee. 714.19, 714.25, 1003
Entered inthe file........ccccooeene 201.14(c), 719.01, 1003
Return of drawing .........ccccvevveneiicicieicnee 608.02(y)
Return of filing fee ..., 607.02
Return of 0ath..........ccocoviiiiiiiic e 604.04(a)
Return of patent...........cocoveiiieniiieeee e 1416
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Returned Office action-- Rules, Patent (Code of Federal Regulations)

Sec. No.
Return of post card (sometimes postcard or post-card)
................................................................ 503, 1901.05
Returned Office action .........c.ccocevivieiiinniic e 707.13
Review at allowancCe ..........ccoceoeveiinencnencseeees 1302.01
Review for national SECUFItY .........ccoceveiiiiiciineniicnens 115
Review for Government property rights .........ccccoevvvenns 115
Revised statutes (See Statutes)
Revival of abandoned application..........cccccoceeeeienene 711.03
.................................................. 711.03(c), 1002.02(b)
Revocation of agent under PCT .......cccooevvineiiieninennens 1808
Revocation/Appointment of Power of Attorney or
Authorization of Agent PTO/SB/82................. 2222, 2622
Revocation of power of attorney................... 402.05, 402.07
After AHOWANCE........oovvievieireceeeee e 2501
Rewritten specification..........c.ccccocevvvinivninnnsnnnnn, 608.01(q)
Right of Appeal Notice (RAN) ........ 2666.05, 2666.10, 2667
...................................................... 2671 to 2674, 2677
CONEENL.....eiiiiiie e 2673.02
Right of priority (See also Foreign application)
Foreign application .........cccccevvvevievinsnsese e 201.13
Form paragraphs .......cccccocevveiieincie e 201.14(c)
Formal requirements.........ccccoeevveeneeeeiecsiese e, 201.14
Overcoming a reference.........cccceeueeee 201.15, 706.02(b)
Papers required .........ooveveneneinenesesee 201.14(b)
Time for filing papers ........ccocvevvevvvviveieresenn, 201.14(a)
U.S. application .........ccovvvvieieninieeseniee e 201.11
Right to exclude others...........ccccooeiiiiieieenne 509.02, 1111
........................................................... 1601, 2162
Rights, Transfer of patent or application.................... 509.02
RNA (See Biotechnology; Nucleotide sequences)
Roster of attorneys or agents......... 601.03, 1730, 2205, 2220
Rules, 21 CFR 60.3(D) ...voovviieeieice e 2751
Rules, Patent (Code of Federal Regulations)
.................................................... Introduction, App. R
10 CFR 810 Cited ...ocevivirieieiieiieiesie e 140
21 CFR 312.80-312.88 Cited ......ccoeevvvererrnriennns 2107.03
37 CFR:
1.1 ReProduCed .......ccccerveeierieiiie e 501
1.2 Reproduced .......coevevvevvererenniinnnnns 713.04, 2002.02
1.3 ReProduced ......cccocveiveveieienesesesese e 714.25
1.4 Reproduced ....501, 502.02, 502.04, 509.03, 2002.02
1.5 ReProduCe .......ccooirveiiiericiiie e 502
1.6 Reproduced ........cc.ccovverreiennn. 502, 502.01, 505, 513
1.7 ReProduced ......ccooveveveieicnesesese e 710.05
1.8 REProdUCE .......covvveieiiieirieiesie e 512
1.9 Reproduced ........ccccovvvcvrerininnns 201, 201.04(b), 1893
1.10 ReproducCed .........cccceveirmeeicrieiie e 511, 513
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1.11 Reproduced .......c.cceevvvvrrrnnnnnn, 103, 1430, 1879.04
1.12 Reproduced .......ccccecvverieinierieene e 301.01
1.14 Reproduced ........cccccvvvivicrennnes 101, 102, 103, 104
.............................................. 110, 150, 1128, 1879.04
1.20 Reproduced ........cccoovererineniennn. 2250.03, 2666.04
1.22 Reproduced .......ccoevvevieveneie e 509
1.23 Reproduced ........cocoveiieieniie e 509
1.25 Reproduced ........cccovierieineieineeseseeeiees 509.01
1.26 Reproduced .......cccoevvevevenivrniisnsnenens 509, 607.02
1.27 Reproduced .......cccoovvvrinnenieriiienne 509.02, 509.03
1.28 Reproduced .......cccceeveivevveieierece e 509.03
1.31 Reproduced .......cccoeveieiienienie e 401
1.32 Reproduced ........cccovvirieiniriciieeeeeees 402
1.33 Reproduced .......ccoovevveievenieir e 403, 601.03
.................................................. 714.01(a), 2222, 2622
1.34 Reproduced ......ccoevvevieieneie e 402
1.36 Reproduced ........ccooveeiiiieiiiee e 402.05
1.41 ReproducCed ........cccoviirieiniinieinenieeneeeesees 605
1.42 Reproduced .......coceovvervineiriieeenieae 409.01(a)
1.43 Reproduced .......cccceevevevieieiesese e 409.02
1.45 Reproduced .......cccovveiiiiniiiicees 605, 605.07
1.47 Reproduced .......ccoceovreiiiieiesee e 409.03
1.48 ReproducCed ........c.ccovverieencieineeeeseeeiees 201.03
1.51 Reproduced .......ccceoviireiiiriciieeeee s 601
1.52 Reproduced .......ccceevevernnene, 608.01, 608.05, 2250
1.53 Reproduced .......... 201.04(b), 201.06(c), 201.06(d)
................................................. 506, 601.01, 601.01(c)
1.54 ReproducCed ........ccooviirieiiinieineeeseee s 503
1.55 Reproduced ............... 201.13, 201.13(a), 201.14(a)
1.56 Reproduced ........cccevvvevnnieinnninenens 2001, 2001.01
............................................... 2001.04, 2001.05, 2002
1.57 Reproduced .........ccooevvineiiniennnn 201.17, 608.01(p)
1.58 Reproduced .......cccevververiereninnnn. 608.01, 608.05(b)
1.59 Reproduced ........ccccovvirviinirieiiesene e 724.06
1.63 Reproduced .......ccoevvevieveveneienien, 201.06(c), 602
1.64 Reproduced ........cccooereiieiiieieieeee 605.04(a)
1.66 Reproduced ..........ccovereineneiinenen 602.04(a), 604
1.67 Reproduced ........ccoovvirieiiiniiieeeeees 603
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1.730 Reproduced ..........ccoceovreneieneninenceeeseee 2752
1.740 Reproduced ........cccovevverereninreirnennennns 2753, 2754
1.741 Reproduced ........ccoveveivevieievese e 2754
1.750 Reproduced ........ccoceeirerieiieniene e 2755
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5.2 Reproduced ........cccccvveiiiiriiieieeeee e 120
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5.4 ReProduced ........cccoevvvvveieieiese e 120
5.5 Reproduced ........cccocovireiiiiiiee e 120
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41.109 Reproduced .......cccocvvvvvvvnnneeieiereees 2307.02
41.127 Reproduced .......cccvevveieiieiieiese e 2308
41.200 Reproduced .........ccovreienenienieeeee 2301.02
41.201 Reproduced .........cccovereieneneeieeeeee 2301.02
41.202 Reproduced ...... 2304.02, 2304.02(a), 2304.02(b)
........................ 2304.02(c), 2304.02(d), 2304.03, 2305
41.203 Reproduced .......cccccevvvviivieieeieeeceies 2301.03
41.206 Reproduced .........ccovreiireneeieieneee 2304.05
102.4 ReproducCed ..........ccovevrevineneiic e 103
S
Sale, On (See On sale)
Sample letter on citation of prior art in patent............... 2205
SANCLIONS ... s 410
Saturday, effect on time for reply.................... 502, 505, 513
...................................................... 710.05, 2504, 2506
Scanning inter partes reexamination papers ................. 2632
Scientific and Technical Information Center (STIC)
............................................................................. 901.06(a)
Biotechnology sequence listings.......... 2421.03, 2427.01
...................................................... 2427.02, 2429
Foreign patents.................... 706.02(e), 901.05, 901.05(c)
..................................................... 903.03, 905.06
HOUFS ..o 1730
Litigation search .................... 2240, 2287, 2640, 2686.04
Literature cOleCtion..........c.cocvovvveinneieniecnnee 719.05
Location and telephone number............cccccoeiinee 1730
Translation assistance ..................... 901.05(d), 901.06(a)
Scientific principle not patentable..........c..ccceene. 706.03(a)
Scope of claims.......ccccceveeene 904.01(a), 2163.05, 2164.08
Design application .........cccccoeevvreriennn. 1503.01, 1504.04
......................................................... 1504.05, 1504.06
SCOPE OF ClaSS.....ecviiieiircicr e 903.02(b)
Scope of reexamination
o o= g -SSR 2258
INTEr PAIES.....vii it 2658
Screening new application for security review ............... 115
...................................................................... 706.03(b)
SBAL....oi e 604.01
NoOt required........ccovvveviieeeeieeice e, 604.01, 604.03(a)
VENUE ...ttt s 604.02
SEANCN ..o Chapter 900
After reversal by Board of Patent Appeals and
INtErferenCeS. ..o 1214.04
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Aids in Scientific and Technical Information Center
(STIC) ittt 901.06(a)
ANAlOgOUS art reas.......ccccevevverererieniesieneeeeenes 904.01(c)
Claim analysis ........ccccoeviiiiiniie e 904.01
COMPULET ...t 719.05
Databases (See Electronic databases)
Electronic documents..........cc.cc....... 707.05(e), 904.02(c)
FEE, PCT ittt 1827
Field of ..o 904.02, 904.02(a)
Not to be given for patented inventions................ 1701
File wrapper notation ................... 705.01(a), 719.05, 904
Incomprehensible disclosure..........cccovireriennen. 702.01
In Technology Center, by member of public......... 713.02
Informal application .........c.ccoecvviviinnnn, 702.01, 704.01
INPADOC ...t 901.06(a)
INErferenCe ....ccoovvvve e 2304.01(a)
INtEINEL ..o 707.05(e), 904.02(c)
MeChaNIZed .........ccoveieiiee e 719.05
Notes in classification definitions .................. 902.02(a)
Notes in file wrapper .......... 705.01(a), 719.05, 903.07(a)
Online database (See also Electronic databases)
............................................ 901.06(a), 902.03(e)
OULIINING ..o 904.02(a)
Patentability report.........c.ccccoevnnne. 705.01(a), 705.01(b)
Prior Xaminer’s ......ccocooeivereeeneise s 704.01
Procedure ........ocooeieveninenieeeee e 704.01, 904
Requirements for information .............. 704.11, 704.11(a)
Restriction requirement...........ccoceovvereienencienenas 808.02
SCOPE .ttt 2112
Selecting pertinent references ..........ccceceeeverereenn 904.03
THHE e 306
Unduly extensive and burdensome............cc.cc....... 806.01
............................................ 808.01(a), 818.02(h)
Search exchange, United States-Philippines.................. 1711
Search Notes bOX entries ........cocevvevirersinieiscrienns 719.05
Search facility hours ..., 510, 1730
Search tools, automated............ccccovreiiineinennnn, 902.03(e)
Searched DOX entries ... 719.05
Secrecy, ingeneral..........cccoevveveie i 101
Secrecy of international applications..........c..ccccceevevvenene. 120
“Secrecy Order” application............c.ccocceeeene. 115, 120, 130
After declassification..........cccccoveienenenie v, 130
ATOWANCE ..o 130
Commodity Control LiSt ......ccccevveveveveinsie e, 120
COrreSPONUENCE......ccveivereiriirieeie et 120
Facsimile transmission of correspondence not permitted
............................................................................... 120



INDEX

Secret sale--Service of papers in inter partes reexamination

Sec. No.
Final rejection .......cccoovvvvvivvie e 130
INtEIfErENCE ..ot 130, 2306
Petition for rescission or modification....................... 120
ProSECULION ....cccvviiiieciec e 130
REVIBW ...t 115, 140
Security, Application affecting.......... 120, 121, 130, 140

Secret sale (See On sale)
Security interest in patent, recording (See also Assignment)

....................................................................... 313
Security markings.......c.occovveverereniennnnnns 121, 130, 140, 724
Security screening of new applications................... 115, 140
Security Working Group 3640, applications submitted
.............................. 121, 130, 706.03(b), 1002.02(c)(1)
Self-addressed postcard (See also Postcard, self-addressed)
............................................................................... 503
Sequence listing (See also Sequence rules).............. 2422.03
Database (See Sequence rules)
EFS-Web submission..........ccccvcveninnieiininneenns 502.05
Hand delivery.........ccoooenniinnceeeee 2422.09
Mail Stop (See also Mail Stop)........cccceevvvrrnnene. 2422.09
Pre-Grant Publications (PG-Pub)..........ccccccecevuennennn. 1121
StateMENLS.....ooeeviereee e 2422.06, 2422.07
Sequence rules (See also Biotechnology) ........ Chapter 2400
Amendments to sequence listing and computer
readable fOrm ... 2426
Amino acid definition ..., 2422.01
Applications affected, new applications ............. 2421.01
AULNOTIN. e 2430
Background information.............ccccceeevennnnnn. 2401, 2420
Bona fide reply ...oooveveveeee e 2421.03
Changes to TUIES.........cccveveieicie e 2421.04
Coding regions, depiction of............cccccecerennne. 2423.02
Compliance requirement..........c.ccoceevruenen. 2422.07, 2429
Computer readable format requirement................ 502.05
.............................................................. 2422.04, 2425
Database.................. 2421.01, 2421.02, 2421.04, 2422.01
.................... 2422.03, 2422.04, 2423.02, 2424.02
................................... 2424.02, 2425, 2429, 2430
Definitions for nucleotides/amino acids ............. 2422.01
Effective date.......ccccovvvineciiceee 2401, 2420
Exclusive conformance requirement................... 2422.02
Extensions of time ...........ccocoviiiiiciiicce e 2421.03
Format and symbols..........cccocevvivniiinnnns 2423, 2423.01
Form paragraphs ........ccccoocevevieiesisie e 2427.01
Hand-delivery of sequence listings and
computer readable forms.........cc.ccoveeveieienn, 2422.09
Helpful hints for compliance ...........ccccocooiiiiennne 2429
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Informational requirements for
sequence listings..........ccoen... 2424, 2424.01, 2424.02
Mandatory information items................... 2424, 2424.02
Miscellaneous requirements, information ........... 2424.03
New applicationsS.........cccocereireneiinenecseneeeeene 2421.01
Notice to CompPlY .....cccevvvvririecrcrcee, 2421.03, 2427.02
Nucleotide definition............ccccoveieiiicnncnnnn, 2422.01
Numbering of SEQUENCES .........ccovvvrerirenieiriene 2423.02
Numeric identifiers.......coccovvvveev e, 2424, 2424.02
Official copy of sequence listing...........cc.ccoeuenes 2422.04
PatentIn information............ccocoeevevrniiniinenen. 1730, 2430
Presumptions regarding compliance ................... 2422.08
Previously filed identical computer readable
form, reference to ....covvvevvevceicieee e 2422.05
Replacement of sequence listing and
computer readable form...........cccocevvivviieicienennn, 2426
Sample sequence listing ........ccocoovvvveriiinniiieneenn, 2431
Sample Statements.........coevvereineie e 2428
Sanctions for failure to comply ........cc.cccvereenns 2422.07
Sequence identifier requirement..............cccceevnee. 2422.03
Sequence listing requirement ..........c.ccoceeerennnne. 2422.03
Patent Cooperation Treaty (PCT)........... 1823.02, 1848
............................................................................ 2430
Sequence presentation ...........ccoeoveveieneneienenens 2423.03
Sequences embedded in application text............. 2422.03
Sequences iN drawings ......ccocceeeeererenenene e 2422.02
Statement regarding content of paper and computer
readable copies ..........ccccoeene. 502.05, 2422.06, 2428
Statement regarding new matter................ 2422.07, 2428
Summary of requirements ..........ccccevevereresnnnn. 2421.02
Variants of a presented SEQUENCE ..........ccceeveneee 2422.03
Voluntary complianCe .........ccooeoeivenninenccnnenn, 2421.01
WIPO Standard ST. 25, Appendix 2 Tables
Reproduced ..o 2422
Cited .o 2422.01, 2423, 2423.01
Sequences, restriction .........c.cocveeevenencnenienee, 803.04, 2434
SEIIES COUBS ..ttt e 503
Series of dependent claims ..., 608.01(n)
Series, Patent (See Patent)
Service, proof of, in a petition for access .........c.ccceeveuee. 103
Service of citation in patent...........cccccoeviiieineneen, 1901
Service of court papers on Director ..........c.ccocevveennenins 1216

Service of patent owner statement on requestor in ex parte
reexamination 2242, 2266.03
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Sec. No.
Service of papers in inter partes reexamination....... 2666.06
Certificate Of .....cccoeveivvirciiece 2620, 2666.06
Proof of service.......cccocvvvveveennnn, 2666.06, 2666.50, 2667
To patent OWNEr .......ccceeveverveeiiennn, 2620, 2654, 2666.05
To third party requestor .................. 2654, 2666, 2666.05
Shift of eleCtion ... 819
Shoes (See also Search) .........ccocvevveiiiecieieeieieinns 901.07
Shortened statutory period (See also Period for reply;
Statutory period)........c.ccoeveveiiieniininnns 710.02, 710.02(b)
APPEAL.....ccir e 1205, 1214.06, 1215.04
Date of abandonment.........ccccceevvvvevereererennennn, 711.04(a)
DrawingsS......cocoviveieeieiieriene e e sve e se e 608.02(b)
Extension of time...........c.ccoceeeeee 710.02(e), 1002.02(c)
Final rejection ..., 706.07, 706.07(b)
........................................ 706.07(f), 706.07(g), 714.13
Informal application..........cccccocviviniv e 702.01
Information disclosure statement...................... 609.04(b)
OatN e 602.03
QUAYIE....oiii e 714.14
Reexamination, ex parte ........cccccoeevevrvnnns 2250.01, 2263
................................................ 2265, 2273, 2285, 2286
Statutory Invention Registration (SIR) .......... 1103, 1107
Time limits compared.........ccocooeiiienicienenn. 710.02(d)
Signatory Authority, FUll ..........cccoiiiiiiies 1004
Signatory Authority, Partial ............cccccooeveieiineieins 1005
Signature
Alteration in specification signed ............ccccceee. 608.01
AMENAMENT......ceiiiiiii e 714.01
Signature improper .........c.c.ccoeuee. 714.01(a), 714.01(c)
............................................................. 714.01(d)
Signature Missing .......ccoeceveveveseeieereerie e 714.01(a)
Signed by applicant, not by attorney of
FECON ..o 714.01(d)
Signed by attorney not of record ...........ccccoeevriennen. 405
Applicant........c.ccccovennee. 605.04(a), 605.04(d), 605.04(e)
Applicant changes name .... 201.03, 605.04(c), 719.02(b)
Applicant, international application...............c.c....... 1820
Applicant unable to Write............cccoeriinecen, 605.04(d)
Application Papers........ccccovvvvveneeveieerere s 605.04(a)
Attorney or agent not of record...........ccccocevvrvrrnnnnne. 405
Certification, effect of ..o, 401, 410
Continued prosecution application................... 201.06(d)
Correction of name ..o 605.04(c)
Express abandonment ............ccocoeevevivieiennns 711,711.01
Facsimile........coooviiiiiii e, 502.01, 502.02
Full, first or middle name .........cccccooevireinennne. 605.04(b)
Required 0N eVEry Paper .........ccoceeveiveeneienenieesiennas 402
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Title With .o 605.04(e)
Uniformity with name .........ccccooeiinicncinnn, 605.04(b
Signing, continued prosecution application........... 201.06(d)
Signing examiner’s letter.................. 706.07, 707.08, 707.09
Signing file Wrapper ... 1302.13
Simulated tests in the specification........................ 608.01(p)
Simultaneous issue of patents..........cccocevvreienenine 1306.02
Single means claim...........cccoeovininennn, 2164.08(a), 2181
Size of paper (See A4 size paper; Paper size)
Sketch of subject matter of claims..........c.ccceenee. 904.01(a)
SMall BUSINESS ACL......cciiiirreriirieeensees e 509.02
Small Business Administration...........c.ccoeevvervicnnenn 509.02
Small entity status (See also Fee)
Change of StatuS ........ceovireiiiiee 509.03
Claiming StatUS........ccoveveieresnseie e 509.03
Correcting StatUs.........cevververerereseeeereesie e sreseens 509.03
DEfiNition ...c.ocviviieiiecec e 509.02
Established in parent application...................... 201.06(c)
FEES i 509.02
Government organizations .........ccccceveeveveresennenns 509.02
IMpProper PayMeNt..........coceveeieniiesie e 509.03
Independent INVENEO ..........ccccoviiiriiiiie e 509.02
Maintenance fees........ccocoverevererene 509.03, 2515, 2550
Nonprofit organization ............c.cccceevvenen. 509.02, 509.03
REfUND ..o 509.03, 607.02
Small business concern .........cccoecvirvniiicnnenn, 509.02
Statement verified .........ccccooriiiiiii 509.03
Transfer of invention rights...........cccceevineinnnnnn 509.02
Solicitor’s Office (See Office of Solicitor)
Sources of information to disclose.............ccccovvenne. 2001.06
Special application..........c.cccceveiiiiiiienciene. 708 to 708.03
Accelerated examination ...........c.ccoovvveienenenenne 708.02
Allowable application, except for form............. 707.07(j)
.............................................. 710.02(b), 714.14, 1301
Appealed application..........ccccveevevreieveneie s 1204
Applicant’s age, health....................... 708.02, 1002.02(s)
Biotechnology case, small entity............c.ccceuennee. 708.02
CaANCEN . 708.02, 1002.02(s)
Counter-terrorism inventions ............. 708.02, 1002.02(s)
DNA e 708.02
ENEIQY oo 708.02
Environmental Quality Program ...........c......... 1002.02(s)
Five year pendency.........ccoevvveneiineneienennieniennas 707.02
HIV/AIDS ..o, 708.02, 1002.02(s)
Infringement..........cccoeveieie i, 708.02, 1002.02(s)
LSE ot 708.01
Manufacture ........ccoceovrveinieiee e, 708.02, 1002.02(s)
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Sec. No.
Patent printing priority........ccoovevvvvviveieerercnesesenns 1309
Petition to make .........cccovvveveveinennnn, 708.02, 1002.02(s)
Reexamination
EX PAIE ..o 2261
INEEr PAMTES ..o 2661
Reissue application .........cccccoeevvevvvrnnnnnn, 706.03(x), 1442
Remanded by Board.............ccccoovvvviriiiniecicieienn, 708.01
Revived applications. ..........ccooveeeviieieienenenn 711.03(c)
SUPErcoNdUCEIVILY ......ooveviirieiieicire s 708.02
Special examining procedure ...........coceovvvreiicrienne. 708.02
Special Program Examiner (SPRE)........... 103, 706.02(1)(1),
....... 1415.01, 1442.02, 1442.03, 1443, 1448, 1449.01,
...1455, 1456, 1825, 1845.01, 1851, 1896, 2633, 2641
Petitions decided..........ccoveveiiiiciniieeiee 1002.02(s)
SPECIES . 806.01, 806.04, 806.04(b), 806.04(d)
................................... 806.04(e), 806.04(f), 806.04(h)
................................... 806.04(i), 808.01(a), 809.02(a)
Anticipation by a generic chemical formula....... 2131.02
Anticipation of a genus by the species................ 2131.02
Cancellation of species claims................. 821.01, 821.02
Claims restricted t0........ccccvvevvviviiecieeiecieieiens 806.04(e)
Election of (See Election of species)
How recognized.........ccoooeveieneniniieciee e, 806.04(f)
Independent inventions...........cccceeu.ee. 802.01, 808.01(a)
Mutually exclusive characteristics.................... 806.04(f)
ObVIOUSNESS OF ... 2144.08
Patentably diStinCt............ccocooeiviiiiieniieie 806.04(h)
Patentability over genus...........cccocoveveienennnne. 806.04(h)
Plural.......ccoooieiniiiie, 706.03(k), 806.04, 808.01(a)
REISSUE ...ttt 1450
ReJECLiON .....ccvvcvircevce e 806.04(h), 2131.02
Related ... 806.04(b)
Withdrawal of species claim.................... 821.01, 821.02
Specification (See also Disclosure).................. 608.01, 2161
Amendment, manner of making ..........cccccevevvevvvnennne. 714
AITaNgEMENT ......voiviiviiecieiecce e 608.01(a)
Background of the invention.............cccccceeuenee. 608.01(c)
Best mode (See also Best mode)..........ccccceevveiriennnn 2165
Brief description of drawings.............ccccevevvrnne. 608.01(f)
Brief summary of invention...............ccccoeenenee. 608.01(d)
British English spellings in.......cccccvvivvieneieienn, 608.01
British provisional and complete .............cccccoeneeee 201.15
Changes prior to filing ........c.ccccooevennn. 601.01(a), 608.01
Completeness..........cc....... 608.01(p), 2161, 2163 to 2165
Computer lIStS.....oovieiiiieiseecee e 608.05
Confused by amendments.................. 608.01(q), 1302.02
Content Of .......ooeiiiiie e 608.01(a)
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Continued prosecution application................... 201.06(d)
CoPYFIGhES IN ..o 1512
Correction by examiner’s amendment...........cc.ceeeeerenn.
................................................. 1302.04 to 1302.04(g)
Correction by initialing .........ccocoovvviiniiinens 1302.04
Cross-noting of related applications................... 1302.04
Defines claim term ........cccovevvennieninsie e, 2111.01
Derogatory remarks prohibited ............c.ccco...... 608.01(r)
DesCription.........ccoevvvereeniennas 608.01(g), 2163, 2163.02
Design application...........ccoceeveneiineneiciensee 1503.01
Detailed description of invention ..................... 608.01(g)
Enablement (See also Enablement)............cccccen..ee.. 2164
English [anguage ..........ccoceoeiiiniinciciiecceas 608.01
Facsimile transmission ...........cccceveverevennnenennne, 608.01
FONE s 608.01
FOrMAat ..o 608.01
HIUSErAtioNS IN...ceoiiiiiiciee e 608.01
Incorporation by reference ..........ccccoeeveieinnenn 2163.07
Interlineation prior to filing..........c.ccovveveiiienenn 608.01
Language faulty.........cccocevevieiivinie i, 608.01
MISSING PAGES....everveeiieieieie et 601.01(d)
New matter.........ccooeevrvrnenen. 608.04, 706.03(0), 2163.06
Omitted Pages.......ccovrereenernenieinnen, 201.17, 601.01(d)
Paragraph numbering .........cccocevvvenininnenae 608.01, 714
PartS....c..ooeieiese e 608.01(a)
Provisional application...........cccceoeveinncncnnne 601.01(b)
Reference characters corrected...........cc.coceveuennen. 1302.04
Reissue application..........ccoccovereienensiencnee e, 1411
Requirements for ... 2161
RETUIM ..t s 608.01
REWIITEN ... 608.01(q), 1302.02
SIGNATUIE . 605.04(a)
Substitute, amendment including ............. 714.19, 714.20
Substitute specification .......... 608.01(q), 714.19, 714.20
Pre-Grant Publication...........c.cccocovvinnene. 502.05, 1120
Summary of iNVENtioN ........cccoeeveiineniiene, 608.01(d)
Table submission on compact disc................... 608.05(b)
Terminology basis for claims............ 608.01(0), 2163.07
Title of INVENLION.....ccccoiiii 606
Title of invention changed...........ccoocevviievcriviennne 606.01
Trademarks iN......cccoovvviieiiinee s 1512
Transfer to another application............c.cccceeuenee. 608.01(t)
Written description (See also Written description) ..2163
Specimen, Composition of matter ...........cc.cccevvevinnene 608.03
Specimen, Handling.........ccccocoovvveve e, 608.03(a)
Specimen, Plant application...........cccccvvevevieiieiinsninennn, 1607
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Sec. No.
Stamp
Drafting, no longer required ..........cccccceevvennennn. 608.02(0)
Technology Center date...........ccooevereeininieininene 714.18
Office date .........cocuenen. 502, 505, 506, 710.01(a), 714.18
Statement applying the prior art in an ex parte
FEeXamMINALION .......cvveiiiicirie s 2217
Statement applying the prior art in an inter partes
FEEXAMINALION ...t 2617

Statement, Examiner’s (See also Action)
Statement by inventors when changing inventorship. 201.03

Statement by owner in ex parte reexamination............. 2249
Statement of allowability by Board..............c.co..... 1213.01
Statement of invention, coextensive
With Claims ..o 608.01(d)
Statement of invention, reviewed on allowance....... 1302.01
Statement, Prior art (See also Prior art).......... 201.06(d), 609
Status INQUITIES ...c.veveiecircecece e 102, 203.08
Congressional .........ccoeveiiieiinineeeeeee e 203.08(a)
Maintenance fEeS .......covvvrerieiire e 2570
WNhite HOUSE ....ccovvreieiecieeee e 203.08(a)
SEALUS TEHEET .. 203.08
Status letter database..........ccocvvvivvernienennirisene 203.08
Status of application............ccoceviiiiiiiiini e 102, 203
Abandoned.........coooiviieiiii 203.05
Allowed OF INISSUE ....cvvveriiirieic e 203.04
AMENAE......cviiiiciee e 203.03
INCOMPIELE ..o 203.06
NEW....ciiitiieiste ettt 203.01
Parent patent application............c.ccoceoeenenns 102, 201.11
Priority Claims.........ccccvivie i 102
Published application ...........ccccoeevveneieneniceneee, 1128
Referred to in foreign patent............ccccocevereiennnnnn 102
REJECIE ... 203.02
Statute, CItation.........cccevveie e, Introduction
Statute of limitations
Citation of prior art.........ccccvveeveiiveinieiese e 2204
Term of biological material deposit..............c........ 2408
Time for requesting ex parte reexamination .. 2210, 2211
Time for requesting inter partes reexamination....... 2611
Statutes
Atomic Energy Act Cited ..........ccocevevennen. 120, 140, 150
.................................... 706.03, 706.03(a) to 706.03(b)
Freedom of Information Act...........ccccc.c... 1002.02(k)(2)
Public Law 87-333 Cited ........cccceovverenereiniirenns 201.13
Public Law 94-131......ccccovviviiiieincnieesienns 608.01(n)
Public Law 96-517................... 509.02, 2201, 2209, 2501
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Public Law 97-247 .......ccccoevvreine. 509.02, 509.03, 511
............................................................ 711.03(c), 2501
Public Law 98-622 ..........ccccovviiviniiieriee e 605.07
................................................... 706.02(k), 804, 2501
Public Law 100-418, Section 9101(c), (d) .....ccvcvneeee. 140
Public Law 102-204 ........cccooeiviiieeneece e 2501
Public Law 102-444 .........c.cccooeiviiiieiiieieeseese e 2501
Public Law 103-465................ 201.03, 201.11, 601.01(d)
............................... 706.07(g), 707.05, 715, 715.07(c)
.................................... 803.03, 804.02, 2132, 2138.02
Public Law 105-358 .......ccceieiieieenierecie e 2501
Public Law 106-113........... 201.04(b), 201.11, 201.14(b)
........................... 505, 510, 512, 706.02(a), 706.02(k),
................................................ 706.02(1)(1), 715, 1402
....... 2201, 2273, 2279, 2501, 2601, 2602, 2611, 2642
Public Law 107-273 Cited.............. 706.02(a), 706.02(k),
........................ 706.07(a), 2201, 2242, 2258.01, 2273,
............................................... 2279, 2601, 2612, 2683
Public Law 108-453 Cited.......... 706.02(k), 706.02(1)(1),
............................................. 706.02(1)(3), 804, 804.03
.............................................................. 2136.01, 2146
Public Law 506 (81st Cong.) Article 136 Cited
..................................................................... 604.03(a)
Revised Statute of 1874..........cccccevvvcvvvennnn. Introduction
5U.S.C.552(8) cccieieirieieienieisenieesie e 2422, 2423
5U.S.C. 6103 Cited .....coocvrvrreriirirriserieiseseenienns 710.05
TU.S.C. 2321ttt 1612
10 U.S.C. 140(C) Cited....ooueerereririririeirieieesieieeeeane 120
15 U.S.C. 15(b) Cited......ccevrrrerrerirerreeeeseieeseeane 101
15 U.S.C. 1062 Cited .....ovvvvreeririirieiniereeenieeecsieeens 513
17 U.S.C. 401 Cited ..cooovereieieeveeee e 1512
17 U.S.C. 909 Cited ......ccvvvvererreecnnn 608.01, 608.01(v)
18 U.S.C. 1001
Cited...oeiiieeee s 402, 711.03(c)
...................................... 715.04, 716.02(Q), 2428
Reproduced .........ccoeieiiniiiccee e 602
18 U.S.C. 1905 Cited ....cooovrveiriririririenrieeeseieeeie 101
18 U.S.C. 2071 Reproduced............coevrerevnereeinnnes 101
18 U.S.C. 2331 708.02
20 U.S.C. 1000 Cited ......ccvrvrrerererririrenicrirenieneenns 509.02
26 U.S.C. 501 Cited .....covvvvrrerrriiieisieriscsieiscniens 509.02
28 U.S.C. 1745 Cited ....coovvverveieiseisc e 901.05
28 U.S.C. 1746
CILE. ..t 602
REProduCed .......c.ccevveieiiiecrceeeee e 602
35 U.S.C. 2 Reproduced ........ccccovevvevieivenrenieniesinannan, 1001
35 U.S.C. 3Reproduced .......c.cceoeevveierienenenenienien 1001



INDEX

Statutes--Statutes
Sec. No Sec. No
35 U.S.C. 4 Reproduced ........cceevvveveeerierierieninseennnns 309 35 U.S.C. 153 Reproduced ........cccccevevvrnrennnnnnnn, 1309
35 U.S.C. 6 Reproduced .......ccccoveivrerieenerieinnienas 1202 35 U.S.C. 154 Reproduced .........ccccocervverervnerinnnnn, 2701
35 U.S.C. 7 Reproduced .......c.ccccoevrreirenrennnnn. 901.06(a) 35 U.S.C. 154, former, Reproduced ...........c.ccoeueene. 2720
35 U.S.C. 8 Reproduced .........ccccvrerererircniriniennn. 903.01 35 U.S.C. 156 Reproduced ........ccccovueierenireriririenen. 2751
35 U.S.C. 21 Reproduced .................... 511,513,710.05 e 2752, 2755.01, 2758, 2759
35 U.S.C. 22 Reproduced .......c.ccoovvvvveveeereennnnn, 608.01 35 U.S.C. 157 Reproduced ........cccccevevvrnnennennnan, 1101
35 U.S.C. 25 Reproduced .........ccccovvvvrerinirininiennnnns 602 35 U.S.C. 161 Reproduced .........ccccecervrervernnerinennn, 1601
35 U.S.C. 26 Reproduced ..........cccoovvvreienirineniennenns 602 35 U.S.C. 162 Reproduced ..... 804, 1605, 2105, 2403.02
35 U.S.C. 41 Reproduced ................... 2268, 2501, 2668 35 U.S.C. 163 Reproduced ........ccccevvrererrenrerereenen. 1601
35 U.S.C. 42 Reproduced .........ccocoovvrevenirinnne. 607.02 35 U.S.C. 164 Reproduced .........cccocervvereienenniennes 1608
35 U.S.C. 100 Reproduced .......ccccevererererennnnnnnns 701 35 U.S.C. 171 Reproduced ........c..ccvnuene. 1501, 1504.01
35 U.S.C. 101 Reproduced ................ 701, 804, 2107.01 35 U.S.C. 172 Reproduced .................. 1504.02, 1504.10
35 U.S.C. 102 Reproduced ..706.02, 706.02(a), 1504.02 35 U.S.C. 173 Reproduced .........ccccevuevererureririreenen. 1505
........................................... 1857.01, 2131, 2132, 2133 35 U.S.C. 181 Reproduced .........cccevevrvrrernrennnenn. 115
...................................... 2133.03(c), 2134, 2135, 2136 35 U.S.C. 182 Reproduced ...........c.ccevvenveneene... 706.03(S)
....................... 2137, 2138, 2217, 2258, 2301.01, 2617 35 U.S.C. 184 Reproduced ....................... 140, 706.03(s)
35 U.S.C. 102(e), former Reproduced .................... 2136 35 U.S.C. 185 Reproduced ...........ccovevnneen. 140, 706.03(s)
35 U.S.C. 103 Reproduced ................... 706.02, 706.02(1) 35 U.S.C. 186 Reproduced ..........cccccereveereninenneens 140
................................... 706.02(1)(1), 706.02(n), 804.03 35 U.S.C. 187 Reproduced .........ccceeervrererinenennnnn. 140
.................................................... 1504.03, 2141, 2146 35 U.S.C. 188 Reproduced .........ccccevevvvevrivenernnnnnn.. 140
35 U.S.C. 104 Reproduced ............... 715.07(c), 2301.01 35 U.S.C. 251 Reproduced .........c.ccceevneee. 1401, 1412.03
35 U.S.C. 111 Reproduced .............. 201, 201.04(b), 601 35 U.S.C. 252 Reproduced ........ccccoveeverenieiririnnenen, 1460
35 U.S.C. 112 Reproduced ........c.ccoeevrervnernennns 1504.04 35 U.S.C. 253 Reproduced .........ccccoeevvvereieneninennes 1490
35 U.S.C. 113 Reproduced ........c.ccoevvrerevireennes 608.02 35 U.S.C. 254 Reproduced .........ccccocervvereienernennes 1480
35 U.S.C. 114 Reproduced .......ccccvevvevvevveriervennnnns 608.03 35 U.S.C. 255 Reproduced ........cccccevevvnvnesnernnnnn, 1481
35 U.S.C. 115 Reproduced .......ccccoevvrernvrininnrennn 602 35 U.S.C. 256 Reproduced .........cccceverererennnnne. 1481.02
35 U.S.C. 116 Reproduced ..........cccoeueneee 409.03, 605.07 35 U.S.C. 261 Reproduced ..........cccoerevrenvicrnennnenns 301
35 U.S.C. 117 Reproduced ........c.ccoecerevriennnn 409.01(a) 35 U.S.C. 262 Reproduced .........ccccoereireneicrnennnenns 301
35 U.S.C. 118 Reproduced .........cccocevvrvrvrenennne 409.03 35 U.S.C. 267 Reproduced .........ccccoereirenniriennnenn 710
35 U.S.C. 119 Reproduced ........ 201.11, 201.13, 201.16 35 U.S.C. 293 Reproduced ........ccccevevererieninrennns 302.04
35 U.S.C. 120 Reproduced ...........c....... 201.11, 1504.20 35 U.S.C. 294 Reproduced .........ccceevvvverenineerinieeenen, 311
35 U.S.C. 121 Reproduced ........cccooevererenunnnn 802, 804 35 U.S.C. 301 Reproduced.........ccccevrurerenene 2202, 2602
35 U.S.C. 122 Reproduced ................... 101, 1120, 1122 35 U.S.C. 302 Reproduced .........cccecervveereieneninennes 2210
................................................ 1123, 1124, 1132, 1134 35 U.S.C. 303 Reproduced .........ccocvvevrvrvrnnnnarnnnn. 2240
35 U.S.C. 131 Reproduced .......cccceveveerererernnnnnnns 701 35 U.S.C. 304 Reproduced ........ccocevevvnvrennarnnnnan, 2246
35 U.S.C. 132 Reproduced .......... 706.03(0), 706.07(h) , 35 U.S.C. 305 Reproduced .........cccovurerinnnnes 2254, 2261
.................................................................... 2304.04(b) 35 U.S.C. 306 Reproduced ...........ccccenueeee... 1216, 2273
35 U.S.C. 133 Reproduced ................... 710, 2268, 2668 35 U.S.C. 307 Reproduced .........ccccovervrenenes 2288, 2293
35 U.S.C. 134 Reproduced .......cccoevvevvevererennrnenns 1204 35 U.S.C. 311 Reproduced ........cccecevevvrnieineinnnan, 2610
35 U.S.C. 135 Reproduced .......ccccevvevvevvevvernennn, 2301.01 35 U.S.C. 312 Reproduced ........cccccevevvrniennainnnnn, 2640
35 U.S.C. 141 Reproduced ........cccccoereruernene 1216, 2683 35 U.S.C. 313 Reproduced .........cccceverenerencniennnn 2646
35 U.S.C. 142 Reproduced ........ccccorveerirneennae 1216.01 35 U.S.C. 314 Reproduced ............. 2654, 2661, 2686.04
35 U.S.C. 143 Reproduced ........c.ccocecvrverenernnncns 1216.01 35 U.S.C. 315 Reproduced .........cccocervvernieneninennes 2674
35 U.S.C. 144 Reproduced .......ccccvevvevvvrvevvernennn 1216.01 35 U.S.C. 316 Reproduced ...........cccvevrernnnenn 2688, 2693
35 U.S.C. 145 Reproduced ........cccceoeveenenerencnnenn 1216 35 U.S.C. 317 Reproduced ........cccccevverereriennnnne. 2686.04
35 U.S.C. 146 Reproduced ........cccccoevenenerenicnnenn 1216 35 U.S.C. 318 Reproduced ........ccccceverereernnnnnne. 2686.04
35 U.S.C. 152 Reproduced ..........ccoceevrenevreriinicnnenns 307 35 U.S.C. 361 Reproduced .........ccccocevverceneniniennn. 1805
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Statutory authority of Director-- Substitute oath

Sec. No.
35 U.S.C. 362 Reproduced .......cccoevveveevererennrnnnns 1840
35 U.S.C. 363 Reproduced .......cccocevvevveveieienrnnnenns 1810
35 U.S.C. 365 Reproduced .......c.ccoevvreveeninnnene 201.13(b)
35 U.S.C. 371 Reproduced ........ccccorvenirerennnas 1893.01
35 U.S.C. 373 Reproduced ........c.ccoeeereeneneinnneneas 1810
35 U.S.C. 374 Reproduced ..........ccevvenenne. 1857, 1857.01
42 U.S.C. 141 Cited...cevrereeerieeeseeesieeeseieeena 120
42 U.S.C. 181 Cited....covrererrerririiririeiecireee e 120
42 U.S.C. 2182 Reproduced ........cccvererireneirienan, 150
42 U.S.C. 2457 Reproduced .......c.ccccvvrverireneininnnn, 150
Statutory authority of DIreCtor .........ccccoevvevevverencrennnns 1001
Statutory bar..........c.cceee.ees 706.02(a), 2133 to 2133.03(e)(7)
Foreign application ..........ccccoceveiiiennns 201.13, 1504.02
OVEIrCOMING ..cvevenieeirieieie e 706.02(b)
Rule 1.130 not available ..., 718
Rule 1.131 not available ..., 715
Statutory classes of invention, utility .................... 706.03(a)
Statutory disclaimer (See Disclaimer; Terminal disclaimer)
Statutory estoppel in inter partes reexamination........... 2601
................................................................... 2612, 2614
Statutory Invention Registration (SIR).................... 409.03(j)
................................................................ Chapter 1100
Defensive publication compared.............cccoceveeene 711.06
Effect Of ..o 1111
EXamination ..........ccooeeonneinsensecenee 1101, 1103
Provisional application ..........cccceceveveveniennsesnnn, 1101
Publication of ..., 1111
Refund of fee ..o, 1109
Rejections using.........ccccveeevuenae 706.02(a), 901.02, 2136
REQUESE TOF ....viiiieceece e 1101
Secrecy order application...........cocoevvevieieieieinninns 1103
Statutory period (See also Period for reply: Shortened
statutory period) ........ccoceevereinenncnnenn 710.01, 710.01(a)
Abandonment for failure to reply ........ 711.02, 711.02(a)
APPEAL....eieree e 1205
Broadening claims in a reissue application......... 1412.03
COMPULEA. ... 710.01(a)
Date from which period runs ..........c.ccccoeveinennn 710.06
Date of abandonment.........cccccevvevevevernsennnnnne, 711.04(a)
Full statutory period.........ccccovvvveveiveieeresese e 130
Not extendible..........ccoeviiriiinineeee 710.02(e)
Postal service emergency........ccoceoveovvereivnencienennas 511
Property rights statement ...........ccococeveiinnincieenns 150
Reexamination, ex parte ........cc.cceevevvevvervennenn, 2265, 2272
Reexamination, inter partes............ccococvevennn. 2662, 2665
Secrecy order application..........cccccovvevvvvrniniennnnienn, 130
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Sec. No.
Shortened statutory period (See Shortened statutory
period)

Two periods for reply set .........c.cce.eee. 710.04, 710.04(a)
Stay of reexamination

EX Parte...ooiiiiie e 2284, 2285

INter PartesS.......ccoocvevevee i 2686.03, 2686.04
Stay Of FEISSUE......coveviiieiceec e, 1442.02, 2285
Stockholm Revision, Paris Convention (See also Treaties)

.................................................................. 201.13
Strasbourg Agreement (See also Treaties)........c........ 903.09
STIC (See Scientific and Technical Information Center
(STIC))

Subclass, list of patent nUMDBErs.........ccccvvviinnne, 902.03(c)
Subcombination

Aggregation and.........ccccoeevvrienneineieere e 806.05(a)

Combination and ..........ccceereirinniineneens 802.01

SPECIES ..ttt 806.04(b)
Subgeneric Markush claims............cccccveiiinenns 2173.05(h)
Subject matter, design patent............c.cceeuennen. 1502, 1504.01
Subject matter, NONStatutory ..........cccccevvevververvennenn, 706.03(a)
Subject matter combinations............ccccoceeeienennnn 903.02(b)

Submission of amendment or showing of facts after Board

decision 1214.01
Submission of patents or publications, third party....1134.01
Submission to classification unit

Classification of application............ 903.08(d), 903.08(e)
Patentability report..........ccccooveiiniinincnnne, 705.01(a)
Submission of prior art by applicant...................... 707.05(b)
Submission of information by applicant................ 704.12(b)
............................................ 704.14(b), 707.05(b)
Subpoena by court, Application file ..............c.c..... 1216.02
Subpoena of eXaminer ... 1701.01
Subscription correspondence address..................... title page
Substantial new question of patentability
In ex parte reexamination................ 2216, 2242, 2258.01
In inter partes reexamination ............c..ccvvin. 2614, 2616
......................................................... 2617, 2640, 2642
Substitute application (See also Application)
.................................................................... 201.09, 201.10
ASSIGNMENT....c.veieeciise e 306
Copendency 1acking .......ccccevvevvevienevenene e 201.11
Definition ......ccccoviiiiiiice e 201.09
Does not carry ownership from parent..................... 306
File wrapper/history notation ...........ccccceevvvvvnnnnnn, 202.02
Reference to parent application................ 201.09, 201.11
Substitute attorney or agent........c.cccevveveveniiiieseeieeneeiens 406
SUBSEItULE 08EN ....oveeeiiciee e 602.02



INDEX

Substitute page--Term, Patent

Sec. No.
SUDSEITULE PAJE ...evvveveesiecir e 714.20
Substitute specification ...608.01, 608.01(q), 714.19, 714.20
Amendment incorporating............... 714,714.19, 714.20
NEW MALLET.....viieiiiiiieie e 608.01(q)
Sufficiency of disclosure affidavit ..........cccccocevvrivinnnne, 716
‘Sufficient cause’ for extension of time in ex parte
FEEXAMINALION ....c.viviieiiiiieirie s 2265
‘Sufficient cause’ for extension of time in inter partes
FEEXAMINALION ..c.viveiiieeieieee e 2665
Suggested claims, Failure to make.............c.ce..... 706.03(u)
Suggestion of allowable claims
by examiner.........cccocvivivviececincsece e, 707.07(j), 713.01

Suggestion of claims for interference.2304.03 to 2304.04(b)
Suggestion of claims for interference,

time limit ..o 710.02(c)
Summary of action PTOL-326.........ccccceevevvererenieresinens 707
Summary of iNterview.........ccoceevvvvvieevnenenn, 713.01, 713.04
Summary of INVENtION........cccoiiiiiiiic e 608.01(d)
Sunday or holiday, effect on time for reply..................... 502

.................................................. 505, 513, 710.05
Sunday or holiday, effect on reference................... 706.02(a)
Supervisory applications examiner ...........ccocccvevvenenn, 714.13
Supervisory patent examiner-................. 705.01, 707, 707.02
.................................... 708.03, 713.01, 713.08, 714.05
............................... 714.13, 714.16, 714.16(d), 714.18
............................... 812.01, 903.08(b), 1207, 1207.01,
............................ 1207.02, 1207.03, 1211.01, 1214.07
...................................... 2233, 2236, 2237, 2238, 2248
.............................................................. 2271.01, 2287
............................ 2633, 2636, 2637, 2638, 2641, 2648
.................................................... 2671, 2671.03, 2676
Petitions decided DY ........cccoeoeiiieiiiiniiee 1002.02(d)
Supervisory review, Rule 1.817 .........ccccoovvvinenn 711.03(d)
Supplemental action...........c.cooeevveriiennennen. 710.06, 714.05
Supplemental Amendment............ccoeveveeveeierenennn. 714.03(a)
Supplemental Application Data Sheet (ADS)............ 601.05
Supplemental examiner’s answer................... 1207.05, 1211
Supplemental oath or declaration............cccooeevveniinnnn. 603
After allowance...........cooeovveernicinnns 603.01, 714.16
REISSUE.....coieererece e 1414.01
Surcharge for late payment of fees

in international application............cccooveneniiinnnnnn, 1827

Surface ornamentation ..................... 1502, 1502.01, 1503.02
..................................................... 1504.01, 1504.01(a)
..................................................... 1504.01(c), 1504.03

Surrender of patent (not required) ........ccccoveevrerecenenas 1416
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Sec. No.
Suspension

Applicant’s request fOr........ccocoveiverisieneicesecce 709
Decided bY .......ccoovvrieniiiiine, 709, 1002.02(c), 1004
Deferral of examination ............cccccoevevieninienencnen 709
Ex parte prosecution during interference............. 2307.03
Not permitted if outstanding Office action................. 709
Of action, because of litigation..........cc.ccoceevverinenns 1213
Of action, by OffiCe........ccccoeniiiriniieee 709
Overlapping application ...........ccoceevervinenicninnn 709.01

Reexamination
EX PAIte.....coivicieieieecece e 2283, 2284
INter PArteS......cccoveiviiiiiiere e 2640, 2686.01
Request for, in CPA ... 709
Request for, iIN RCE ... 709
RUIES.....coiiteicece e 1002
Secrecy order application ...........ccocvevevenieiiesesnennn, 2306
Supplemental Reply ..o, 709

Swearing back of reference (See Affidavit, swearing back of
reference (37 CFR 1.131))

Symbols, Drawing ......c.ccceveveieiesiesesiesieeseseesesennens 608.02
T
Tables submitted on compact diSC..........cccevrvenene 608.05(b)
Technical dOCUMENtS........cccvvevvvere e eecseee s 901.06(a)
Technical reJections........ccccevevevie s 706.03
Technical support staff duties (See Manual of Clerical
Procedure)
Technology Center Director (See Director of Technology
Center)
Technology Center, papers sent to wrong .................. 508.01
Technology Center Working Group 3640 (security group)
............................................... 121, 130, 1002.02(c)(1)
Telephone call, multiplicity rejection.................. 2173.05(n)
Telephone NUMDETS........cccveieicece e 1730
AHOIMEY ..o 408, 713.01, 714.01
EXAMINET ..c.viiiiiiieece s 707.08
General information ..........ccoccoevevereieienese e 1730
Telephoning of attorney to examiner.................. 408, 713.01
Term, Patent ... 707.05, 2701
Adjustment of ...... .o, 2701, 2710, 2730
........................... 2731, 2732, 2733, 2734, 2735, 2736
Determination of .........cccccoveiiii i 2733
Due care ShOWING.....ccccceovvveveiieree e se e 2734
Grounds fOr.......covvieniireeee e 2730
Period Of .....ooviiiicc s 2731
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Terminal disclaimer-- Time to pay maintenance fees

Sec. No.
Reductions t0.......cccvrriiereiriere e 2732
Request for reconsideration..............ccccoceevenvnnenn 2735
Third party Papers .......ccoceeererereeenieee e 2736
Continued prosecution application................cccccee.. 2701
Deposit of biological material...............cccovvviiinnns 2408
=] oo S 1502.01, 1505
DiIVISIONAL......ovviviiiiiiee e 201.06
Extension under 35 U.S.C. 156
FDA regulatory review and..................... 2750 to 2758
Deadling.......ccooovvvveienennnniinns 2754.01 to 2754.03
Duty of disclosure and ...........cccccevvvvrivrrnnnnnn. 2762
Interim extension ..........cccccevvee. 2755.01, 2755.02
Specific Products
Animal drugs......ccooeveveren vnes 2750, 2751, 2758
Antibiotic drugs.......c.ccoevvrveiiernnenien 2751, 2758
Color additives..........2750, 2751, 2754.01, 2758
Food additives ........... 2750, 2751, 2754.01, 2758
Medical devices.............. 2750, 2751, 2753, 2758
Veterinary Biological Products ................... 2750
............................................. 2751, 2756, 2758
Third party Papers.......ccccevveiveveevevenesesennens 2736
Withdrawal ... 2761, 2764
USPTO delays and ...........ccocevevenininicieienei 2710
FOMBIGN ..t 901.05
Transitional practice ...........ccceeevvrnnnne. 706.07(g), 803.03
ULHIEY oo 2701
Terminal disclaimer (See also Disclaimer) ................... 1490
Avoiding double patenting rejection................. 706.02(k)
.................. 706.02(1)(3), 804.02, 806.04(i), 1490
Certificate of correction and ............c.ccceueneen. 2701, 2720
Continued Prosecution Application (CPA).............. 1490
Continuing applications ...........cccooeeieienenic e 1490
Copending applications procedure..........cc.ccoceevruenae 1490
Informal Memo ..o 1490
Request for Continued Examination (RCE)............. 1490
REISSUE.....eoiviveiriicieeee 1410.01, 1451, 1490
Required for revival ..o 711.03(c)
ROULING v 1490
SIGNALtUIe IN ..o 402, 1490
Situations where not applicable ..............ccccovene. 804.03
Withdrawal of ..o 1490
Terminology in application................... 608.01(g), 608.01(0)
............................................... 706.03(d), 1302.01
Termination of proceedings ...........cccv.ee.e. 201.11, 711.02(c)
Ex parte reexamination...........ccooeevereienieieseneaennens 2294
Inter partes reexamination...........ccccccvevevererenennenn 2694
TESS (Trademark Electronic Search System) .............. 1703
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Sec. No.

TeSt COMMENTS.....ecveieieece e 707.07()
Testamentary, Letters (See also Administrator or executor)

..................................................................... 409.01(b)

Testimony, eXaAMINET ...........ccoevrereeneneeneeeeens 1701.01

Testimony, public use proceeding ........c.cccceevrererienen. 720.04

Tests, comparative (See Affidavits, traversing rejections (37
CFR 1.132))

Third aCtion CASES.......cceeveiereie e 707.02

Third party reply in inter partes reexamination (See
Reexamination, Inter partes: Response by third party)

Third party requestor (See Reexamination, Inter partes:
Response by third party)

Third party submissions/inquiries/correspondence in

published applications ...........cc.ccoveevernienns 1134, 1134.01
Time and Activity Report......c..ccccceveveieicnnnnenn, 1704, 1705
Time for claiming benefit of earlier application.......... 201.11
Time for deciding Director

initiated reexamination ............cccccoocevviiennnnnne. 2211, 2239
Time for deciding reexamination request..............c........ 2241
Time for filing papers, right of priority ................ 201.14(a)
Time for filing Petitions..........cccooeiiiiieienn, 1002
Time for requesting reexamination

EX Parte...ccviieiie 2210, 2211
INEEE PAITES ..o 2611
Time for reply (See also Period for reply).......... 702.01, 710
Time for reply to action in reexamination
EX Pare ..o 2263
INEEE PAITES ....eiiiiiciiceie e 2662
Time Hmit ..o 710.02, 710.02(c)
For making suggested claims..........c.ccccccevenene 710.02(c)
International preliminary examination report (IPER)
..................................................... 1879.01, 1879.01(a)
International search report (ISR) .........cccccovvnenn. 1843.05
Period for reply ... 710
Permanent ink COPY .....ccoviveeeriereriesieneseesieseeneenes 714.07
Priorart filing.......cccccoovviviivciiiecce e 2204
Reply to final rejection..........cccocviiiicicinnnene 706.07(f)
Restriction requirement ...........ccoceeevrereinenccnenns 811
Rewrite claims following Board decision ........... 1214.06
Shortened statutory period compared to................ 710.02
.................................................... 710.02(b), 710.02(d)
Statutory period.........cocceeeeereniiieninennns 710.01, 710.01(a)
Transfer of application ..........cccevvvinnciennn 903.08(d)
TWO Periods runNNINg .......cccevvresveieereereseseseeanens 710.04
Time period for owner’s statement.........cccccovveereieriennn, 2249
Time reporting .....cooveeeveeeeneesereennens 2238, 2638, 2671.03
Time to pay maintenance fees ..........ccooveniiiiiininenns 2506



INDEX

Timely submission of protest--Treaties

Sec. No.
Timely submission of protest.........c.ccoevevevvrieiinnnnns 1901.04
Title conveyed by assignment............... 201.12, Chapter 300
Title documents, handling ..........cccocooeiiiiniiiiiee, 317
Title of invention..........ccccviiiiiiiene 606, 1893.03(e)(1)
Change by examiner ........ccccceeevrennnn 2660.02, 2686.03
Design application ..........ccccccevevvnee. 1503.01, 1504.01(a)
Amendment Of ... 1503.01
Use of Trademarks in ..........ccocveiininininiencn 1512
International application ...........c.ccccvvvveiiineinennnn, 1821
Plant patent application...........ccccocevvvireneienennennn, 1610
Reviewed at iSSUE.........ccccvreriereninienen, 606.01, 1302.01
Title rePOrt.....cvcc e 303, 320, 2287
Titles of USPTO Officials............... Title Page (reverse side)
Title with signature ..., 605.04(e)
Trade secret material ..........ccoceeverniiiinnennnn, 724 to 724.05
Completeness of file wrapper .........cccceveveveenenn 724.01
Materials submitted covered
by 35 U.S.C. 122 ..o 724.04(a)
Method of SUDMIttING........ccovveriiiiic 724.02
Office treatment and handling ................. 724.04, 724.06
After publication ..o 724.04(a)
Petition to expunge materials..........cc.ccooeeveivinennns 724.05
Reexamination under 37 CFR 1.11(d) .............. 724.04(c)
Reissue under 37 CFR 1.11(D).....ccocevvvvrennenne 724.04(b)
TYPES OF e 724.03
Trade secret submission label ..........cccccooeevveenniiiennn, 724.02
Trademark and trade name................... 608.01(v), 706.03(d)
........................................................ 2173.05(u), App. |
Design patent, relationship to .........c.ccocvcvrenvinennn 1512
Misuse in patent specification.............c.ccocevvenen. 608.01(v)
Trademark Manual of Examining Procedure.......... Foreword
Trademarks, Partial list Of ...........cccooviiiinnnnne Appendix |
Transfer of application
After amendment ...........cocooeiiiniiiineineee 903.08(c)
After classification decision...........c..ccccevvernennn. 903.08(g)
Allowable application...........cc.cooeevriennn. 903.07(b), 1305
Decision of classification examiner .................. 903.08(f)
Divisible iNVeNntions ...........ccocvvvviveierenene e 812
INtErferenCe ...ccevvevece e 2304.01(b)
NN S 903.08(a)
Notification of applicant...........cccccoeveivnieneieiennn, 903.08
Outside Technology Center ..........ccccoveveenienne 903.08(d)
Primary examiner’s authority ...........cc.cooeeenencnen. 903.08
Procedure......ccccoovvvvevevencnesesienn 903.08(a), 903.08(d)
Secrecy order application..........cccccvvevvverninieninnsienns 130
Submitted to classification examiner ................ 903.08(d)
Within Technology Center............cccccovvennnnnen. 903.08(d)
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Sec. No.
Transfer of class or SUDCIasS...........coovvveriieieinieen, 903.05
Transfer of drawing ........ccccocvveiieieieneise e 608.02(i)
Transfer of reexamination
EX PAre ..o 2237
INEEE PAITES ..o 2637
Transfer of rights to patent or application .................. 509.02
Transfer of specification prohibited.............c.cce... 608.01(t)
Transfer of U.S. patent ........ccccovvieininniience e 903.05
Transitional application (See also Application)
After final practice .........ccooevvirinviiiiiie 706.07(9)
Generic claim allowable..........c..cccoveeveiviienenn, 803.03(b)
Linking claim allowable............ccccooniniiinnnne 803.03(a)
Patent term ........coee i 2701
Restriction practice.........ococvvevvvereiencneeneieiees 803.03
Transitional Phrases..........cccvvvvevievvsiesieeiesese e 2111.03
“Characterized by” ......cccoevveveieicie s 2111.03
“CoMPOSEd OF ... 2111.03
“COMPIiSING” .oveeieeeeeeee 2111.03, 2173.05(h)
“Consisting essentially of”...........cccooevviniinennns 2111.03
“Consisting of” ... 2111.03, 2173.05(h)
HCONAINING” ..o s 2111.03
Translation, foreign application or foreign
Priority dOCUMENT.......ccerveiriiiciieiee e 201.15
Translations index in STIC ... 901.06(a)
Translators in the U.S. Patent and Trademark Office
.............................................................. 901.05(d), 901.06(a)
Transmission, certificate of (See Certificate of mailing or
transmission)
Transmittal Fee, PCT....ccoooovveeiiiieece e 1827
Traverse, answer all matters........cccccovcvvevvevvernnnnn, 707.07(f)
Traverse, division or species requirement .............coco...... 818
........................... 818.03 to 818.03(d), 821.01, 821.02
Traverse, rejection of linking claim....................... 818.03(d)
Treaties
Benelux Designs Convention (See also
Design application) ..........cccceeevvenenn 201.13, 1504.10
Budapest Treaty (See also Biotechnology;
MiCroorganisms) .........coceeeererenereneniecnnen, 901.05(b)
.......................................... 2402, 2404.01, 2405, 2408
................................ 2409, 2410.01, 2410.02, 2411.01
European Community DeSign ........ccccceevvvvvrinannas 1504.10
European Patent Convention....................... 901.05, 1817
......................................................... 1840.01, 1865.01
GATT ot 2138.02
Hague Agreement (See also Design application)
........................................................... 201.13, 1504.10
Hague Convention.............. 409.01(b), 602.04(a), 604.04
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Sec. No.
Inter-American Convention ...........ccococevevvenienenn 201.13
Libreville Agreement............ccoevevvevieveiieiennieannas 201.13
NAFTA ..o 201.04(b), 715, 715.07(c), 2138.02
Paris Convention............cccceeevevencienienne. 201.13, App. P
Patent Cooperation Treaty (PCT) ............... Chapter 1800
........................................................... App. Al, App. T
Strasbourg Agreement .......cccceeveveeeereeveseesreseens 903.09
UPOV Convention (See also Plant patent) .... 1612, 1613
Uruguay Round Agreements Act (URAA)....... 201.04(b)
.......................................... 715, 715.07(c), 2701, 2132
TRIPS Agreement (Trade-Related Aspects of Intellectual
0] 01117 S 1801
TUDBIS .o e 1601
Twenty year term (See Term, Patent)
Two month delay period in reiSSUES.........cocvvererererenns 1441
Two periods for reply running .........cccocevevvivvvnivinenns 710.04
Type font.....cocoiieicccece e 608.01, 1504.01(a)
U
Unavailable inventor .........c.ccocceveiniencineiennns 409, 409.03
Unavoidable abandonment (See Abandonment)
Unclaimed disclosure, reservation .............cccceeeeueee 608.01(e)
Undelivered mail........c..ccocoevvveeeeiiieccieee, 707.13, 1303.02
Undue breadth rejection............ccccccveveenee. 706.03, 707.07(g)
.................................. 2164.08(a), 2173.04, 2173.05(h)
Unexpected results (See also Affidavits, traversing
rejections (37 CFR 1.132)) ......c.cce..... 716.02 to 716.02(Q)
Unintentional abandonment (See Abandonment)
United Kingdom priority document ............ccccccvenenne. 201.15

United States Code (See also Statutes)
United States of America, Foreign language names for

...................................................................... 901.05(a)
Unity of invention............ 803, 823, 1850, 1875, 1893.03(d)
University or other institution of higher learning....... 509.02
Unlocatable Patent or Application Files.................... 508.04
UnNmatched PapersS........cooeveeeerieriene e e 508.03
Unofficial subclasses and digests........ccccooeverenene 903.02(c)
Unscheduled cloSing .......ccccevvvevvvnneseseeeesee 201.13
Unsigned amendment.........c.cccecevevvvvnnnennnne. 711,714.01(a)
Untimely filed (premature) paper prior to order

for ex parte reexamination ..........ccccccoeveneiencnenenn, 2225
Untimely filed (premature) paper prior to order

for inter partes reexamination............ccccceceveveieniennn, 2625
Untimely response to ex parte reexamination............... 2267
Untimely response to inter partes reexamination ......... 2667
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UPQV Convention (See also Plant patent; Treaties).....1612
............................................................................. 1613
Uruguay Round Agreements Act (See also Treaties)
........................ 201.04(b), 715, 715.07(c), 2701, 2132
USE ClaiMS ... 2173.05(q)
Use, Public (See Public use)
USBE PSS ..t eiee sttt ettt 510
USPTO Contact Center .........ccoceeieeneeieniesienc e 1730
ULHHLY ClaSSES.. ..o 902.02
Utility, disclosure in drug cases................. 2164.06, 2164.07
Utility requirement guidelingS.........ccooevevererenvsvnnnnn, 2107
Legal precedent for.........ccocovvvvvervnennnnn, 2107 to 2107.03
Relationship of enablement to............cccocovennnen. 2164.07
Utility lacking, rejection..........ccccocevvirnnne. 706.03(a), 2107
Utility model........ccoveveviiiii e 901.05(h)
Utility patent (See also Design application; Patent; Plant
PALENT) .. 901.04, 1502.01
Application publication.............c.ccoceevnenne. 1120 to 1135
COPIES OF .o 707.05(a)
Copyrighted material in...........ccocoeeveiveviciennenn, 608.01(v)
Design patent compared t0.........ccccvererenenieninn 1502.01
Double patenting ........cccccoevereneninenceeeeeeeee e 804
Drawings / Photographs .........c.ccceeue. 608.01(f), 608.02
Elements of ... Chapter 600
Expiration date or term...........ccccvevveenn. 2211, 2250, 2611
Maintenance fEeS........ocvvireriiiiice e 2506
Period of enforceability ...........c.cccocu.... 2204, 2211, 2611
SPECITICALION......ciieieciiiec 608.01
Utility required ............ 608.01(p), 706.03(a), 2107, 2164.07
Vv
Vague and indefinite rejection (See Indefinite claim)
Validity of patent, examiner comments..............c.ccoue.... 1701
VBNUB....ciiii it e 604.02
Video conference CENter........ccvvrvvverereseneeseneeenens 713.01
VidE0 tAPES ...veveeeieieeie et 713.01
Violation of duty of disclosure (See Duty of disclosure)
Argued in protest.........ccoceveveieieinennn, 1901.02, 1901.06
ViSitors t0 OFfiCe .....oceieviiiiiieee e 510
Voluntary publication..........cccoooviiiiiicnennnn 502.05, 1133



INDEX

Waiver--X series of patents

Sec. No.
W
Waiver
Of confidentiality ..........ccooooiiriiiiiiic 103
.............................................. 201.06(d), 1002.02(k)(1)
Of deficiencies in oath or declaration ................... 602.03
Of patent rights .......ccccovvevvenae. 706, 711.06, 1101, 1111
OF TUIES .o 201.03, 402.10,
............................................................. 602, 711.03(c),
..................... 724.06, 803.04, 1002, 1002.02(b), 1481,
................................. 2248, 2265, 2421.01, 2425, 2434
Walk-up customer Window ...........ccoveeeeeieneicnienieneenn 502
Washington D.C. representatives of attorneys................ 408
When disclosure is made.........cccoovvrernienennieneceenen, 2003
White HOUSE iNQUITY ..c..covvviecicececeece e 203.08(a)
Who has duty to disclose..........cccevvvveievcieicieiennns 2001.01
WIPO ..ot 201.13,901.04, 1801
WIPO Standards
ST B 901.05(b), 1851
ST 20t 901.05(b)
ST. 1At 707.05(e), 901.05(b)
ST. 16 901.05(b), 1851, 2424.03
ST. 25, Appendix 2
Tables reproduced..........cccoeveverererenesnnenns 2422
Cited ..o 2422.01, 2423, 2423.01
ST. 3t 901.05(b)

Withdrawal from appeal after remand by Board..1002.02(d)

Withdrawal from iSSU€ ..........ccveveeiiveeinieenne, 1303.01, 1308
Amendment crossing allowance ............c.cccceeennne 714.15
Director’s approval .........ccccccevvveveveeieriesenn, 1003, 1308
Petition for .........ccoceevrvennnn. 1002.02(b), 1002.02(c), 1308
Quality REVIEW ......coovviiiiiciecee e, 1308.03
Refund of fee ...ocoveieii e 1308.01
] [<101 (o] o O 706.04, 1308.01

Withdrawal of abandonment (See Abandonment;

Petition)

Withdrawal of appeal ..., 1215.01

Withdrawal of appeal claim ..................... 1214.05, 1215.03

Withdrawal of attorney (See also Attorney or agent; Power

of attorney).............. 402.06, 1002.02(s), 1808, 2223, 2560

Withdrawal of claims

I-111

Sec. No.
To nonelected invention.............. 821.01, 821.02, 821.03
To nonelected SPECIES........ccevvevverenerienins 821.01, 821.02
Withdrawal of final rejection.............ccccoceeivenene. 706.07(e)
Premature final ... 706.07(d)
Primary decides.........coovirviiniieiie e 1004
Withdrawal of holding of abandonment (See also
Abandonment; Petition)..................... 711.03(c), 711.04(c)
Withdrawal of power of attorney in patent.......... 2223, 2623
Withdrawal of SIR request .........ccocvevveinineieeee, 1109
Withdrawal of terminal disclaimer...........ccccceeeverennnne 1490
Withhold from issue petition ...........ccocvvevvvrnnene 1002.02(c)
Witness, EXamiNer @s ........ccoceovvvererinenenisienienesenians 1701.01
World Trade Organization member countries ............ 201.13
World Wide Web address.........cccoeverviennnninneseenne 1730
Wrapper (See File wrapper/history)
Writing, Disclosures must be in.........cccccooeeveveiennne 2002.02
Written description (See also Specification)
.................................................... 706.03(c), 2163
Amendments supported by original
desCription .......cccvvvviiiceeeee e 2163.07
Inherent function, theory or advantage ....... 2163.07(a)
Incorporation by reference............... 201.17, 608.01(p),
C et enes 2163.07(b)
Burden on the examiner ...........cccccvcevvvivrnnneennn 2163.04
Changes to scope of claims...........ccccevvveieinnnne, 2163.05
Circumstances when iSSUES arise...........cocerverennns 2163.03
Design application...........ccccoovveevnenne, 1503.01, 1503.02
..................................................... 1504.01(a), 1504.04
Form paragraphs used to reject ...........ccccevvenee 706.03(c)
Guidelines for compliance ..........ccccceevvvviviivincnennnn, 2163
NEW MALET ...viieieie e 2163.06
Requirements for compliance...........c.cccoeeveenen. 2163.02
Support for claimed subject matter ........ 201.11, 2163.01
Corresponding to count in interference................ 2163.03
X
X series of patents (See also Patent)...........cccccovvneene 901.04
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