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601 Content of Application

37 OFR 1.51. General requisities of an gpplication.
(2) Applications for patents must be made to the Com-
missioner of Patents and Trademarks. A complete ap-
plication comprises:

(1) A specification, including a claim or claims,
see §§ 1.71 to 1.77. '

{2) Anocath or declaration, see §§ 1.65 to 1.68.

(3} Drawings, when necessary, see §§ 1.81 to L8R,

(4) The prescribed filing fee. (See 35 U.8. 41 for
fling fees.)

(b) Applicants are encouraged to file a prior art
statement at the time of fling the application or with-
in three months thereafter. See §§ 1.97 through 1.99.

86 U.B.C. 111, Application for patent, Application
for patent shall be made by the inventor, except as
otherwise provided in this title, in writing to the Com-
missioner. Such application shall include: (1) a spee-
ification as preseribed by section 112 of this title;
(2) n drawing as prescribed by section 113 of this
title; and (3) an oath by the applicant as preseribed
by. section 115 of thig title, The application must be
signed by the applicant and accompanied by the fee
required by law,

Gumrnants ror Drartivg A Mopssn Paresr
Arprrcarion

The following guidelines illustrate the pre-
ferred layout and content for patent applica-
tions. These guidelines are suggested for the
applicant’s use.

Arrangement and Contents of the Specification

The following order of arrangement is pref-
erable in framing the specification and, except
for the title of the invention, each of the lettered
items should be preceded by the headings
indicated.

(a) Title of the Invention.

(b) Cross-References to Related Applica-
tions (if any).

(e) Statement as to rights to inventions made
under Federally-sponsored research and devel-
opment (if any). .
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(d) Background of the Invention.

1. Field of the Invention.

2. Description of the Prior Art.

e) Summary of the Invention.
1) Brief Description of the Drawing,

(g) Description of the Preferred Kmbodi-
ment{s).

(h) Claim{s).

(1) Abstract of the Disclosure.

(a) T'itle of the Invention.: (See § 1.72(a).)
The title of the invention should be placed at
the top of the first page of the specification. It
should be brief but technically accurate and
descriptive preferably from two to seven words.

(b) Cross-References to Related Applica-
tions : (See 37 CFR 1.78 and § 201.11.)

(¢} Statement as to rights to inventions made
under Federally sponsored research and devel-
opment (if any) : (See § 810).

(d) Background of the Invention: The
specification should set forth the Background
of the Invention in two parts:

(1) Field of the Invention: A statement
of the field of art to which the invention
pertains. This statement may include a
paraphrasing of the applicable 11.8.
patent classification definitions. Tha
statement should be directed to the sub-
ject matter of the claimed invention. This
1tem may also be titled “Technical Field”.

(2) Description of the Prior Art: A para-
graph (s) describing to the extent practi-
cal the state of the prior art known to
the applicant, including references to
specific prior art where appropriate,
Where applicable, the problems involved
in the prior art, which are solved by the
applicant’s invention, should be indi-
cated. This item may also’be titled “Back-
ground, Art”,

(e) Sumanary: A brief summary or general
statement of the invention as set forth in § 1.73.
The summary is separate and distinet from
the abstract and is directed toward the inven-
tion rather than the disclosure as a whole. The
summary may point out the advantages of the
invention or how it solves problems previously
existent in the prior art (and preferably indi-
cated in the Background of the Invention). In
chemical cases it should point out in general
terms the utility of the invention. If possible,
the nature and gist of the invention or the
inventive concept should be set forth. QObjects
of the invention should be treated briefly and
only to the extent that they contribute to an
understanding of the invention. This item may
also be titled “Disclosure of Invention”.

(£) Brief Desoription of the Drawing(s): A
reference to and brief description of the draw-
ing(s) asset forthin § 1.74.

/
\
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(g) Description of the Preferred Embodi-
ment(s): A description of the preferred em-
bodiment(s) of the invention as required in
§ 171, The description should be as short and
specific as is necessary to adequately and
accurately describe the invention. This item
may also be titled “Best Mode for Carrying Out
the Invention”.

Where elements or groups of elements, com-
pounds, and processes, which are conventional
and generally widely known in the fleld to
which the invention pertains, form a part of
the invention described and their exact nature
or type is not necessary for an understanding
and use of the invention by a person skilled in
the art, they should not be described in detail.
However, where particularly complicated sub-
ject matter is involved or where the elements,
compounds, or processes may not be commonly
or widely known in the field, the specification
should refer to another patent or readily avail-
able publication which adequately describes
the subject matter.

(h) Claim(s): (See 37 CFR 1.75) A claim
may be typed with the various elements sub-
divided in paragraph form. There may be
plural indentations to further segregate sub-
combinations or related steps.

Reference characters corresponding to ele-
ments vecited in the detailed description and
the drawings may be used in conjunction with
the recitation of the same element or group of
elements in the claims. The reference charac-
ters, however, should be enclosed within paren-
theses so as to avoid confusion with other num-
bers or characters which may appear in the
claims. The use of reference characters is to be
considered as having no effect on the scope of
the claims,

Claims should preferably be arranged in
order of scope so that the first claim presented
is the broadest. Where separate species are
claimed, the claims of like species should be
grouped together where possible and physically
separated by drawing a line between claims or
groups of claims. (Both of these provisions may
not be practical or possible where several species
claims depend from the same generic claim.)
Similarly, product and process claims should
be separately grouped. Such arrangements are
for the purpose of facilitating classification
and examination.

The form of claim required in 37 CFR 1.75
(e) is particularly adapted for the deseription
of improvement type inventions. It is to be con-
sidered a combination claim and should be
drafted with this thought in mind.

In drafting claims in accordance with 87
CFR 1.75(e), the preamble is to be considered
to positively and clearly include all the elements
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or steps recited therein as a part of the claimed
combination.

(#) Abstract of the Disclosure: (See 87 CFR
1.72(b) and § 608.01(b).

Oath or Declaration

(See 37 CFR 1.65, 1.68, 1.69 and 1.70.) Where
one or more previously filed foreign applica-
tions are cited or mentioned in the oath or
declaration, complete identifying data, includ-
ing the application or serial number as well as
the country and date of filing, should be pro-
vided.

TaE APPLICATION

The specification must be in the English lan-
guage and must be legibly typewritten, written
or printed in permanent ink or its equivalent in
quality. See 37 CFR 1.52 and § 608.01,

The parts of the application may be included
in a single document, and an approved single-
signature form may be used.

etermination of completeness of an appli-
cation is covered in § 506.

The specification and oath or declaration are
secured together in a file wrapper, bearing
appropriate identifying data including the
serial number and filing date (§ 717).

Nore

Division applications § 201.06.

Continuation applications § 201.07.

Reissue applications § 1401,

Design applications, Chapter 1500,

Plant applications; Chapter 1600.

A model, exhibit or specimen is not required
as part of the application as filed, although it
may be required i the prosecution of the ap-
plication (8§ 1.91-1.93,608.03).

3t OFR 1.59. Papers of complete application not to be

. returned, Papers in a complete application, including

the drawings, will not be returned for any purpose
whatever, If applicants have not preserved copies of
the papers, the Office will furnish copies at the usual
cost,

See, however, § 604.04(a}.

The Patent and Trademark Office has ini-
tiated a program for expediting newly filed ap-
plication papers through pre-examination steps.
This program requires the cooperation of appli-
cants in order to attain the desired result-—a
reduction in processing time.

Therefore, all applicants are requested to
include & preliminary classification on newly
filed patent applications. The preliminary clas-
sification, preferably class and subclass designa-
tions, should be identified in the upper
right-hand corner of the Jetter of transmittal
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accompanying the applieation papers, for ex-
ample “Proposed class 2, subclass 129.”

This program is voluntary and the classifica-
tion submitted will be accepted as advisory in
nature. The final class and subeclass assignment
remains the responsibility of the Office.

601.02 Power of Attorney or Author-
ization of Agent

The attorney’s or agent’s full post office ad-
dress (including ZITP code number) must be
given in every power of attorney or authority
of agent. The telephone number of the attorney
or agent should also be included in the power.
The prompt delivery of communications will
thereby be facilitated.

Usually a power of attorney or authorization
of agent is incorporated in the single signature
form. {See §§ 402 and 605.04(a).)

601.03 Change of Correspondence
Address

Where an attorney or agent of record {or ap-
plicant, if he is prosecuting his application pro
se) changes his correspondence address, he is re-
sponsible for promptly notifying the Patent and
Trademark Office of his new correspondence ad-
dress (including Zip Code number). The notifi-
cation should also include his telephone number.

A separate notification must be filed in each
application for which he is intended to receive
communications from the Office. In those in-
stances where a change in the correspondence
address of a registered attorney or agent is nec-
essary in a plurality of applications, the notifi-
cation filed in each application may be a repro-
duction of a properly executed, original notifi-
cation. The original notice may be sent to the
Office of the Solicitor as notification to the At~
torney’s Roster of the change of address, or may
be filed in one of the applications affected, pro-
vided that the notice includes an authorization
for the public to inspect and copy the original
notice in the event one of the applications con-
taining a copy matures into a patent and the
application containing the original paper is
exther pending or has become abandoned. The
copies submitted in each affected application
must identify where the original paper is
located.

See § 711.03(c) for treatment of petitions to
revive applications abandoned as a consequence
of failure to timely receive an Office action ad-
dressed to the old correspondence address.

The notification required need take no partic-
ular form, However, it should be provided in
a manner calling attention to the fact that a
change of address is being made. Thus, the mere
inclusion, in a paper being filed for another
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purpose, of an address which is different from
the previously provided correspondence address,
without mention of the fact that an address
change is being made would not ordinarily be
recognized or deered as instructions to change
the address on the file record.

The obligation (see 37 CFR 1.847) of a regis-
tered attorney or agent to notify the Attorney’s
Roster by letter of any change of his address
for entry on the register, is separate from the
obligation to file a notice of change of address
filed in individual applications. See § 402.

601.04 National Stage HRequirements
of the United States as a Desig-
nated Office. :

35 U.B.C. 371, Naotional stage: Commencement

{a) Recelpt from the International Bureau of copies
of international applications with amendments to the
claims, if any, and international search reports is re-
gquired in the case of all international applications
designating the United States, except those filed in
the Patent Office.

(b} Subject to subsection (f) of this section, the na-
tional stage shall commence with the expiration of the
applicable time Hmit under article 22 (1) or (2) of
the treaty, at which time the applicant shall have com-
piied with the applicable requirements specified in gub-
section (c) of this section,

(e} The applicant shall file in the Patent Office—

{1) the national fee prescribed under section 376
{a){4) of this part;

(2} a copy of the international application, un-
less not required under subsection (a) of this section
or already received from the International Bureau,
and a verifled translation into the English language
of the international application, if it was filed in
another language;

(8) amendments, if any, to the claims in the in-
ternational application, made under article 19 of the
treaty, unless such amendments have been commu-
nicated to the Patent Office by the International Bu-
reau, and a translation into the English language if
such amendments were made in another language ;

(4) an ocath or declaration of the inventor (or
other person authorized under chapter 11 of this
title) complying with the requirements of section
115 of this title and with regulations prescribed for
0aths or declarations of applicants,

(d) Failure to comply with any of the requirements
of subsection (e¢) of this section, within the time limit
provided by article 22 (1) or (2) of the treaty shal
result in abandonment of the international application.

{e) After an international application has entered
the national stage, no patent may be granted or refused
thereon before the expiration of the applicable time
limitf under article 28 of the treaty, except with the
express consent of the applicant, The applicant may
present amendments to the specification, elaims, and
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deawings of the application after the national stage
hasg commenced.

{f) At the express request of the applicant, the na-
tional stage of processing may be commenced af any
time at which the application is in order for such pur-
pose and the applicable reguirements of subsection (c¢)
of this section have been complied with.

35 U.8.0. 872 National stage: Requirements and
procedure

(a) All questions of substance and, within the scope
of the requirements of the treaty and Regulations, pro-
cedure in an international application designating the
United States shall be determined as in the case of
national applications regularly filed in the Patent
Office.

(b) In the case of international applications Jesgig-
nating but not originating in, the United States-—

“{1) the Commissioner may cause to be reex-
amined questions relating to form and contents of
the application in accordance with the requirements
of the treaty and Regulations;

“(2} the Commissioner may cause the question of
unity of invention to be reexamined under section
121 of this title, within the scope of the reguirements
of the treaty and the Regulations.

(¢) Any claim not searched in the international stage
in view of a holding, found to be justified by the Com-
missioner upon review, that the international appli-
cation did not comply with the requirement for unity
of invention under the treaty and the Regulations, shall
be considered canceled, unless payment of a special fee
ig made by the applicant. Such special fee shall be paid
with respect to each claim not searched in the interna-
tional stage and shall be submitted not Iater than one
month after a notice wag sent to the applicant inform-
ing him that the said holding was deemed to be justified.
The payment of the special fee shall not prevent the
Commissioner from requiring that the iniernational
application be restricted to ome of the inventions
olaimed therein under section 121 of this tifle, and
within the scope of the requirements of the treaty and
the Regulations.

35 U.8.¢. 873. Improper applicont. An international
application designating thé United States, shall not be
accepted by the Patent Office for the national stage if
it wag filed by anyone not qualified under chapter 11
of this title to be an applicant for the purpose of filing
a national application in the Unifed States. Such inter-
national applications shall not serve as the basis for
the benefit of an earlier filing date under seetion 120
of this title in a subsequently filed@ application, but may
serve as the basis for a claim of the right of priority
under section 119 of this title, if the United States
was not the sole country designated in such interna-
tional application.

37 CFR 1.61. Filing of applications in the (niled
Siates of America s o Designated Ofice.

{a) To maintain the benefit of the international
filing date and obtain an examination as te the patenta-
bility of the invention in the United States, the appli-
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cant shall furnish fo the U.8, Patent and Trademark
Office not later thap the expiration of 20 months from
the priority date: (1) A copy of the international ap-
phHcation with any amendments, anless it has been pre-
viously furnished by the International Bureau or
uniess it was originally filed in the U.S. Patent and
Trademark Office; (2) a verified translation of the in-
ternational application and a translation of any amend-
ments into the English language, if originally filed
elsewhere in another language; (3) the national fee
(see § 1.445(a) (4)) ; and (4) an oath or declaration of
the inventor (see §1.70}.

{(b) Where an International Searching Authorily
has made a declaration that no international search
report will be established because of the international
application relates to the subject matter which it is
not required to search, or beeause the appiication fails
to comply with the prescribed requirements to such
an extent that a meaningful search could not be carried
out, the time for performing the acty referred to in
paragraph (&) of this section is 2 months from the
mailing date of the declaration to the applicant.

The United States national stage commence-
ment requirements are set forth in 35 U.S.C. 371
and 3872, In order to retain his or her interna-
tional fling date and enter the national stage in
the United States, and unless the international
application was filed in the United States Re-
ceiving Office or already received from the In-
ternational Bureau, the applicant must file in
the U.S. Patent and Trademark Office the fol-
lowing items:

(1} a copy of the international application
and a verified English translation thereof, if
neCessary,

(ii) a copy of any amendments to the claims
which were made before the International
Bureau and an English translation thereof, if
necessary,

(i1} an oath or declaration of the inven-
tor(s), and

(1v) the national filing fee,

The applicant must submit these items not
later than at the expiration of 20 months from
the priority date (35 U.S.C. 371(d) and PCT
Article 22). At 20 months the applicant may
also file & prior art statement.

After filing, the applicant has the right to
amend his application before the Designated
Office within one month after entry into the
national stage. Tt should be noted that the time
limits referred to in the preceding paragraph
apply irvespective of whether the international
search report is available.

The time limit (20 months from the priority
date) indicated above, expires earlier where the
International Searching Authority malkes a dec-
laration to the effect that no international search
report will be established; such a declaration is
notified to the applicant by the International
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Searching Authority; the time limit is then two
months from the date of the notification of the
said declaration sent to the applicant (PCT Ar-
ticle 22(2) and PCT Rule 44.1).

602 Original Oath or Declaration

35 U.8.0. 25. Declaration in leu of oath

(a) The Commissioner may by rule prescribe that
any document to be filed in the Patent and "rademark
Office and which is required by any law, rule, or other
regulation to be under oath may be snbseribed to by a
written declaration in such form as the Commissioner
may prescribe, such declaration to be in liew of the
osth otherwise required.

{b} Whenever such written declaration is used, the
document must warn the declarant that willful false
gtatements and the like are punishable by flne or
Imprisonment, or both (18 U.8.C. 1061).

85 U.8.C. 26. Effect of defective execution

Any document to be filed in the Patent and Trade
mark Office and which is required hy any law, rule, or
other regulation to be executed in a specified manner
may be provisionally accepted by the Commissioner
despife a defective execution, provided a properly ex-
ecuted document is submitted within sueh time ag may
be preseribed. -

35 1.8.0, 115. Oath of applicant

The applicant shall make oath that he believes him-
self to be the original and first inventor of the process,
machine, manufacture, or composition of matter, or
fmprovement therecf, for which he solicits a patent;
and shall state of what country he is a citizen. Such
oath may be made before any person within the United
States authorized by law to administer caths, or, when
made in a forelgn couniry, before any diplomatie or
consular officer of the United States authorized to
administer oaths, or before any officer having an officlal
seat and authorized to administer oathy in the foreign
country in which the applicant may be, whose anthority
shall be proved by certifieate of a diplomatic or con-
sular officer of the United States, and such oath shall
be valid if it complies with the laws of the state or
country where made, When the application is made a5
provided in this title by 2 person other than the
inventor, the oath may be g0 varied in form that it can
be made by him.

3% OFR 165 Gath or decleration. (a) (1) The ap-
plicant, if the inventor, must state that he verily be-
lleves himself to be the original and first inventor or
discoverer of the process, machine, manufacture, com-
positlon of matter, or improvement thereof, for which
he solicits a patent; that he does not know and does
not believe that the same was ever known or used
In the United States before his invention or discovery
thereof, and shall state of what couniry he ig a citizen
and where he resides, and whether he is a sole or Joint
Inventor of the invention claimed in his application. In
every original application the applicant must distinetly
state that to the best of his knowledge and helief the in-
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vention has not been in public use or on sale in the
United States more than one year prior to his applica-
tion or patented or described in any printed publication
in any country before his invention or more than one
year prior £o hls application, or patented or made the
subject of an inventor's certificate in any foreign coun-
try prior to the date of his application on an appli-
cation filed by himself or his legal representatives or
assigns more than twelve months prior to his appli-
cation in this country. He must acknowledge a duty
to disclose information he iz aware of which is mate-
rial to the examination of the application. He shall
state whether or not any application for patent or in-
ventor's certificate on the same invention has been
filed in any foreign country, either by himself or by
his legal representatives or assigns. If any such ap-
plication has been filed, the applicant shall name the
country in which the earliest such application was
filed, and shall give the day, month, and year of its
filing; he shall also identify by country and by day,
menth, and year of fillng, every such foreign applica-
tion filed more than twelve months before the filing
of the application in thig country.

(2) This statement (1) must be subseribed to by the
applicant, and (i) must elther (a) be sworn to (or
affirmed) as provided in § 1.66 or (b) include the per-
sonal declaration of the applicant as preseribed in
§ 1.68. See § 1.153 for design cases and § 1.162 for plant
casey.

(b} If the application is made as provided in §§1.42,
143 or 1.47 the applicant shall state his relationship
to the inventor and, upon information and belief, the
facts which the inventor is required by thiz rule to
state.

{¢) An additional stotement may be required if the
application has not been filed in the Patent and Trade-
mark Office within a reasonable time after execution
of the original statement.

37 OFR 1.68. Declaration in Liew of Oath. Any docu-
ment to be filed in the Patent and Trademark Office
and which is required by any law, rule, or other regu-
Iation o be under oath may be subscribed to by a writ-
ten declaration with the exception of testimony relat-
Ing to interferences and other coutested cases covered
by §§ 1.271 to 1.286. Such declaration may be used in
lieu of the oath otherwise required, if, and only if, the
declarant is on the same doeument, warned that willful
false statements and the like are punighable by fine or
imprisonment, or both (18 U.8.C. 1001} and may jeop-
ardize the validity of the application or any patent
lssuing thereon, The declarant must set forth in the
body of the declaration that all statersents made of his
own knowledge are true and that all statements made
on information and bellef are believed to be true.

18 U.8.C. 1001, Statements or entries generally

Whoever, in any matter within the juvisdiction of
any department or agency of the United States know-
ingly and willfnlly falsifies, conceals or covers up by
any trick, scheme, or device a material fact, or makes
any false, fictitious or fraudulent statements or repre-



PARTS, FORM AND CONTENT OF APPLICATION

sentations, or makes or uses any false writing or docu-
ment knowing the same to contain any false, fictitious
or fraudulent statement or entry, shall be fined not
more than $10,600 or imprisoned not more than five
years, or both.

Oaths and declarations submitted in applica-
tions filed after May 1, 1975 must make refer-
ence to the prior filing or non-filing of applica-
tions for inventor’s certificates.

A §1.68 declaration need not be ribboned to
the other papers, even if signed in s country
foreign to the United States. When a declara-
tion 1s used, it is unnecessary to appear before
any official in connection with the making of the
declaration. It must, however, since it is an
integral part of the application, be maintained
together therewith. gufrgested forms for dec-
larations are located in Igart 3 of Title 87, Code
of Federal Regulations.

By statute, 35 U.8.C. 25, the Commissioner
has been empowered to prescribe instances when
a written declaration may be nccepted in lieu
of the oath for “any document, to be filed in the
Patent and Trademark Office”.

The filing of a written declaration 1s accept-
able in lieu of an original application oath that
is informal.

The applicant must state that no foreign ap-
plications have been filed, if such is the case.
If all foreign applications have been filed
within twelve months of the U.S. filing date,
he is required only to recite the first such
foreign application, and it should be clear that
the foreign application referred to is the first
filed foreign application.
required to recite all foreign applications filed
more than twelve months prior to the U.S.
filing.. It is desirable to give the foreign serial
number as well as the filing date of the first
filed foreign application, especially if the inven-
tor’s name will not appear n a certified copy of
said foreign application.

The single signature forms mentioned in
§ 605.04 (a) include the oath or declaration,

In the oath, the jurat must be filled out, and
the word “sole” or “only” must appear if there
is but one inventor, and “joint” if two or more
inventors.

When joint inventors execute separate oaths
or declarations, ench oath or declaration should
make reference to the fact that the affiant is a
joint inventor together with each of the other
inventors indicating them by name. This may
be done by stating that he does verily believe
himself to be the original, first and joint inven-
tor together with “A or A & B, ete.” as the facts
may be.

A seal is nsually impressed on an oath. See
88 604 and 694.01 and 37 CFR 1.66. However
oaths executed in many states including Ala-

The applicant is

[
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bama, Louisiana, Maryland, Massachusetts,
New Jersey, New York, Rhode Island, South
Carolina and Virginia need not be impressed
with a seal.

If a claim ig presented for matter not orig-
inally claimed or embraced in the original
statement of invention in the specification a
supplemental oath is required. 37 CFR 1.67,
§ 603,

602.01 Qath Cannot Be Amended

The wording of an oath or declaration cannot
be amended. If the wording is not correct or if
all of the required affirmations have not been
made or if it has not been properly subscribed
to, a new oath or declaration must be required.
However, in some cases a deficiency in the oath
or declaration can be corrected by a supple-
mental paper and a new oath or declaration is
not necessary.

For example, if the oath does not set forth
evidence that the notary was acting within his
jurisdiction at the time he administered the
oath a certificate of the notary that the oath
was taken within his jurisdiction will correct
the deficiency. See §§ 602 and 604.02.

602.02 New Oath or Substitute for
Original

In requiring a new oath or declaration, the
examiner should always give the reason for the
requirement and call attention to the fact that
the application of which it is to form a part
must be properly identified in the body of the
new oath or declaration, preferably by giving
the serial number and the date of filing. This
is done in the first action by means of attach-
ment Form PTO-152 (see § 707.07(a)).

Where neither the original oath or deelara-
tion, nor the substitute oath or declaration is
complete in itself, but the two taken together
give all the required data, no further oath or
declaration is needed.

602.03 Defective Oath or Declaration

In the first Office action the examiner must
point out, making use of attachment Form
PTO-152 (see § 707.07(a) ), every deficiency in
a declaration or oath and require that the same
be remedied. However, when an application is
otherwise ready for issue, an examiner with
full signatory authority may waive the follow-
ing minor deficiencies:

1. A delay of somewhat more than five weeks
plus mailing time in filing after the time
of making the declaration, or the time of
execution in the case of an oath.
Residence of an applicant if a post office
address is given.
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8. Minor deficiencies in the execution of an
oath,

Minor deficiencies in the body of the oath
where the deficiencies are self-evidently
cured in the rest of the oath, as in an oath
of plural inventors couched in Plura,l terms
except for use of “sole” for “joint,” par-
ticulg,rly where “sole inventors” is as-

serted. In re Searles, 164 USP(Q) 623.

If any of the above are waived, the examiner
should write in the margin of the declaration or
oath a notation such as “Stale date of declara-
tion (oath) waived; application ready for issue”
and his or her initials and the date. '

4.

602.04 Foreign Executed Qath

An oath executed in o foreign country must
be properly authenticated. See §604 and 37
CFR 1.66.

602.04(a) Foreign Executed Oath Is

Ribboned to Other Appli-
cation Papers

T OFR 1.66. Officers authorized to adminisier oaths.
(b) When the oath is taken before an officer in a
country foreign to the United States, all the applica-
tion papers, except the drawings, must be attached
together and a vibbon passed one or more times through
all the sheets of the application, except the drawings,
and the ends of said ribbon brought together under
the seal before the latter is affixed and impressed, or
each sheet must be impressed with the official zeal
of the officer before whom the oath is taken. If the
papers as filed are not properly ribboned or each sheet
impressed with the seal, the case will be accepted for
examination but before it is allowed, duplicate papers,
prepared in compliance with the foregoing sentence,
must be filed.

Note that a declaration in lieu of applica-
tion oath (§1.68) need not be ribboned to the
other papers. It must, however, be maintained
together therewith.

602.05 Oath or Declaration—Date of
Execution

The time elapsed between the date of execu-
tion of the oath or declaration and the filing
date of the application should be checked for
compliance with 87 CFR 1.65(c). If an unrea-
sonable time has elapsed, the examiner should
call for a new oath or declaration. What ronsti-
tutes a reasonable time is a question of judg-
ment to be determined by all the circumstances
in the particular case. (Five weeks plus time
of transmission in the mails was considered
reasonable under the circumstances of Ex parte
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Heinze, 1919 C.D. 67; 265 O.G. 145). The
“Notice of informal Patent Application” attach-
ment form PTO-152 is used to notify applicant
that his oath or declaration was signed more
than three months prior to filing.

If no date of execution appears, applicant is
required to file either a new oath or declaration
or a certificate from the notary giving the actual
date when the oath or declaration was made.

602.05(a) Oath or Declaration in Di-
vision and Continuation
Cases

Where the date of filing the application is
not the date that determines the statutory
twelve month period, as in divisional and con-
tinuation cases, it is immaterial, so far as con-
cerns the acceptability of the oath or declara-
tion, how long a time intervenes between the
execution of t%he oath or declaration and the
filing of the application.

When s divisional application is identical
with the original application as filed, si ning
and execution of the oath in the divisional case
may be omitted. (See § 1.60, § 201.06(a).)

602.06 Non-English Oath or Declara-
tion

37 OFR 169, PForeign tanguage oaths and declare-
tions. (2) Whenever an individual making an oath or
declaration cannot understand English, the ocath or
declaration must be in a language that such individual
can understand and shall stafe that such individual
understands the content of any documents to which
the oath or deelaration relates,

{b) Unless the text of any oath or declaration in
a language other than Kaglish is a form provided or
approved by the Patent and Trademark Office, it must
be accompanied by 4 verified English translation, except
that in the case of an oath or declaration filed under
§ 1.65 the translation may be fited in the Office no later
than two months after the filing date,

Section 1.69 requires that oaths and declara-
tions be in a language which is understood by
the individual making the oath or declaration,
Le., a language which the individual compre-
hends. If the individual comprehends the Kng-
lish language, he should preferably use it. If the
individual eannot comprehend the English
language, any oath or declaration must be in 2
language which the individual can comprehend.
If an individual uses a language other than
English for an oath or declaration, the oath
or declaration must include a statement that the
individual understands the content of any doc-
unrients to which the oath or declaration relates.
If the documents are in a language the individ-
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ual cannot comprehend, the documents may be
explained to him so that he is able to under-
stand them,

The Office will accept a single non-English
language oath or declaration where there are
joint inventors, of which only some understand
English but all understand the non-English
language of the oath or declaration.

A looseleaf forms book entitled “Patent and
Trademark Forms” is available from the Su-
perintendent of Documents. The book includes
declaration forms in the following languages:

German Spanish
Japanese Danish
French Finnish
Swedish Norwegian
Ttalian Crech
Dutch Hungarian
Russian

Portuguese Chinese
Romanian Polish
Greek Bulgarian
Korean Indonesian
Arabic

In all non-English language forms, all in-
formation entered on the forms should appear
both in the language of the form and in English.
If the English equivalent is not on the form
when it is signed by the inventor(s), it may
be supplied on a separate paper by the inventor
or the attorney or agent. [ R—6]

602.07 Oath or Declaration Filed in
United States as a Designated
Office

37 CFR 1.90. Content of oath or declaralion relal-
ing to content of and amendmenis to an application
under 35 U.8.C. 371{(c)(§). (a) (1) When an appli-
cant of an international application, if the inventor,
desires to enter the national stage under 35 U.8.C, 371,
he or she must specifically identify the international
application and any amendments thereto and state that
he or she has reviewed the referred to application and
any amendments, and that he or she verily believes
himself or herself fo be the original and first inventor
or discoverer of the process, machine, manufacturer,
composition of matter, or improvement thereof, for
which he or she solicits a patent; that he or she does
not know and does not believe that the same was ever
known or used in the United States of America before
his or her invention or discovery thereof, and shall
state of what country he or she is a citizen and where
he or she resides and whether he or she is a sole or
joint inventor of the imvention claimed in his or her
international application as fled or as amended. In
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every application the applicant must distinctly state
that to the best of his or her knowledge and belief the
invention has not been in public use or on sale in the
United States of America more than one year prior
to his or her international application, or patented or
described in any printed publication in any country
before his or her invention or more than one year prior
to his or her international application, or patented or
made the subject of an inventor's certificate in any
forelgn country prior to the date of his or her interna-
tional application on an application filed by himself or
herself or his or her legal representatives or assigns
more than twelve months prior to his or her interna-
tional applcation. He or she must acknowledge a daty
to disclose information he or she is aware of which is
material to the examination of the application. He or
she shall state whether or not any application or pat-
ent or inventor's certificate on the same invention has
peen filed in any foreign country, either by himself or
herself, or by hiz or her legal representatives or as-
signs. If any such applieation has been filed, the ap-
plicant shall name the country in which the earliest
such application was filed, and shall give the day,
month, and year of ity filling ; he or she shall also iden-
tify by country and by day, month, and year of filing,
every such foreign application filed more than twelve
months before the filing of the international application.

(2) This statement (i) must be subscribed to by
the applicant, and (ii) must either (a) be sworn to
(or affirmed) as provided in § 1.66, or (b) include the
personal declaration of the applicant as prescribed in
§ 1.68.

(b) If the international application was made as
provided in §§ 1.422, 1.423 or 1.425, the applicant shall
state his or her relationship to the inventor and, upon
information and belief, the facts which the inventor
is reguired by this section to state,

QOath and declaration forms under 37 CFR
1.70 are found at 37 CFR 3.56 and 3.57. Full
size printed forms are also available free of
charge from the Patent and Trademark Office.
Address requests to “Box PCT.”

603 Supplemental Oath or Declaration

87 OFR 1.67. Supplemenial oath or declaration for
matter not originally cloimed. (8) When an applicant
presents a claim for matter originally shown or de-
scribed but not substantially embraced in the state-
ment of invention or claim originally presented, he
shall file a supplemental cath or declaration to the
effect that the subjeet matter of the proposed amend-
ment was part of his invention ; that he does not know
and does not believe that the same was ever known or
used in the United States before hisg invention or dis-
covery thereof, or patented or deseribed in any printed
publication in any ecountry before his invention or. dis-
covery thereof, or more than one year before his appli-
cation, or in public use or on sale in the United States
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for more than one year before the date of his applica-
tion, that sald invention has not dbeen patented or
made the subject of an Inventor's certificate in any
foreign eountry prior to the date of his application in
this country on an application filed by himself or his
legal representatives or assigns more than twelve
months prior to hig application in the United States,
and has not been abandoned. Such supplemental cath
or declaration should accompany and properly identify
the proposed amendment, otherwise the proposed
amendment may be refused consideration,

{b} In proper cases the oath or declaration here re-
quired may be made on information and helief by an
applicant other than inventor,

Section 1.67 requires in the supplemental cath
or declaration substantially all the data called
for in § 1.65 for the original oath or declara-
tion. As to the purpose to be served by the sup-
plemental oath or declaration, the examiner
should bear in mind that it cannot be availed
of to introduce new matter into an application.

603.01 Supplemental Oath or Declara-
tion Filed After Allowance

Since the decision in Cutter Co. v. Metropoli-
tan Electric Mfg. Co., 275 F. 158 (CA 2 1921),
many supplemental oaths and declarations cov-
ering the claims in the case have been filed after
the case is allowed. Such oaths and declarations
may be filed as a matter of right and when re-
ceived they will be placed in the file by the
Patent Issue Division, but their receipt will not
be acknowledged to the party filing them. They
should not be filed or considered as amendments
under 37 CFR 1.312, since they make no change
in the wording of the papers on file. See
§ 714.16.

604 Administration or Execution of

Oath

3% CFR 166, Oficers authorized to administer
oaths. (a) The oasth or affirmation may be made
before any person within the United States author-
ized by law to administer oaths, or, when made in
a foreign counfry, before any diplomatic or consular
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officer of the United States authorized to administer
oaths, or before any officer having an official seal and
authorized to administer caths in the foreign country
in which the applicant may be, whose authority shall
be proved by a certificate of a diplomatic or consular
officer of the Unlted States, the oath being atftested
tn all cases in thig and other countries, by the proper
official seal of the officer hefore whom the cath or
affirmation is made. Such oath or affirmation shall be
valid as to execution if it complies with the laws of
the state or country where made. When the parson
before whom the oath or affirmation is made in this
country is not provided with a seal, his official charac-
ter shall be established by competent evidence, as by
a certificate from a clerk of a court of record or other
proper officer having a seal.

See § 602.04(a) for foreign executed oath.
604.01 Seal

When the person before whom the oath or
affirmation is made in this country is not pro-
vided with a seal, his official character shall be
established by competent evidence, as by a cer:
tificate from a clerk of a court of record or
other proper officer having a seal, except as
noted in § 604.03(a), in which situations no
seal is necessary. When the issue concerns the
authority of the person administering the oath,
the examiner should require proof of author-
ity. Depending on the jurisdiction, the “seal”
may be either embossed or rubber stamped. The
latter should not be confused with a stamped
legend indicating only the date of expiration of
the notary’s commission.

See also §602.04(a) on foreign executed
oath and seal. In some jurisdictions, the seal of
the notary is not required but the official title of
the officer must be on the oath. This applies to
Alabama, California (certain notaries), Lou-
isiana, Maryland, Massachusetts, New Jersey,
New York, Ohio, Puerto Rico, Rhode I