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901 Prior Ari
Note 37 OFR 1.104(a) in § 707.

001.01 Canceled Matzer in U.8, Patent
Tiles

Canceled matter in the application file of a
U.S. patent is not a proper reference as of the
filing date under 35 U.S.C. 102(e}, see Ex parte
Stalego, 154 USPQ 52. However, matter can-
celed from the application file wrapper of a
1.8, patent may be used as prior art as of the
patent date in that it then comstifutes prior
public knowledge under 35 U.S.C. 102(a).

901.02 Abandoned Applications

37 COFR 1.108. Abandoneéd applicetions not cifed.
Abandoned applications as such will not be cited as ref-
erences except those which have become abandoned
ag a result of the filing and accepiance of a request
under § 1.139,

Where an abandoned application is referred
to in an issued U.S. patent the disclosure of the
application is incorporated by reference into the
disclosure of the patent and is available to the
public. See § 1.14(b).

In re Heritage, 1950 C.D. 419, 86 USPQ 160,
holds that where a patent refers to and relies
upon the disclosure of a copending abandoned
application, such disclosure is available as a
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reference. See also In re Lund, 153 USPQ 625,
54 CCPA 1361. _

It has also been held that where the refer-
ence patent refers to a copending but aban-
donedP application which discloses subject mat-
ter in common with the patent, the effective
date of the reference as to the common subject
matter is the filing date of the abandoned ap-
plication. Ex parte Clifford, 49 USPQ 152; Ex
parte Peterson, 63 USPQ 99; and In re Switzer
et al., 612 0.G. 11; 77 USPQ 156.

Published abstracts, abbreviatures and defen-
sive publications are references (§90L.06{d}).

901.03 Pending Applications

Except as provided in 37 CFR 1.11(b) pend-
ing U.S. applications are preserved in secrecy
(87 CFR 1.14(a)) and are not available as ref-
erences. However, claims in one application may
be rejected on the claimed swbject matter of a co-
pending application of the same inventive
entity. For applications having a common as-
signee and different inventive entities claiming
a single inventive concept see § 804.08.

Applications abandoned under §1.139 are
treated aspending applications for limited time
periods regarding interferences and the filing
of o continuing application. (See § 711.06.)

901.04 1.5. Patents

The following different series of U.S. pat-
ents are being, or in the past have been issued.
The date of patenting given on the face of
each copy is the publication date and is the one
usnally cited. The fling date, in most in-
stances also given on the face of the patent, is
ordinarily the effective date as a reference (35
US.C. 102(e)).

X-Series. 'These are the approximately
10,000 patents issued between 1790 and July 4,
1836. 'They were not originally numbered, but
have been arbitrarily assigned numbers in the
sequence in which they were issned. The num-
ber should not be cited. When copies are or-
dered, the patentee’s name and date of issue
suffice for identification. Copies in stock are
arranged chronologically.

1836 Series. The mechanical, electrical, and
chemical patents issued since 1836 and fre-
quently designated as “utility” patents, are in-
cluded in this series. A citation by wnumber
only is understood to refer to this series. This
series comprises the bulk of all U.S. patents
issued. Some U.S. patents issued in 1861 bear
two numbers but only the larger number should
be cited.

Reissue Series. Reissued patents (§1401)
have beer given a separate series of numbers
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preceded by “Re.” In citing, the letters and the
number must be given, e.g., Re 1776. The date
that it is effective as a reference is the effective
date of the original patent application, not the
filing date of the reissue application.

Design reissue patents are numbered with the
same number series as “utility” reissue patents.
The letter prefix does however indicate them to
be design reissues.

A.J. Series From 1888 to 1861, patents
covering an inventor’s improvement on his own
patented device were given a separate series of
numbers preceded by “A.L” to indicate Addi-
tional Improvement. In citing, the letters
and the number must be given, eg., AT, 113.
About 300 such patents were issued.

Plant Patent Series. When the statutes were
amended to provide for patenting certain types
of plants (Chapter 1600) these patents were
given a separate series of numbers. In citing,
the letters “P.P.” and the number must be given,
e.g, P.P. 13

Design Patents. Patents for designs (Chap-
ter 1500) are issued under a separate series of
numbers. In citing, the letter “D” and the
number must be given, e.g., 1. 140,000.

ICIREPAT Numbers for Idemtification of Biblio-

graphic Data on the First Page of Patent and
Like Documents

The Parig Unicn Committee for International Coop-
eration in Information Retrieval Among Patent Offices
(ICIREPATY has approved revisions in INID Codes
(ICIREPAT Numbers for Identification of Data)
which hecame effective for use by the countries which
apply such codes to their documents on January 1, 1978.
A complete list of the Codes, as revised, appears below.

Changes in INID Codes which particuiarly affect
their application to U.S. patents consist of the provi-
sion of the new codes {7561 and [76] that are intended
primarily for use by countries in which the national
laws require that the inventor and applicant are nor-
mally the same. Use of the code [72] which was hereto-
fore applied to T.8, patents has been discontinued and,
in lieu thereof, codes {75} and [76]1, as appropriate, has
been used effective with the patent issue of January 2,
1978,

The purpose of INTD Codes is to provide a means
whereby the various data appearing on the first page
of patent and like documents can be identified without
knrowledge, of the language used and the laws applied.
They are now used by a number of Patent Offices and
have been applied to U.8. patents since Aug. 4, 1970,
Some of the codes are not pertinent to the decuments
of a particular couniry and some which are may, in
fact, not be used. Those codes which are not applicable
to U.S. patents or not used are identified in the list
below.
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[10]1 Document identification
[113 Number of the document
[19] ICIREPAT country code, or other identifica-
tion, of the couniry publishing the docu-
ment

[201 Domestic filing data )

£211 Number(s) assigned to the application{s).
e.g. “Numero d'enregistrement national,”
“Aktenzeichen”

[221 Date(s) of filing application(s)

£23] Other date(s) of filing, including exhibition
filing date and date of filing complete spec-
ification foilowing provisicnal specifica-
tion*

[30] Convention priority dete’®

[81] Number(s) assigned fo priority applica-
tion(s)*

[821 Date(s) of filing of priority application(s)*

[83] Country (countries) in which prioxity ap-
plication (s) was (were) filed*

[40] Detels) of maling available to the public
[41] Date of making available to the public by
viewing, or copying on reguest, an un-
examined document, on which no grant
has taken place on or before the said date?

Date of making available to the public by
viewing, or copying on reguest, an
examined document, on which no grant
has taken place on or before the said date®

Date of publication by printing or similar
process of an unexamined document, on
which no grant has taken place on or be-
fore the said date’

Date of publication by printing or similax
process of an examined document, on
which no grant has taken place on or be-
fore the said date

Date of publication by printing or similar
process of a document, on which grant has
taken place on or before the said date

Date of publication by prinfing of similar
process of the claim(s) only of & docu-
ment *

Date of making available to the public by
viewing, or copying on request, a decu-
ment on which grant has taken place on or
before the said date®

£42]

48]

[44]

[433
{46]

[47]

{801 Technical information

[51] International Patent Classification
[52] Domestie or national classification
[58] Universal Decimal Classification*

%\Totf:s concerning the application of INID Codes to U.S.
patents:
1his dem §s either not applicable to TN.S. pafents or, i
applicable, is either not coded or not assigned this code.
2The respective specific data elements within this category
are not individually coded. They are printed In a particalar
format under the eaption "Foreign Application Priority Data”
which is identified by the INID Code [30].
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[547 Title of the invenfion

(551 Keywords?

[56]1 List of prior art documents, if separate from
descriptive text

[57] Abstract or claim

[58] Field of search

[60% Reference{s) to other legally related domestic
document (s) ®
{611 Related by addition(s) *
[627 Related by division(s)
[63] Related by continuation(s)
[64] Related by reissue(s)

170] Identification of parties concerned with the docu-
ment

[71] Name(s) of applicant(s)*

[72] Name(s) of inventor{s) if known to be
guch*

(73] Name{s) of grantee(s)

[74] Name(s) of attorney (s) or agent(s) *

[%5] Name(s) of inventor{(s) who is(are) also
appiicant(s)

[76] Name(s) of inventor{s) who is(are) also

applicant(s) and grantee(s)

Codes [751 and [76] are intended primarily for use
by eountries in which the national laws require that the
inventor and applicant are normally the same. In other
cases [71] and [72] or [71}, [721 and [78] should gen-
eraliy be used.

901.05 Foreign Patent Documents

All countries do not issue their patent speci-
fications in printed form. In some countries,
there is a delay between the date of the patent
grant and the date of publication. Generally,
a foreign patent should not be cited as a refer-
ence unless the examiner has seen the patent.

Citation data pertaining to those countries
from which the most patent publications are re-
ceived are given in the following sections.
Additiona] information can be obtained from
the Scientifie Library.

The following material was originally pre-
parved by Mr. . J. Federico, formerly as Kxam-
mer-in-Chief of the Board of Appeals.

A. Foreign Patent Maferial

B. Notes on Foreign Patent Laws in General:
a. Applicant
I, Applicaiion

. Publication of Pending Applications

. Administrative Systems

. Oppositions

The PPatent

)

she specific data applicable fo o particular patent is
printed under the caption “Related U.S, Application Data.”
Where the relationship iz due solely to divisien or to contlnu-
ation and/er continuation-in-part, the dats is identified by
the appropriate specific INID Code, ie, [62] or [63], re-
spectively. Where the relationship is due to any combination
of these two specifie sub-categories, the data is identified by
use of the generic INID Code [60].



901.05

C. Statuiory Basis: Sections 102{a) and ()

D. General Information

. Copies of Printed Specifications
. Unprinted Foreign Patents

. Official Patent Journals

. Translations

. Abstracting Services

. Data on Printed Coples

. Citation Dates

. Corresponding Specifications

. Proof of Dates

BE. Section 102(d)

Profe oM o T

. Notes on Individual Countries:

. Australia
. CAustria
. Belgium
Canada
. Czechoslovakia,
. Denmark, Finland, Norway, Sweden
. Eagt Germany
. Pinland-—gee under Denmark
9. France: Law of 18441068
9B, France:; Law of 1069

10s. Germany

108, Germany : Gebrauchsmuster
11. Great Britain

12, Hungary

13, Italy

14, Japan

15. Netherlands

16. Norway—see under Denmark
17, Poland

18, Sweden—see under Denmark
19. Switzeriand

20. USSR

e R

A. Foruiex Parent MATRRIAL

There are approximately 25 countries in
which the specifications of patents are pub-
lished in printed form, including those in which
the specifications are so published before the
patent is pranted. These countries include all
those which issue over 10,000 patents per year,
11 in number {(including the U.8.) and which
totalled over 300,000 patents per year, according
to statistics for 1969, The remaining countries
of the 25 added about 50,000 to this total, These
figures do not include the specifications of pend-
ing applications which are published in printed
form and may never result in patents; these
would add about another 50,000 to the total. Of
course there ig considerable duplication.

This body of published foreign patent ma-
terial has been increasing in recent years; about
15 years ago the volume was about half. Copies
of specifications of most of the countries which
print them are placed in the examiner’s search
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files and their importance as a body of search
material has increased.

Countries which do not issue specifications in
printed form and whieh issue a substantial num-
her of patents, from 5 to 10 thousand per year,
include Argentina, Brazil, Mexico, South
Africa and gpain. Some of these may publish
printed abstracts or claims in their journals.
Countries which do not print are not considered
except in Part C.

The first four sections of this Part are limited
to the use of foreign patent material as refer-
ences made available by 38 U.S.C. 102(a) and
(b). Section 102(d) of Title 85 is discussed in
Part B and some statements made in the preced-
ing sections do not apply te this section of the
statute. Part F gives a varying amount of detail
concerning the patent publications of 20 coun-
tries,

B. Norzs ox Forgiew Patext Laws v
GENERAL

Some general information on foreign patent
laws is given here, to summarize particular fea-
tures which may be observed and to consider
terminology used. Some additional details may
be found under individual countries in Part F.

By way of contrast, it is first recalled that in
the United States a number of different events
all occur on the same day, the issue date. These
events include: (1) a patent document, the “let-
ters patent,” which grants and thereby creates
the legal rights conferred by a patent, is exe-
cuted and sent to the applicant; (2) the patent
rights come into existence; (3) the patent rights
can be exercised ; (4) the specification of the pat-
ent becomes available to the public; (B) the
prosecution papers become available to the pub-
lic; (B) the specification is published in printed

rm; (7) an issue of an official journal, con-
taining an announcement of the patent with an
abstract or equivalent, is published. In most for-
eign countries various ones of these events oc-
cur on different days and some of them may
never oceur ab all.

a. Applicant. In most countries the owner of
the prospective rights, derived from the inven-
tor, may also apply for a patent in his own name
as applicant; in a few, other persons may apply
as well or be joined as co-applicants. Hence ap-
plicant is not synonymous with inventor, and
the applicant may be a company. Some coun-
tries require the inventors’ names to be given
and regularly print them on the published cop-
ies; other countries may sometimes print the in-
ventors’ names, presumably when available or
when requested to do so.

b. Application. The word application is com-
monly used to vefer to the entire set of papers
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filed when seeking a patent. However, from the
standpoint of strict statutory language in many
laws, and this was once the case in the U.8. as
well, the word application refers only to the
paper, usually a printed form, in which a patent
is requested. The application, in this sense, is to
be “accompanied by” or have “attached” to it
certain other papers, namely a specification,
drawings when necessary and perhaps other
papers.

In Great Britain and certain other countries
whose laws were originally modeled after the
British law (Australia, for example) the appli-
cation, meaning the printed form in which a
patent is requested, may be “accompanied by”
either a “provisional” specification or a “com-
plete” specification. These terms are explained
under Great Britain in Part I,

o. Publication of pending applications. In
general, pending applications are confidential
until & patent is granted, or until a certain stage
in’ the proceedings, or until a certain date, as
may be specified in a particular law. A few
countries (Great Britain for one} published
lists of recently filed applications in their official
journals but the contents are not public.

Some countries have adopted a practice of
publishing pending applications, meaning the
contents or documents of the application, at a
certain time after filing, the applications being
as yet unexamined or in process of examination.
The applicant is given certain provisional
rights on this publication.

This publication may take either of two
forms. In Australia, and recently in the Scandi-
navian countries, a notice giving certain par-
ticulars is published in the official journal and
thereafter any one may see the papers at the
patent office or order copies. There is no printed
publication of the specification, although an
abstract is published in printed form in some
of these countries.

Several other countries publish the specifica-
tions of pending spplications in printed form
at a specified time after fling. These inelude
the Netherlands and Germany, and, siarting
recently, France, but with respect fo some ap-
plications only. These documents, of course, con-
stitute references as printed publications and
whether or not a patent is subsequently granted
becomes unimportant.

Further details on this publication of pend-
ing applications, meaning the publication of the
specification, are given under the countries
which have been mentioned.

In dealing with foreign paient material, the
words “published” and “publication” sometimes
refer only to the opening for inspection and
making copies of the papers and not to a printed
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publication. In what follows this will be pointed
out when not apparent from the context.

_d. Administrative systems. The administra-
tive systems of issuing patents by a patent office
vary from an inspection of.the papers to de-
termine if they are in proper form to an ex- -
amination of the merits on the basis of an
extensive search of the prior art. The former
are referred to as nonexamining or registration
countries, typical of which are Belgium, Haly
and France (old law). In the latter two, how-
ever, there could be a rejection on matters ap-
parent on the face of the papers, such as that the
subject matter is what we would call outside the
statutory classes.

Of the examining countries (more appro-
priately pre-examining) the extent of the ma-
terial searched varies. Only a few, possibly less
than a dozen, include a substantial amount of
foreign patent material and nonpatent publica-
tions, as well as their own patents, i their
gearch files. Some countries specifically limit
the search by rule to their own patents with very
little or no additional material, or do so for lack
of facilities. An increasing number require ap-
plicants to give information concerning refer-
ences ¢ited in corresponding applications filed
in other countries.

Tixamination procedure involves actions by
an examiner and responses by the applicant. In
Germany and some other countries the term “re-
jection” is not used except for the last action
which is the refusal of a patent by the patent
office and constitutes the disposal of the case.
Previous actions, through full, are in a sense
advisory only. There is no abandonment for
failure to respond. If an applicant does not
respond within a set time limit the examiner
must take the case up for action again buf then
he can merely reject for the reasons previously
gtven, which disposes of the case. In Great Brit-
ain there is no time limit for response but the
application must be placed in condition for al-
lowance (in order for acceptance) within a fixed
time set by rule, now 214 years, otherwise the
application “becomes void.”

The deferred examination system is discussed
under Germany and Netherlands in Part F.

¢. Oppositions. Most examining countries con-
sider participation by the public as an inherent
feature of their examining system. When an ap-
plication is found to be allowable by the exam-
iner, it is “published” for opposition. Then there
is a period, usually 3 or 4 months, within which
members of the public can oppese the grant of
the patent; this could ke any person or company
in most eountries, or only one having an interest
in some. The opposition is an infer paries pro-
ceeding and the opposer can ordinarily raise
any ground on the basis of which a patent wounld
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be refused or held invalid, including any ap-
licable references, Oppositions are heavy in
ermany, about 80% of allowed applications
being opposed, but in other countries they do
not exceed § to 10%.

The publication for opposition, also referred
to as laying open for opposition, may take the
form of the publication of a notice in the official
journal with the application, meaning the con-
tents, being then open to public inspection and
the obtaining of copies. This form of publica-
tion does not constitute a printed publication.
Some countries, in addition, issue the specifica-
tions of the allowed applications in printed
form at or about the same time and there is
hence in these a printed publication which is
available as a reference in the U.S.

In general, full patent rights come into exist-
ence on the date of publishing for opposition. In
some {Germany for example) suits for infringe-
ment can be filed at once, while in others (Great
Britain for one) an infringement suit cannot
be filed until after the patent is granted, but
then damages can be recovered back to the pub-
Tieation date, If there is an opposition and the
patent eventually is refused, the patent rights
vanish retroactively.

f. The Patent, In the nonexamining countries,
and in the examining countries if the applicant
is successfnl, a patent is issued, or granted, or
the invention becomes patented, in due course.
Practices and terminology vary and in some
there is no “letters patent” document which
creates and grants the rights as in the U.S. In
some countries the examiner grants the patent
by signing the required paper (in one country
the patent is granted by the dating and signing
by the examiner of a line on the face of the file
wrapper) ; in a few countries nobody does any-
thing, the patent standing granted by operation
of law after certain events have occurred. The
term “granting the patent” is used for conven-
ience, but it should be noted that sections 102{a})
and 102(b) of 35 U.S.C. do not use this
terminclogy.

A list of granted patents is ordinarily pub-
lished in the official journal, with an abstract or
claims in some countries, but this is usually after
the granting date. Normally the specification
of the patent is open to public inspection and
the obtaining of copies, from the time it was
granted. In a few countries there is a short
period of secrecy after the granting during
which there is no access to the specification by
the public, see under Belgium, France and Italy
in Part F. (There is still one country in which
it appears that the specification is not public
until after the patent has expired.) The file
wrapper, that is, the prosecution papers in the
file, is not made public in some countries.
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Where the specifications of granted patents
are issued in printed form, this seldom occurs
simultaneously with the day of grant, but may
occur a short time thereafter in some, or after
several years in a few.

The term of a patent may vary in different
countries, with respect to the number of years
and the method of determining it. In some coun-
tries it iz a specified number of years after the
date of grant (U.S., Canada) but in many the
patent expires a specified number of years after
the filing date (16 in England, 18 in Germany,
20 in France) even though the patent rights
might. not commence until a later date; other
variations exist.

Most countries require the payment of an-
nual or periodical fees to maintain a patent in
force. These may start a few years after filing,
and increase each year, If not paid within the
time allowed the patent lapses and is no longer
ir: force.

C. Starvrory Basts: Sperions 102(a) anp
(b)

Section 102(a) of Title 85 provides that a
patent cannct be obtained if “the invention
was . . . patented or deseribed in a printed
publication in this or & forelgn country, before
the invention thereof by the applicant .. .”
while section 102 (b) provides that a patent can-
not be obtained if “the invention was patented
or deseribed in a printed publication in thisora
foreign country . . . more than one year prior
to the date of the application for patent in the
United States.” The common phrase in these
two quotations “patented or described in a
printed publication in this or a foreign country”
refers to two different things and can be sepa-
rated as follows:

1. “patented . . . in this or a foreign country”

2. “deseribed in a printed publication in this

or a foreign country.”
These are two different sources of references,
namely (1) foreign patents (we are not con-
cerned with U.S. patents here) and (2) prinfed
publications, which can be used for finding an-
ticipation under gection 102 or for finding ob-
viousness in view of section 103.

The published specifications of foreign pat-
ents with which we are concerned have a dual
agpect; they are printed publications, and at
the same time they represent foreign patents.
There may be, and usually are, two different
effective dates for reference purposes, one
the effective dates when used as a printed pub-
lication, and the other the effective date when
used as a foreign patent. (The term “effective
date” is here used to indicate the date we con-
sider the document effective for the purpose we

=
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intend to use it; the same date may have little
or no significance in the country of origin.)
When used as printed publications everything
disclosed in the specification is available for
nse, and the laws under which they were issued
are irrelevant. When used as foreign patents
some matters disclosed in the specification
might not be available for use (see below), and
complexities of foreign laws may arise in inter-
pretation and in determining the effective date.

Excluding the U.S. and the extremely few, if

any, which act similarly, three categories of
countries can be distinguished. )

1. Countries in which the specification is is-
sued in printed form before the patent 1s
granted. These include those countries which
so publish the specifications at the time of pub-
lishing for opposition, and those countries
which so publish the specifications of pending
applications a certain time after filing. Prob-
ably the majority of specifications now received
and placed m the search files are of these kinds.
Since there is a printed publication of earlier
date, the date (and also whether or not) the
patent is granted becomes irrelevant. Where the
specification is printed again when the patent 18
granted, the later ecoples are sometimes no
longer placed in the search files, The specifica~
tion of the patent might differ from the previ-
ously published specification in some instances,
but normally this would consist only in a nar-
rowing of the claims with possibly a corre-
sponding reduction of the specification. The ap-
plication, the specification of which was issued
in printed form, may be still pending or may
have become abandoned ; these facts are imma-
terial to the use of the printed specification as
a printed publication.

2. Countries in which the specification is
issued in printed form only after the patent is
granted. Where the printed publication date 1s
early enough for all purposes the fact of patent-
ing is not important. But since the patenting
date is earlier, the foreign patent can be used
as & patent when the printed publication date is
not, early enough or has been overcome by an
affidavit under 37 CFR 1.181. The effective date
as a patent may be the actual date the patent was
granted or some date which has been established
for thig purpose. In some countries the specifica-
tion is issued in printed form so soon after the
patent is granted that the question of establish-
ing the earlier patenting date has not even
arisen.

3. Countries in which the specification is not
tssued in printed form. These form the majority
from the standpoint of the number of countries,
but form a small minority with respect to the
proportion of patents issued. Occasionally one
15 called to an examiner’s attention, as in a mo-
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tion to dissolve an interference; these can only
be considered as patents and treated in the same
manner as would be patents of group 2 coun-
tries above when a copy is obtained before the
specification was printed, and the German short
term minor patents (see under Germany in
Part F.).

The basis for using a foreign patent as o
patent is the expression in the statute “patented
...in...a forelgn country” which has
been quoted above. Hence it is the subject mat-
ter which has been patented in the foreign coun-
try which is the reference and not necessarily
everything disclosed in the specification. Sup-
pose the specification of the patent discloses
two separate and distinct devices, A and
B, and all the claims are restricted to A; the
disclosure of B in the specification cannot be re-
ferred to at all. An extreme example like this
is not apt to oceur, and in the normal case that
comes before the examiner there is little or no
difference between the disclosure and what is
patented. It is not always necessary for details
relied upon to be specifically recited in the
claims of the foreign patent since it is not the
claims. which is the reference but, in the lan-
guage of the statute, the invention that has been
patented. Once having determined what subject
matter is available in the foreign patent for ref-
erence purposes, it can be used for anticipation
or ag 2 basis for determining obvlousness, but
any remaining subject matter must be blocked
out of consideration. Office practice is illus-
trated by [n re Fuge, 194 TUSPQ 105, 1960 C.D.
78 and Ew parte Owist et al, 152 USPQ T09.
Infringement suit decisions arve flesves Bros.
Ine. v. U.8. Laminating Corp., 157 USPQ 285
(Dist. Ct., E.D. N.Y. 1968) and The Bendiz
Corp et al v. Balaw, Ine. 164 USPQ 485 (C.A.
7, 1970), There are still, however, a number of
matters that need clarification and the result for
some situations can only be determined when
they arise.

D. GrNEraAL INFORMATION

a. Copies of Printed Specifications. The Pat-
ent and Trademark Office receives, through the
Library, copies of the printed specifications of
patents, and of applications, from nearly all
the countries which issue them in printed form.
This is by exchange arrangements with the
countries involved. Practice has changed in re-
cent years with respect to the number of copies
regeived, the type of records kept, and distribu-
tion of the copies. Most important, one copy is
sent to the examining groups for classification
into the U.S. system and placing in the search
files, see Section 903.03. Cloples from nearly all
of the couniries received are so forwarded, most
foreign language ones now being accompanied
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by an Tnglish language abstract. However, the
sending of copies recelved from some countries
has been limited to those patents which were not
previously filed in some other country.

Where the specification is printed twice, once
during the application stage and again after
the patent has been granted, only the first
printing is in general sent to the examining
groups in the case of certain countries (see Part
I'). The second printing ordinarily does not
vary from the first as to disclosure. If it does
the variations normally would be deletions to
correspond to reduction in the scope of the
claims or perhaps to a requirement for
restriction.

Whether a copy of a particular foreign
patent has been received can be ascertained
from the Foreign Patent Services and Records
Section of the Library. Photocopies of foreign
patents can be ordered by an examiner for
placement in the shoes of a class in which he
examines, if the patents wonld be of frequent
use in that class (section 905.01).

b. Unprinted Foreign Patents. Coples of
specifications of patents of countries which do
not issue them in printed form are of course
not received by the Library. Occasional ones
may come before the examiner; these may bhe
supplied by applicants, cited in a motion to dis-
solve an interference, or, primarily of German
Grebranchsmustern, received in a search ex-
change program.

When requested to do so, the Library will
attempt to obtain a copy of an unprinted
patent from the patent office of the country. In
particular, official copies of Belgian patents can
be obtained prior to the time they are issued in
printed form ; the Library will ask that the date
of granting and the date the specification was
available to the public be endorsed on the copy.
The original is retained by the Library and a
copy made for the examiner.

The Library keeps a file of copies of un-
printed patents which it has acquired. This file
1s checked before any request is made to the
foreign patent office.

e. Official Patent Jowrnals. Most countries
issue an official patent journal, corresponding
in general to the Official Gazette of the U.S.
Patent and Trademark Office. In some both
patent and trademark matters are included,
while some countries have a separate journal
for trademarks. These official patent journals
may have the word Journal, Bulletin, Gazette,
Record or an equivalent word, in their title, and
the official fitles otherwise vary. The term
official journal will be used here in referring to
these publications broadly. Some countries do
not have a special official patent journal but
utilize a general government journal which
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mainly includes other matters, as did Switzer-
fand before 1962.

Bound sets of the official journals are
shelved in the Library adjacent the numerical
patent collection of the particular country.
Official journals are received from some coun-
tries which do not issue printed patent speci-
fications; these are shelved in a different
location,

Some countries issue annual indexes contain-
ing various lists relating to patents issued dur-
ing the year, and other information. These are
shelved adjacent the official journal of the
country.

A complete bibliographic catalogue of the
holdings of the Library of foreign patents,
official journals and annual indexes, at itg date,
is given in Manual of Foreign Patents by
Belknap Severance, published by the Patent
Office Society in 1935,

d. Translations. Examiners may request
translators in the Reference Section of the
Library to assist them orally or with written
tranglations of any specifieations in languages
with which the examiner is not familiar. See
MPEP sections 901.06({a) and 903.03. Alterna-
tive versions of specifications, in English or
other languages known to the examiner, can
sometimes be found; see below.

e. Abstracting Services. The official journals
of & few countries include abstracts of the dis-
closures of the patents announced or applica-
tions published. Separate classified abstraets,
called Abridgments, are published in Great
Britain; the Library has a set of these
abridgments.

Many technical abstracting publications in-
clude patent literature; the most notable of
these is Chemical Abstracts. The anmual indexes
of Chemical Abstracts include, in addition to
the subject matter index, an author index in
which the patentee’s and inventor’s names ap-
pear, and patent number lists; corresponding
patents of different countries are identified.

Specifications of unprinted, or as yet un-
printed, patents may be included in some of
these abstracting services.

f. Data on Printed Copies. Besides the text of
the specification, and the drawing if any, the
printed copies carry a certain amount of infor-
mation concerning the patent and the applica-
tion in a heading or on a special top page. Sig-
nificant items, particalariy dates, are referred
to elsewhere, The organization composed mainly
of examining patent offices (ICIREPAT, Paris
Union Committee for International Coopera-
tion in Information Retrieval among Patent
Offices) has developed a numerical code relating
to the bibliographic information on the copies
and a few countries have begun to use this code
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by placing the number, enclosed in a circle, ad-
jacent to the corresponding item, even before it
had yet reached its final accepted form. The ma-
jor items of interest are listed to indicate the
nature of the information which may appear.
These code numbers are lisited in section 901.04.

The countries which now use the identifica-
tion numbers are, in,addition to the U.S., Can-
ada, Finland, France, Germany, Great Britain
and Japan.

Some foreign countries Hst the references
cited during the prosecution, following the
practice started in the U.8. These, especially if
they are U.S. patents, may be helpful, either as
references of interest to the examiner or to sug-
gest an overlooked field of search.,

See section 901.05(a) for additional ilems.

g. Citation Dates. The information to be
given in citing a foreign patent or specification
1 specified in section 707.05(e). The date used
for citation purposes may be the effective date,
or one of the effective dates, but in the case of
some countries it may not correspond to the
precise effective date of the reference. De-
tails regarding dates, for a number of countries,
are given in Part F.

The examiner has the duty of determining in
the first instance that the effective date (or one
of them) of the foreign patent or specification to
be used as a reference is at least earlier than the
filing date of the application being considered.
This is no problem when the reference is at least
geveral years older, in which case the citation
date used may serve merely to show this fact
and as part of the identification. Also, for most
countries the necessary information is contained
on the face of the publication, Certain countries
with special problems are treated in detail in
Part B,

A foreign patent may have two different ef-
fective dates as a reference, one the effective
date as a patent and the other the effective date
as a printed publication. This distinction is of
importance only when the specification 1is
printed for the first time after the patent is
granted, and then only if the printed publica-
tion date is too Iate to be used at all, or too close
to the filing date of the application being con-
sidered that the possibility of being overcome
by an affidavit under 87 CFR 1.131 may exist.
Except for these situations, it is simplest to re-
gard the foreign printed specification, whether
of a patent or of an appiication, merely as a
printed publication and nothing more. With
this view nearly all of the information in the
present group of sections becomes merely back-
ground information indicating how these
printed publications came into being, perhaps
interesting and educational, but otherwise of no
concern.
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h. Oorresponding Specifications. Since a sep-
arate patent must be obtained in each couniry
in which patent rights are desired (except for
the Furopean Patent Convention and a group of
African countries which have a common pat-
ent), there may be a number of patents of differ-
ent countries for the same invention. The large
increase in the total number of patents issued
each year has been due In greatest part to the
inerease in the number of international flings;
probably over half of the printed specifications
issued each year are duplicates of others.

All of the countries listed in Part F are par-
ties to the Paris Convention for the Protection
of Industrial Property and provide for the
right of priority. If an application is filed in
one of the countries, an application for the same
mvention thereafter filed in a second country,
within one year of the filing of the first appli-
cation, will be entitled to the benefit of the filing
date of the first application on fulfilling various
conditions. (This subject is treated in section
201.18) The second country is required to spec-
ify that priority is claimed and to give the
country, date, and the number of the first appli-
cation, on the patent or specification which it
issues. This data serves the purpose, among
others, of enabling a patent issued on the first
application to be located, There may be any
number of these second applications, in different
countries, and the group as a whole is usually
referred to as a family of patents.

In general the specification of the second a?—
plication is identical in substance to the specifi-
cation of the first; in many instances the second,
if in another language, is simply a translation
of the first with perhaps some variation in
purely formal parts. But in a minority of cases
the two may not be identical. It is permissible
to combine two or more first applications for
different subject matter into one second applica-
tion; also the second application could be filed
for only part of the disclosure of the first. It is
also permissible for the second application to
have the relationship to the first which we refer
to as continuation-in-part; the second applica-
tion may occasionally include additional subject
matter, such as a further example discovered
after the first was filed. In some instances the
second application could have its disclosure di-
minished or increased, to meet the requirements
or practices of the second country.

The various ones of a family of patents will
normally have different effective dates, In dis-
carding duplicate specifications (section 903.08)
a note should be written on the one retained giv-
ing the data relating to the one discarded, if
the one retained is not the one with the earliest
effective date or dates, or both may be retained
for a time.
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The examiner may have occasion to specifi-
cally attempt to locate a foreign specifieation
corresponding to a reference he may have on
hand. This may be either for language pur-
poses or for purposes of dates. The Tibrary will
agsist in or conduct the search for the duplicate
version.

Duplicate or substantially duplicate versions
of a foreign language specification, in English
or some other language known to the Examiner,
can sometimes be found. It is possible to cite a
foreign language specification as the reference
used, while at the same time citing an English
language version of later date as a convenient
translation if the latter is in fact a translation;
any disputes in such cases must be settled by
the language of the one which is used as the
reference.

If a U.S. patent being considered as a refer-
ence claims the priority of a prior filed foreign
application, it may sometimes be desirable to
determine if the foreign application has issued
or has been published, to see if there is an
earlier date. A little experience will show when
this would be fruitless and when some result is
probable. The following situation actually ec-
curred. The claims were rejected on the basis of
a U.S. patent and the applicant filed affidavits
to overcome the filing date of the reference; the
affidavits were controversial and the case went
to appesl, with extensive briefs and examiner’s
answer being filed. After all this work, some-
body noticed that the T.S. patent reference
clatmed the priority of a foreign applieation
filed in a country in which patents were issued
fairly soon, checked the foreign application,
and discovered that the foreign patent had not
only been issued but also published in printed
form more than one vear prior to the filing date
of the application on appeal.

If a foreign patent or specification claims the
priority of a U.S. application, it can be deter-
mined whether the latter is abandoned, still
pending, or patented. Even if the U.S. case is
or becomes patented, the foreign document may
still be useful as supplying an earlier printed
publication date.

If o foreign patent or specification claims the
priority of an application in another foreign
country, it may sometimes be desirable {o check
the latter to determine if an earlier date is pos-
sible. An example go chvious as to be trite and
which does not oceur very often is the follow-
ing; if a British specification being considered
as a reference claims the priority of an applica-
tion filed in Belgium, it 1s known at once that
& considerably earlier effective date can be es-
tablished, if needed. If the application referred
to was filed in one of the countries which pub-
Lish applications in printed form a specified
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period after filing, after such system was insti-
tuted, this publication may give an earlier date.
These remarks obviously also apply to a U.S.
patent claiming a foreign priority.

The determination if a foreign patent cor-
responding to known priority data has been
issued or the application published, is a com-
paratively simple matter for some countries, but
for some it is quite laborious and time consum-
ing and may not even be possible from Library
gources. The greatest facility for locating cor-
responding patents from unofficial sources
exists in the chemical field. Chemical Abstracts
publishes abstracts of patents of a large number
of countries. Only one is abstracted in full and
if a corresponding patent turns up there is &
cross-reference to the other. The annual indexes
include lists of patent numbers, and also in-
clude patentee’s and inventor’s names in the al-
phabetical author index. A concordance of
corresponding patents appearing during five
year periods has also been published.

When an application is filed outside the con-
vention year from an earlier application, a pat-
ent issuing on the later one is sotnetimes
possible, but it will not refer to the first applica-
tion. It is hence possible that there may be du-
plicate specifications without any indication
revealing the fact. These are caught only by
chance when the two copies come together in
the same subclass.

i. Proof of Dates. The examiner is not re-
quired to prove either the date or the occurrence
of events specified on specifications of patents
or applications, or in official journals, of foreign
patent offices which the Patent and Trademark
Office has in its possession. In a court action
certified copies of the Patent and Trademark
Office copies of these documents constitute prima
facie evidence, in view of 28 U.8.C. 1745, which
reads as follows: )

Copies of specifications and drawings of
foreign letters patent, or applications for
foreign letters patent, and copies of excerpts
of the official journals and other official p}lb—
lications of foreign patent offices belonging
to the United States Patent and Trademark

Office, certified [by the U.S. Patent and

Trademark Office] in the manner provided by

section 1744 of this title are prima facle evi-

dence of their contents and of the dates indi-
cated on their face.
An applicant is entitled to show the contrary by
competent evidence, but this question seldom
arises,

The dates of receipt of copies by the Office,
as shown by office records or starmped on the
copies, need only to be stated by the examiner,
when necessary.
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E. Secrion 102(d)

Section 102(d) of Title 35 United States Code
provides that a patent cannot be obtained in the
United States if:

“(d) the invention was first patented or
caused to be patented by the applicant or his
legal representatives or assigns in a foreign
country prior to the date of the application for
patent in this country on an application filed
more than twelve months before the filing of
the application in the United States,” or i

This section specifies four conditions which,
if all are present, establish a bar to a patent 1
this country. These conditions are:

(1) The foreign application must have been
filed more than twelve months before the
filing in the United States;

(2) The foreign application must have been
filed by the same applicant as in the
United States or by his legal representa-

~ tivesor assigns;

(3) The invention was patented in the for-
eign country on the basis of the foreign
application concerned before the filing
intheU. 8.3

(4) The same invention isinvolved.

If such a foreign patent is discovered by
the examiner, a rejection is made as being barred
by 85 U.S.C. 102(d).

If the invention is patented after the date of
filing in the United States, the foreign patent
is of no concern. The law was different prior to
the coming into force of the Patent Act of 1952.
The effect of R.S., 4887, first paragraph, the
precursor of 102(d) was that a person was
barred a 1J.8. patent if the invention was pat-
ented in the foreign country before the U.S.
patent was granted. The situation was, the other
conditions listed above being present, that if the
U.S. patent issued first, there was no bar
whereas if the invention was patented in the
foreign country first, either before the U.S. case
was filed or while the U.S. case was pending,
a U7.S. patent was barred. The change in the law
rendered immaterial the patenting in the for-
eign country while the U.S. application was
pending.

Every applicant is required to list in the oath
or declaration all corresponding foreign appli-
cations more than one year old (37 CFR 1.65
& 1.70}. Under the old law it was the routine
practice to have the library make a search to
ascertain if any so-recited foreign application
had become patented. After the law was
changed, this practice was found to be normally
fruitless and was abandoned. As stated in sec-
tion 706.13(s), the probability of the foreign
patent having issued after the date of execution
of the original oath and before the U.S. filing
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date is so slight as to make such a search ordi-
narily unproductive.

With respect to the first requirement, the U.S.
application is in time te prevent the bar from
ariging if it is filed on the one year anniversary
date of the filing date of the foreign applica-
tion. If this day is a Saturday, Sunday or holi-
day, the year would be extended to the following
business day, see ex parte Olah et al, 131 USPQ
41 {Board of Appeals, 1960).

No questions appear to have arisen in recent
times m connection with the second require-
ment, as ordinarily the foreign application is
recited in the oath or declaration of the U.S.
application, nor in connection with the fourth
requirement.

Cases in which the bar of Section 102(d)
might be applicable do not arise very often since
all that an applicant needs to do to avoid it is
to file in the U.S. before the invention is pat-
ended in the foreign country. Recent cases have
been eoncerned with the German Gebrauchs-
muster { American Infra-Red Radiant Co., Ine.,
et al v. Lambert Industries, Inc., et al, 149
USPQ 722, 360 F.2d 977 (C.A. 8, 1966)), the
date of patenting in certain countries, and with
special problems in design cases.

The statute does not refer to the “granting” or
“issuing” of a patent in the foreign country but
uses the expression “the invention was . . .
patented . . . in a foreign country. .. .” In
ex parte Biek and Thiele, 161 USPQ 795 (Board
of Appeals, 1968), it was held that an invention
is patented in Germany when the application is
published for opposifion (the Auslegeschrift
date) since the patent rights come into being on
this date by operation of law, and can even be
exercised, even though the formal act referred to
as “granting” the patent has not yet occurred.
Later the same holding was made in connection
with Japanese and British patents ex parte
Tizuka, 171 USPQ 50 (Board of Appeals, 1970),
even though, while the rights come into exist-
ence on the date of publication for opposition
with liability for infringement from that date,
snit cannot actually be filed until a later date.
These questions are of no concern in connection
with Sections 102(a) and 102(b) since there
are printed publications of the same or earlier
date in these countries. :

A period of secrecy after granting the patent
before the specification becomes available to the
public, as in Belgium and Italy, has been held
io have no effect in cobnection with 102(d).
Gramme Electrical Co. v. Arnoux and Hoch-
hausen Electric Co. et al., 17 Fed 838, 1883 CD
418, involved a predecessor of 102(d) ; Ex parte
Weiss, 159 USPQ 122 (Board of Appeals,
1967), and In re Talbott, 170 USPQ 281
(CCPA, 1971) involved U.S. design applica-
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tions in which the foreign design registrations
were secret, A secret foreign patent of the type
in which the patentee was forbidden to apply
for patents in-other countries or to disclose the
invention, and no infringement suits could be
brought with respect to infringements com-
mitted before the secrecy was removed, was dis-
regarded in Ex parte Rackham, 1928 CD 4
(Comm. of Pat.).

In design cases the period is six monthg in-
stead of one year, 35 1.8.C. 172, Foreign design
registrations and applications for such regis-
trations are considered equivalent to U.S. design
patents and applications for the purpose of 35
U.S.C. 102(d) and 119. Ex parte Weiss, in e
Talbott, supra.

. Nores ox Impivipvar Countris

The following sections give some data con-
cerning the published patent material of a num-
ber of countries to assist in their use and cita-
tion as references. In some instances a small
amount of information concerning the patent
system of the country is included; this is done
in order to give some idea of the variety of sys-
tems and also with the view that the significance
of the different dates may become clearer. In
%eneral, citation data and the appearance of dif-

erent dates on the printed copies refer only to
the current or a recent period and might not
apply to earlier forms of publications.

1. Australio. Australia was the first country
to adopt a system of publishing, but only in the
sense of opening to public inspection, pending
applications a specified time after filing., At
present the time 1s 18 months after the filing of
the complete specification, or earlier if the ap-
plicant requests. There is an announcement in
the official journal and anyone may inspect or
obtain copies of the application. but the speci-
fication is not issued in printed form at this
time. This does not constitute a printed publi-
cation. Ew parte Holler, 103 USPQ 332, At the
same time that the application is published in
this sense, printed abstracts are issued. The ab-
stracts published since 1969 are stored in the
Library and can be used as printed publications
for whatever they actually disclose.

Applications are examined with a limited
search of the prior art (except as noted below)
and after being found allowable by the exam-
iner, the term “Accepted” is used. Then a notice
of the acceptance is published in the official jour.
nal. There iz a 3-month period for oppositions
to be filed. The specifications of the allowed ap-
plications are issued in printed form a short but
variable time after publication of the notice of
the acceptance. The date of this printing does
not appear anywhere; it has no significance in
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Australia. (A date which may appear in a foot-
note type line at the bottom of the first page is
not the date of the printed publication.) The
patent is granted (sealed) after the opposition
period is over or after any opposition is termi-
nated in favor of the applicant. The sealing date
is normally about six months after the Ac-
cepted date but would be later if there was an
opposition; this date can be ascertained from
the official journal in the Library.

Printed copies of the specifications carry the
filing date (application “lodged”), the date the
application was opened to inspection (after the
word “Published”, or the phrase “Complete
Specification Published”), and the date of ac-
ceptance (after the word “Accepted” or the
phrase “Complete Specification Accepted”).
The word “Published” on the copiss refers to
the 18-month opening for inspection referred to
in the first paragraph.

When dates are fairly close the examiner must
ascertain when the printed copy was received in
the Library, or when the patent was sealed and
cite this date, with an explanation. When the
Australian specifieation is so old that questions
of its availability as a reference, or of swearing
back of it, would not be apt to arise, the “Aec-
cepted” date can be used for citation purposes
but denominating it as such.

The examination systemn was modified in
1970 by a new law. Under the new system when
an application is reached for examination in its
regnlar turn, the applicant is sent a letter which
notifies him that he must request examination,
and pay a special examination fee within six
months (which time can be extended in certain
cases). If the examination is not requested
within the time limit, the application becomes
abandoned (the word “lapsed” is used). In any
event the examination must be requested within
five years from. the filing of the complete spec-
ification, otherwise the application becomes
abandoned. The examination is the same as
before except that in certain cases a modified
examination, by paying a lesser fee, can be re-
quested. If the application is based on a prior
U.S. or British appleation and the prior ap-
plication is patented, the applicant can amend
the Australian specification to make it the same
as the patented one and ask for & modified ex-
amination; the examiner then, to a certain ex-
tent, accepts the findings of the 1.8, or British
examiner,

The number appearing on the printed copies
is assigned at the time of acceptance; under
the new system, the series was jumped to 400,001
as the number of the first one. Also under the
new system, the publication of the gpecifica-
tions of applications which became abandoned
(lapsed) after they were opened to inspection,

(
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has begun. These carry only the application
number.

9, Austrig. Printed copies of Austrian patents
carry the expression “Ausgegeben am .. .” fol-
lowed by a date. This is the date the patent
specification was issued in printed form and
is used for citation purposes as well. It now
appears beneath the line in large type giving
the patent number, and formerfy appeared in
the upper right hand corner.

Applications are examined and laid open for
opposition if found allowable; the opposition
period is four months. The patent stands
granted by operation of law 80 days after the
expiration of the opposition period if there was
no opposition or after the date of a favorable
final decision if there was an opposition; no
specific action is taken by anyone. The date of
grant is published in the official journal about
six weeks before the printing date,

The term of the Austrian patent is 18 years
from the date of the laying open for opposition,
which date is identifiable as the date following
the expression “Beginn der Patentdauer”: (be-
ginning of the term of the patent) which ap-
pears on the printed copies.

8. Belgiwm, Belgian patents are normally
granted within a month from filing, after a
minimum formal inspection; in some cases the
granting is delayed until six months after filing.

The granting of the patent consists in the
making up and signing of a “ministerial
decree’ or departmental order, which remaing
in the file; in due time the applicant (now
patentee) is sent what amounts to a certified
copy, with an attached copy of the specifica-
tion. In the normal case the specification of the
patent is kept secret for a period of three
months after the patent is granted, by a specific
provision in the statute, after which it becomes
available to the public. Such & period of secrecy
is tacked into the granting date and the date
of 3 Belgian patent as ¢ patent to be considered
in using it as a rveference under 35 U.S.C.
102(a) and (b) is taken as the date when the
specification became open to public inspection,
I'n re Ekenstom, 1958 C.D. 402; 118 U.S.P.Q.
349, (A period of secrecy occuring after grant
has not been taken into account in connection
with 85 U.S.C. 102(d}. There is no period of
secrecy after granting in the delayed issue cases
and the effective date as o patent for these cases
is the actual date the patent was granted.

The specifications are not issued in printed
form until about two or three years after the
patents are granted. The printed copies received
since No. 620,001 (granted January 10, 1963,
available to the public January 10, 1963,
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printed February 2, 1965) consist in a repro-
duction of the granting Order as the top page,
together with a reproguction of the specifica-
tion and drawing. The filing date appears in
the preamble of the Order; the patentee’s name
and the title of the invention, and any claim for
priority, appear in Article 1; and the granting
date is at the end above the official’s signature.
The-date on which the specification became
available to the public appears in the upper
right hand corner in the lower part of a rec-
tangular frame, below the expression “Brevet
mis au lecture” in the French language copies.
This is the date to be used for citation purposes
and as the effective date as a patent, The date
on which the printed copies were issued as such
does not appear on the copies, but can some-
times be ascertained from the title page of the
bound volumes. The copies are received in
groups of 50 already sewn together for binding,
with a title page giving the date on which they
were printed and published. '

Belgian specifications were not issued in
printed form until 1950, beginning with No.
498,079 and these continued up to No. 573,100
{filed November 18, 1958, granted December 15,
1958, available to the public March 16, 1959,
printed Se}ﬁf;ember 21, 1962) when printing
ceased for three years until resumed in the for-
mat first deseribed. There is hence a gap of
46,900 patents for which printed specifications
have not been received. The printed copies of the
1950-1958 period carry the date they were issued
in printed form in a line at the bottom of the
first page, “Edité et imprimé le —,” on the
copies printed in French. For the first year only,
1950, they show the date the specification was
available to the public, after the word “Publié,”
which in this instance does not refer to printed
publication. The granting date is specified on
all, after the word “octroys” on the French lan-
guage copies. Further details on Belgian patents
with a more particular description of the older
printed copies and the method of determining
the effective date as a patent when not given, are
in the Memorandum of March 2, 1959, published
at 41 J.P.0.S, 440-443, June 1959.

Belgian chemical patents are abstracted in
various publications and these published ab-
stracts can be used as printed publications for
what they disclose. Tf the examiner needs the
01l text of a Belgian specification which has not
yet been printed, the Library can be requested
to obtain a certified manuscript copy. ‘

4. Canade. Patents have been issued in printed
form since January 1948, The date of issue of
the patent appears on the copies following the
word “Issued”, or the words “Emis le” on those
printed in French. Prior to 1948, mounted clip-
pings from the official journal were placed in
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the search files. Recent copies are coded, the is-
sue date being item 45.

5. (zechoslovakia. The Czech patent specifica-
tions carry the date the application was laid
open to public inspection for opposition, follow-
ing the word “Vylozeno” or “Vylozené”, and
the later date of publication of the specification
in printed form, following the word “Vydino”
or “Vydané”, The publication date is the date to
be cited. :

6. Denmark, Finland, Norway, Sweden. A
new patent law came into effect in each of these
countries on January 1, 1968, Most of the provi-
sions of these laws are practically identical: uni-
form laws were enacted las part of a long-range
plan leading toward a possible Nordic patent,
not yet in effect.

Applications are examined and when found
allowable published for opposition. Under the
new laws the practice of issuing the specifica-
tions in printed form at this time has begun.
'This publication is a reproduction of the manu-
seript specification with added heading ma-
terial; those for Denmark and Norway are on
different. shades of blue paper and those from
Finland carry the data identification code num-
bers. They hiave been given a new number in the
patent number series of each country, and carry
three dates. The firgt date is adjacent the ap-
plication number and is the filing date; the sec-
ond date is referred to below; and the third
date, the latest in time, is the date used for
citation. There will be a second printing after,
and if, a patent is granted.

Under the new laws, applications are opened
to public inspection 18 months after the filing
date, or priority date if one is claimed. There is
no printed publication at this time. The date of
this laying open for inspection is the second of
the three dates which appear on the subse-
quently printed specifications and has no effect
in the U.S.

Prior to this new system there was only one
printing, of the patent. The printed specifica-
tions of the patents carry the following infor-
mation:

Denmark: The date the patent was granted
follows the expression “Patent ustedt den ...
The date, later in time, the specification was
published, follows the expression “Beskrivelse
offentilggjort den . . ..

Finland : The upper right hand corner gives
the date the patent specification was published,
following the expressions “Julkaistu/Publice-
rad”. The date the patent was granted, which is
earlier, follows the expressions “Patenti myon-
nettiiin—FPatent beviljades den”. These expres-
sions are in two languages, first Finnish then
Swedish,
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Norway: The date the patent specification
was published appears in the heading following
an expression beginning with the word “Offent-
liggjort™. :

Sweden : The upper right hand corner bears
three dates; first the date the patent was
granted, after the expression “Beviljat den”,
and third the date, later in time, the patent spec-
ification was published, after the expression
“Publicerat den”; the middle date is stated as
the date the patent term starts, which is the date
of publication (not printed) for opposition.

The publication date is the date to be used
for citation of these old law patents; the oc-
casion for resorting to the earlier granting date
seldom 1if ever arises.

7. East Germany. The patents of East Ger-
many {German Democratic Republic) can only
be used as printed publications, The date of this
publication follows the word “Ausgabetag?”,
and is the date to be cited.

Patents are granted after a formal examina-
tion and the specification issued in printed form
on yellow paper. An examination as to novelty
may be requested later by the patentee and the
patent office will confirm the patent or annul it
in whole or in part. If confirmed {or only an-
nulled in part) the specification is printed
again, on white paper. This second printing car-
ries its own publication date (Ausgabetag); the
date of the earlier publication is the date fol-
lowing the expression “In Kraft getren,” as in-
dicated by a footnote at the hottom. of the first
page.

8. Finland. See under “Denmark, Finland,
Norway, Sweden”.

9a. France: Law of 1844—1968. In view of a
change in the French system caused by a new
patent law which came into effect January 2,
1969, French patents are considered in two sec-
tions. The present section deals primarily with
the old law cases but present tense is mainly
used, for convenience.

Prior to the new law patents were granted
after an examination as to formal matters only,
but an application for subject matter we would
call outside the statutory classes of invention
could be rejected. The granting of the patent
consisted in the execution of a paper called an
“arreté ministeriel” which term is literally
translatable as “ministerial decree”, but “de-
partmental order” is also used. This decree or
order remains in the file; the applicant is noti-
fied and some time later he is sent what amounts
to a certified copy, with an attached copy of the
specification. About five weeks or so after the
granting of the patent an announcement ap-
pears in the Official Bulletin which, in recent
years, also publishes an abstract at the same
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time. The specification of the patent is issued in
printed form about four or five months later.

The specifications and drawings of French
patents have been regularly published in sepa-
rate printed leaflets since 1902. Prior to this
time only selected ones were published, in book
form with the specifications and drawings In
separate volumes, and mounted copies of the
drawings were placed in the search files.

From 1902 up to a date in 1960, the printed
specifications of French patents regularly car-
ried three dates in the heading. For example
French patent 1234900, the last ene to do 0, has
the following in the heading:

(1) “Demandé le 28 juillet 1959, a 14> 48% a
Paris.”

[Filed July 28, 1959 at 2:48 P.M. in Paris.]

(2) “Délivré le 23 mai 1960.”

[ Granted May 23, 1960.]

(8) “Publié le 19 octobre 1960.”

[Published Qctober 13, 1960.]

The first ddte, the “Demandé” date, is the
date the application was filed; the hour of the
day is given since there are no interferences and
the patent of the applicant who filed his appli-
cation first would Ee the valid one; the city is
given since applications may be filed in various
Tocal government offices throughout the coun-
try, The second date, preceded by the word “Dé-
livré”, is the date the patent was granted; the
French verb “délivrer” when used with refer-
ence to patents means “to grant.” The third
date, preceded by the word “Publié”, is_the
date on which the specification was issued in
printed form.

Beginning with Patent No. 1234901 (granted
May 93, 1960) the publié¢ date has been omitted
from the printed specification. It is hence not
possible to tell from the printed copies when
they were issued in such form. This informa-
tion, however, can be found in the Official Bul-
letin which contained periodical lsts of the
numbers of the specifications which have been
printed giving the dates when the printed
copies were available to the public. Later, the
identification of the Official Bulletin in which
the patent was announced was added to the
heading, at first without the date, Currently,
and recently, the heading gives the filing date,
the granting date, and the date and number of
the Official Bulletin. The most recent format has
a coded cover page; item 46 gives the date of
the Official Bulletin,

In 1957 there was a change in the practice in
the French Patent Office, which required a
change in the practice of the U.S. Patent and
Trademark Office. The specifications of granted
patents were made inaccessible to the public
from the date the granting order was executed,

287

901.05

antil the date of the appearance of the Official
Bulletin announeing it, and it is only on_the
later date that members of the public could in-
spect and obtain copies of the specifications of
patents. This change in practice is indicated by
a notice in the Official Bulletin which. first ap-
peared in the issue for July 11, 1957, and is
taken as beginning with patent No. 1,148,401,
the first one announced on that date. It is hence
necessary to apply In re Ekenstom, 1958 C.D.
402, 118 USPQ 349, to these patents and con-
sider the date of the Bulletin as the effective
date as a patent.

Summary, old law patents: There are num-
bered below 2,000,000, The effective date as a
patent is the granting (déliwré) date up to No.
1,148,400, and is taken as the date of the Official
Bulletin from No. 1,148401. The effective date
as a printed publication is about four or five
months later, when printed copies are issued,
For citation purposes, fhe pub}l)ié date is used
when this appears; the délivré date, or the date
of the Official Bulletin if it appears, is used
when the Publié date does not appear.

Patents of Addition: These are referred to
as “certificates of addition” and were numbered
in a separate series and when one of these is
cited it must be identified as an addition.

Special Medical Patents: Beginning in 1958,
patents for medicaments were issued under the
heading “Brevet spécial de médicament”, ab-
breviated as B.S.M., in a separate numbering
series, with the letter “M” after the number.
These were granted only after a search was
made and a search report filed.

The separate numbering of patents (certifi-
cates) of addition and of patents for medica-
ments has been discontinued under the new law.

Application Numbers: Patent applications
can be filed in France in a local government oi-
fice in each Department. Each Jocal office main-
tains a register and has its own series of serial
numbers, for applications filed there. The ap-
plicant is given, as a recipt, a copy of the memo-
randum or record entered in the register which
is known as a “procés verbal.” The local office
then promptly forwards the papers to the patent
office in Paris, The application number, when
given, apprears on the printed specifications fol-
Towing the abbreviation “P.V.” While there are
thus many different series of numbers, the
ranges covered in a given year apparently do
not overlap and the city of filing is ordinarily
dropped. Under the new law, the numbering
systern has been changed,

9b. France: Low of 1969. The new law which
came into effect January 2, 1969 did not apply
to applications already on file and the remarks
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made in the preceding section apply for an
overlapping period after this date. o

Under the new law patents are divided into
two classes; “patents for invention™” and “certifi-
cates of utility.,” The term of the patent is 20
years from the filing date and of the certificate
of utility 6 years from the filing date, Except
for the fact that medicaments can be patented,
there is no other differences between the two in
subject matter, the conditions for patentability,
or in the rights granted.

The certificate of utility is issued in due
course without any search of the prior art, as
all patents except those for medicaments were
issued under the prior law.

An application for patent is subjected to a
novelty search and report, a special fee being
paid, Except in the case of medicaments, the ap-
plicant may request postponement of the novelty
search up to two years, If the search is not re-
quested by that time, the application is auto-
matically converted to one for a certificate of
utility. Also the applicant himself may convert
the application to one for a certificate of utility
during this peried.

The novelty search was conducted by the In-
ternational Patent Institute at the Hague and an
initial novelty report is issued. The applicant
may file arguments and amendments and a
second report is issued. This report and the file
are open to the public and third parties may
file references and statements, with the appli-
cant having an opportunity to file arguments
and amendments. A final novelty report is then
issued. There is no actual rejection or refusal of
a patent, but the patent is granted with the
record of the report.

The systemn of novelty searches commenced in
January 1969 with rvespect to certain clagses
only, and has since been extended to additional
classes. For the remaining classes patents are
granted substantially according to the old sys-
tem, without novelty search, but an action for
infringement cannot be brought unless a novelty
report is made. Patents granted under the old
law likewise cannot be sued on unless the paten-
tee supplies a novelty report. Patentees can
order novelty searches and reports directly from
the International Patent Tnstitute,

Patents (both kinds) under the new law have
claims instead of the old “résumé.”

Under the new law all applications are open
to public inspection 18 months after the filing
date, or the priority date if one is claimed, un-
less the application has been abandoned (with-
drawn). The specifications are also issued in
printed form a short time thereafter. This pub-
lication may occur earlier on request of the ap-
plicant. If the patent is granted early enough,
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the publication of the application as application
does not occur.,

The system of application numbers has been
changed. When received by the central office, all
applications are renumbered in a single series;
the first two digits of the new number are the
last two digits of the year of filing. The new
number replaces the P.V. number and is re-
ferred to on the printed copies as the “national
registration number”,

When the specification is published the first
time, either as application or as patent if there
was no preceding application publication, the
case is assigned a publication number. These
anumbers begin with 2,000,001 and are retained
thereafter, being or becoming the patent num-
hers. The geparate numbering of medieal pat-
ents has been dropped and they are now
numbered in the same series. Likewise the sepa-
rate numbering of patents of addition has been
dropped and these are also numbered in the
same series. There may be a certificate of addi-
tion to a certificate of utility, but identification
as such is not essential.

The printed specifications of pending appli-
cations are reproductions of the original papers,
with a cover page from set type giving certain
information, issued on light green paper.

The specifications of patents are printed from

set type, with a new format cover page, on white
paper. If it is the initial publication, the words
“Premitre et Unique Publication” (first and
only publication) appear in a box beneath the
heading., If it is the second publication the
words “Deuxidme Publication de "Invention”
appear.
" In both forms the cover page is coded : appli-
cation number, item 21; filing date, item 22;
applicant, item 71; publication of patent num-
ber, item 11. There have been some changes in
the coding, however, and some confusion may
remain.

The printed specifications of applications
give the date the application was open to public
mspection, uncoded or item 41, but do not give
the date they were published in printed form,
which date is of no concern in France. For the
time being the date copies were received in the
Library is the date to be used as the effective
date; if a more precise date is needed, the Li-
brarian will attempt to obtain further informa-
tion from the French Patent Office.

The printed specifications of patents give the
date of the publication of the notice that the
patent was granted in the uncoded line reading
“Publication de la délivrance.” For the time
being the date appearing in this line is taken
ag the effective date as a patent.
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It appears that publication of lists of num-
bers of the specifications available in printed
form, with the dates they were so available, has
been discontinued.

10a. Germany, The first patent law of united
Germany came into effect in 1877 and printed
copies of specifications of patents haye been
received from number 1 of 1877. Applications
were examined with a search of the prior art.
When found allowable by the examiner, the
application was published for ollaposition and
within three months anyone could oppose the
granting of a patent. The procedure is outlined
in Ewx parte Gruschwits et al., 1963 C.D. 859,
188 USPQ 505, with further details in L
parte Beik and Thiele 161 USPQ 795

For patents with numbers below 1,000,000,
the printed specifications carry a date in the
upper right hand corner which is preceded by
the words “ausgegeben am”. This is the date on
which the specification was issued in printed
form and is used for citation. (It was also used
for the date the patent was granted, which does
not appear on the copies, but this is no longer
of any concern to examiners.) These are printed
on white paper,

Prior to September 1955 the only printing of
the specification was after the patent was
granted. From September 1955 through Decem-
ber 1956, the specifications of allowed applica-
tions published for opposition were issued in
printed form in a format similar to patent
specifications. These are headed “Patentan-
meldung” and carry the application number.
These are printed on white paper. ]

‘Beginning in January 1957, allowed applica-
tions published for opposition were renumbered
and issued in printed form on green paper.
These are headed “Auslegeschrift”. The num-
bers begin with 1,000,001, When and if the pat-
ent is granted the specification is printed again
as a “Patentschrift”, on white paper, and car-
ries the same number. Shortly after this system
began, the placing of printed copies of the spec-
ifications of patents in the search files was dis-
continued since these was a printed publica-
tion of earlier date. The numbers had not
reached 1,300,000 when s new law came into
effect.

On October 1, 1968, the German Patent Of-
fice shifted into a new examination gchedule
similar to the deferred examination procedure
followed in the Netherlands since 1964, but with
a few differences. When an application is filed
it is not up for action on the merits but just re-
mains a pending application until there is a re-
guest for examination, with an examination fee.
If there is no request within seven years from
the filing date the application is no lenger
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pending, and the application may also lapse for
nonpayment of annual maintenance fees which
are due for the third and following years from
the filing date. The applicant may ask for a
search and citation of references only, paying
one third the fee, and the examination may be
requested later (with the balance of the fee)
but still within the seven years. (Anyone else
may pay the fee and request the examination,
but he does not become a party to the proceed-
ings.) There is no change in the actual exami-
nation procedure, which still follows that out-
lined in Ez parte Gruschwits ¢t al. The only
difference is in the timing, with some cases hav-
ing a separate search report in the record be-
fore the first action on the merits, but some cases
will never be examined at all.

Under the new law every application is open
to the public and the specification and drawings
are published in printed form, 18 months after
the filing date or 18 months after the priority
date if one is claimed, if then still pending, but
a preceding notice must appear in the official
journal.

Applications filed before October 1, 1968 and
still pending on that date were brought under
the new law with the exception of those which
had reached a certain stage in their prosecution.
Publication of these prior applications is being
spread over a period of several years.

After the application is published, the appli-
cant has certain provisional rights, not full pat-
ent rights, which can be exercised against in-
fringers, but which are unenforceable if the ap-
plication becomes abandoned.

The new publications are photo-offset repro-
ductions of the manuscript specification, and
drawings if any, with a top page printed from
set type. They are printed on ye%}ow paper, The
top page serves as a heading and gives a certain
amount of coded information, The German
word “Offenlegungschrift” appears in large let-
ters in the heading; this is the word specially
coined to designate these printed specifications
(in the (German plural “en” is added fo the
word). They are numbered with a seven digit
number greater than 1,400,000. The number eor-
responds to a new system of numbering appli-
cations referred to below, The items appearing
on the first page are coded and following is the
significance of some of them.

21. Aktenzeichen. The application number;
the old number, if there was one, is in paren-
theses.

22. Anmeldtag. The filing date.

30-33. Data with respect to a priority appli-
cation,

43. Offenlegungstag. The publication date.
This is the date to be used for citation purposes
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and as the effective date as a printed publica-
tion.

71. Applicant, who need not be the inventor.

72. Inventor. -

The system of numbering applications has
been changed. According to the old system the
application number consisted of the initial letter
(or first two or three letters) of the applicant’s
name, followed by a serial number, with a diff-
erent series of nwmbers for each initial letter;
the examining group and classification followed
the number but these were not used for identifi-
cation purposes. According to the new system,
the first case filed in October, 1968, is numbered
1,800,001 and the numbers increase to the end
of the year; the first case filed in 1969 is num-
bered 1,900,001 and the first case in 1870 is num-
hered 2,000,601, and so on, The first two digits
of the number are 50 less than the last two digits
of the year, The prior applications which were
brought under the new law were renumbered to
fit into the new system, beginning with 1,400,
001, but here, however, the correspondence with
the vear of filing does not regularly exist. As
applications, the numbers also have an addi-
tronal decimal number following the seven digit
pumber, but this has only internal significance
to the German Office and is dropped ; the letter
P may also appear before the number, this refers

to “patent” and distinguishes from Gm re- -

ferring to Gebrauchsmustern. The published
specification will carry the same number as the
application (dropping the letter P and the
decimal part) ; if the application is allowed and
published foropposition, it will be printed again
on green paper with the same number; and if a
patent is issued the specification will be printed
again on white paper, with the same number.

The published specifications constitute refer-
ences as printed publications, effective on their
publication date. They may be cited and refer-
red to as German Specifications, with the usual
citation data. This term may alse be used for
the published (printed) specifications of al-
lowed German applications,

For convenience of distinction, following is
a Hst of the four types of German publications
of specifications in printed form,

A. Patent specifications (Patentschrift).
White paper. If numbered below 1,000,000
there will not have been any earlier printed
publication except in cases of the group of para-
graph B, If numbered above 1,000,000 and be-
low 1,400,000 there will have been an earlier
printed publication (see paragraph ) and if
numbered above 1,400,000 there may have been
two earlier printed publications. The patent
specifications with numbers above 1,000,000 have
not been placed in the search files since 1957.
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B. Specifications of allowed applications pub-
lished for opposition (Patentanmeldung).
White paper. The specifications of allowed ap-
plications published for opposition were issued
i printed form beginning September, 1955
and through December, 1956 in o format similar
to patent specifications. These carried the appli-
gation, ’n-umber and the heading “Patentanmel-

ung.

. Apecifications of allowed applications pub-
lished for opposition (Auslegsschrift). Green
paper. These began January 1957 and are num-
bered above 1,000,000, I numbered above 1,400,
000 there will have been an earlier printed pub-
Teation (see paragraph D) except for those
which were allowed before 18 months from fil-
ing. Those numbered above 1,400,000 have a new
format coded cover page; the date of printed
publication is given opposite itern 44 and of the
earlier printing, if any, opposite item 43,

D. Specifications of applications, unexamined
or in process of ewamination (Ofenlegung-
sohrift). Yellow paper. Described above; this
printing is skipped when the Auslegeschrift is
published first.

10b. Germany: Gebrauchsmuster (Utility
Models). The German law, in addition to the
regular patent law, provides for short term
patent rights in new and useful articles of manu-
facture (processes and compositions of matter
being excluded) which might be (but not neces-
sarily) of a lower order of inventive merit than
reguired for the longer term patent. These go by
the name of “(ebrauchsmuster” which word is
customarily translated as “utility model” and
might also be translated as “useful article”. The
term “petty patent” is also sometimes used.
They are registered without search and the spec-
ifications and drawings, while available to the
public, are not, issued in printed form. The term
1s three years, counted from the filing date, and
they are renewable for another three year pe-
riod. Copies of course are not placed in the
search files except for a few which have come to
the examiner’s attention.

Bight of priovity. An application for a Ge-
brauchsmuster is considered to be an application
for a patent in a foreign country, and conse-
quently the right of priority of 35 U.S.C. 119
can be based upon such an application. A small
proportion of applications for patent filed in
the United States by German residents claim
the priority of a previously filed application for
a Gebrauchsmuster, When endorsing the num-
ber of the foreign application on the face of
the U.S. file the examiner should be careful in
noting the nature of the foreign application as
a “utility model” by using the abbreviation
“Gm”.
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Not o printed publication. When a German
utility model is registered a mnotice thereof is
published in the official journal, the Patentblatt,
and the specification is then available to the pub-
lie. The regular publication of abstracts of the
specifications (with s figure of the drawing) of
registered Gebrauchsmuster began in July,
1964, with number 1,895,601, in a new periodical
“Ayszuge aus den Gebrauchsmustern” which is
in the Library. These abstracts may be used, for
their content, as printed publications. The effec-
tive date would be the date the periodical was
published.

Tnasmuch as the full specifications are not is-
gued in printed form, they canmot be used as
printed publications, in conformity with deci-
sions of the courts and of the Office that
manuseript specifications of issued patents, and
of applications laid open for public inspection,
are not printed publications,

Prior patents. The examiners may use a Ge-
brauchsmuster which has come to his attention
as a prior patent, effective ag of the date of reg-
istration, in the same manner as they would use
a Belgian or Italan patent for the period of
several years after it is granted and before the
specification is issued in printed form. See Part

"The registration of a Gebrauchsmuster also

constitutes the patenting of the invention in a

foreign country for the purpose of Section 102
(d) of the statute,
1f the examiner needs the full text of a Ge-
brauchsmuster specification and drawings, the
librarian will obtain a copy direct from the Ger-
man Patent Office. A file of copies which have
been obtained in the past is maintained in the
library. Copies received from Germany may
have a clipping from the official journal pasted
near the top of the first sheet and close to it a
stamped date which is the registration date.
Minor patents of other countries. Some other
countries, including Italy, Japan, Poland,
Spain, Brazil, Portugal, Philippines, also have a
system of minor patents, In the Philippine and
Ttalian Jaws they are called “patents for utility
-models.” In Japan they are searched and ex-
amined, and the specifications are printed, but
these have not been placed in the search files,
11. Great Britain { United Kingdom.). British
specifications published in printed form go back
to the 17th century, From the standpoint of the
numbering system used they are divided into
three groups.
1. 1617-1852 (part). Patents are numbered in
a single series from No. 1 of 1617 to No. 14359
of 1852. The year is necessary in citing one, to
avoid confusion with later series. The number-
ing and printing was done after 1852.
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2. 1852 (part)-1915. Kach year has its own
numbemnaseries and hence the year, which ap-
pears on the specifieation in large type next to
the number is an indispensable part of the iden-
tification number, and no further date need be
given. The number and year also appear on the
drawings but occasionally an exponent appears
on the number, giving the corrected year.

3. From 1916. Beginning in 1916, a new
number was assigned when the application was
allowed (accepted), starting with No. 100,001,
and this is the current series,

The second group includes at various times
the sgeciﬁeations of applications which became
sbandoned, and at one time after 1916 the
specifications of certain abandoned applications
were also published in printed form. The word
abandoned is not used but “became void” is nsed
instead.

An application may be filed “accompanied
by” either a “provisional specification™ or a
“complete spectfication”.

The provisional specification need only de-
seribe the nature of the invention; it does not
need to have an cnabling disclosure and neither
drawing nor claims are required, Its purpose is
to establish a priority date. The complete
specification must be filed within 12 months,
with three months extension possible; if not
filed, the ap&oiication becomes void, New matter
in the complete may be given the benefit of the
filing date of the provisional. The subject
matter of several provisionals may be joined in
one complete.

Applications are examined, on the basis of
the complete specification, but the examination
is partial. In general ‘only prior British specifi-
cations are searched (specifications over 50
years old, of any country, are not references in
any event), and the question of obviousness
cannot be raised by the examiner. When the ap-
plication is allowed, the British use the words
“gccepted” and “acceptance” where we would
say “allowed” and “allowance”. Tt is published
for opposition and the opposer can cite any ap-
plicable references and raise all questions of
patentability.

At the time of allowance and publication for
opposition, the specification is assigned a num-
ber and published in printed form; these are the
copies which we receive and place in the search
files. The copies for some time have carried the
expression “complete specification published”,
with a date; this is the date to be cited and used
as the effective date as a printed publication.
Older copies have the expression “complete
specification accepted”, with a date, which 18
used for citation. Recent copies are coded, but
the number 45 