From: Jon Jurgovan

Sent: Tuesday, October 02, 2012 3:39 PM

To: fitf_guidance

Subject: Examination Guidelines for Implementing the First-Inventor-to-File Provisions of the Leahy-
Smith America Invents Act (Docket No. PTO-P-2012-0024)

Hello,

Attached please find comments from Research In Motion, Ltd. (“RIM”) regarding the Examination Guidelines for
Implementing the First-Inventor-to-File Provisions of the Leahy-Smith America Invents Act (Docket No. PTO-P-
2012-0024).

RIM appreciates the opportunity to provide comments to the proposed Examination Guidelines and hopes the
Patent Office will give due consideration to our proposals.

Best Regards,

Jon M. Jurgovan

Patent Attorney

Director, Patent Strategy
Standards and Licensing Group

Research In Motion Corporation

5000 Riverside Drive

Brazos West, Building 5

3rd Floor, Room 351

Irving, TX 75039

@ (972) 556.2605 | #%z (972) 310.1197 | * jjurgovan@rim.com |RIM Phone 820.63605
[FAX (972) 409.1268

RIM CONFIDENTIAL INFORMATION

NOTE: The preceding e-mail message (including any attachments) contains information that may be confidential, be protected by the attorney-
client or other applicable privileges, or constitute non-public information. It is intended to be conveyed only to the designated recipient(s). If
you are not an intended recipient of this message, please notify the sender by replying to this message and then delete it from your system.
Use, dissemination, distribution, or reproduction of this message by unintended recipients is not authorized and may be unlawful.

This transmission (including any attachments) may contain confidential information, privileged
material (including material protected by the solicitor-client or other applicable privileges), or
constitute non-public information. Any use of this information by anyone other than the intended
recipient is prohibited. If you have received this transmission in error, please immediately reply
to the sender and delete this information from your system. Use, dissemination, distribution, or
reproduction of this transmission by unintended recipients is not authorized and may be
unlawful.



mailto:jjurgovan@rim.com

P

\

\\]

7/}

AN
A

October 2, 2012

Sertf vier electronic mail to fitf giddanceuspto gov
Mail Slop Comments — Patents

Commissioner [or Palents

P.O. Box 1450

Alexandria, VA 22313-1450

Altn:  Mary . Titl, Scnior Legal Advisor, Office ol Patent Legal Administration, Office of the
Deputy Commissioner for Patent Examination Pelicy

RE:  Examination Guidelines for Implementing the First —fnventor-to-File Provisions
of the Lealy-Smith America Invents Act (Docket No, PTO-P-2012-0024)

Dear M. Till:

Research Tn Motion (RIM), a global leader in wireless immovation, revolubiomyed the
mobile industry with the introduction of the BlackBerry® solution in 1999, Today, BlackBeiry
products and services are used by millions of customers around the world to stay connected to
the people and content that matter most throughout their day. Founded in 1984 and based in
Waterloo, Onlario, RIM operates globally in the Americas, Furope, the Middle East, Afnica and
Asia-Pacific. There are more than 630 carriers and distribulion pariners offering BlackBerry
products and services in over 175 countrics around the world. More than 90% of the Fortune
500, as well as countless government agencies, are among our customers,

RIM appreciates thc opportunity to respond 1o the tequest for comments entitled
Examination Guidelines for Implementing the First —Iwenfor-to-File Provisions of the Leahy-
Smith America fvents Act (hereinalter the * Pmpnscd Cuidelines™). ' The Proposed Examination
Guidelines are intended to implement the provisions of 35 ULS.C. § 100 er seq. of the Leahy-

Smith America Invents Act { “AIA“}.E

1. RTM Generally Applands the Proposed Examination Guidelines for Implementing
the First —-Tnventor-to-File Provisions of the Leahy-Smith America Invents Act

RIM appreciates the excellent work and thoughtfulness embodied n the Proposed
Ciuidelines. The Proposed Guidelines are a collaborative, balanced effort to provide meaningful
guidance for transitioning to a new frsi-lo-lile system. At the same tume, the Proposed
Guidelines recognize that the current first-to-invent systerm will co-exist with the first-to-file
system for many vears. RIM thanks the United States Patent and Trademark Oflice (“The
Office™) for the excellent work in preparing the Proposed Guidelines. particularly in light ol the
complexity of the patent laws to be implemented.

' 77 Fed. Reg. 43739-73 (propesed July 26, 2012) (to be codified at 37 C.F.R pr. 1)
* Pub. L. No. 112-29, 125 Stat. 284-341 {201 1).
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2. The Inability to Correct Inadvertent Addition of Claims or Mistaken References to
Pending Patent Applications May Lead to Inapprepriate Inequitable Conduct
Charges Which Could Result in Patent Invalidation

The Proposed Guidelines indicate that a patent application will be evalualed under the
ATA if a patent application “contains or contained at any time a claimed invention that has an
effective [iling date that is on or after March 16, 2013.7 Such a rule would apply even if the
application claims are cancclled or if the application 1s amended to delete the reference to a
continuation, divisional, or continuation-in-part.”

In the notice of proposed rulemaking entitled Changes To Implement the First Inventor To
File Provisions of the Leahy-Smith America Inventy Act, The Office appears to have considered
and allowed lor the situation in which an applicant fils to timely provide a statement indicating
that claims or subject maiter having an effective filing dale after March 16, 2013 but claims
benefit to an application liled before March 16, 20137 Specifically, an Applicant may provide a
statement “and then later indicate. . that the nonprovisional applicabion conlains a claim having
an elTective filing date on or after March 16, 2013.7° The Office also appears to have allowed
for the siwation in which an applicant “later seeks to rotract a previous statement that the
nonprovisional application contains a claim having an eflective filing date on or after March 16,
2013~

However, the Office does nol appear to have considered the scenario in which an
applicant inadvertently or mistakenly fails lo submii a statement at any time. Such a situation
may arise il for example, during prosecution of a patent application filed after March 16, 2013
but claiming benelit to a filing date prior to March 16, 2013, the applicant amends or adds
claim(s) believing that the claim(s) is supported by the wrilten description n the patenl
application. Later. the applicant realizes that the claim is not supported by the specification and
then cancels the claim. No statement is liled but the subsequently issued patent is now the
subject ol a patent infringecment legal action. The opposing party files an inequitable conduct
action for failing to disclose that the patent application conlained at onc time a claimed invention
having an effective tiling date after March 16, 2013, The reliel soughi 1s invalidation of ihe
issued patent.

For at least the above mentioned reason, we recommend that The Office provide for
instances of inadvertent additions of claims and/or relerences. We believe that this would be
consistent with the Reissue provisions of the current patenl law.® The current Proposed
CGuidelines draw a bright line which does not allow an applicant any recourse but to be examined
under the new ALA rules even when such additions were mnintentional. Similar to a reissue oath,
we recommend that The Office provide that an applicant is able to submit an affidavit indicating
that the mistake was inadvertent and cnable an applicant to amend the patent application and be

P77 Fed. Rea. 43772-73 (proposed July 26, 2012) {io be codified at 37 C.E.R. pt. 1)
Tid

* See 77 led. Reg. 43745 (proposed July 26, 2012) (1o be codified at 37 CF.R. pt. 1)
"ld
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% See MPEP § 1401 (8" ed. Rev. 3, Aug. 2012)



examined under the pre-AlA Examination Guidelines.

Therefore, we suggest amending the Proposed Guidelines as follows:

ATA 35 US.C. 102 and 103 take effect on March 16, 20713, ATA 35
ULS.C 102 and 103 apply to any patent application that contains or
conlained at any time a claimed invention that has an effective
[ilmg date that 18 on or after March 16, 2013, If a patent
application contains or contgined at any time a claimed invention
having an effective filing date on or afler March 16, 2013, 35
U.S.C., 102 and 103, as amended by the ATA. apply to the
application. If cven a single claim in the application ever has an
elfective ling date on or after March 16, 2013, ATA 35 U.S.C. 102
and 103 apply in determining the patentability of every claim in
the application. This 1s the situation even if the remaining elaimed
inventions all have an effective {iling dale belors March 16, 2013,
and cven if the claimed invention having an effective [ling date on
or alter March 16, 2013, is canceled.” ITowever, in the event that a
claim having an ellective liling date on or after March 16, 2013
way Inadvertently added at any time to a patent application having
an effective filing date or claiming the benelit ol an elfective Aling
date before March 16, 2013, an applicant may sign and swear to an
oath or file a declaration made by the inventor(s) indicating that
the claims were inadvertently added.

In addition, AIA 35 US.C. 102 and 103 apply to any patent
application that contains or contained al any bme a specific
referenee under 35 US.C. 120, 121. or 365(c) to any patent or
application that contains or contained at any ftime a claimed
invention thal has an ellechive filing date that is on or after March
16. 2013, Thus, AIA 35 U.S.C. 102 and 103 apply to any palent
application that was ever designated as a conlinuation, divisional,
ar continuation-in-part of an application that contains or contained
at any time a claimed invention that has an effective filing date that
15 on or aller March 16, 2013, This is the situation even if the
application is amended to delele its relerence as a continuation,
divisicnal, or continuation-in-part to the prioe-liled application,
and cven if the claimed invention having an effective filing date on
or after March 16, 2013, in the prior filed application. is
canceled,’” However, in the event that a specific refercnce was
inadvertently added to any putent or application that contamns or
contained at any time a claimed invention having an ellective
filing date on or after March 16, 2013 but has an effective filing
date or claims the benefit of an cffective filing date before March

" td at 43772-73,
W5t ar 43773,
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16. 2013, an applicant may sign and swear to an oath or file a
declaration made by the inventor(s) indicating that the specific
reference was madvertently added.

3. The Office Should Provide s Mechanism on the Application Data Shect For
Applicant(s) Claiming Subject Matter or Claims with an Effective Filing Date On or
After March 16, 2013

‘The Office is proposing that applicants provide a statement indicating that cither claims
or subject matter having an ellective filing date on or after March 16, 2013 bat ¢laims the benefit
of a liling date prior to March 16, 2013. We proposc that The Office provide a mechanism (e.g..
a checkbox) on the Application Data Sheet so thal the applicant{s) may make such a statement
through the Application Data Sheet directly.

I'herefore, we suggest amending the Proposed Guidelines as follows:

The Office is concurrently proposing the following amendments Lo
37 CFR 1.35 and 1,78 a separate action (RIN 0651-AC77). First,
the Oifice is proposing to require that if a nonprovisional
application filed on or after March 16. 2013, ¢laims the benefit of
or priority to the liling datc of a foreign, U.S. provisional, 115,
nonprovisional, or international application that was (iled prior to
March 16. 2013, and slso conlmins or contained at any time a
¢laimed invention having an effective [iling date on or after March
16, 2013, the applicant must provide a slalement to that cffeet.
Second, the OiTice is proposing to require that il a nonprovisional
application filed on or after March 16, 2013. does nol conlain a
claim to a claimed invention having an effcctive filing date on or
afler March 16, 2013, but discloses subject marter not also
disclosed m the forcign, provisional, or nonprovisional application,
the applicant must provide a statement to thal effect. This
information will assist the Office in determining whether the
application is subject to ATA 35 (1.8.C. 102 and 103 or pre-AIA 35
U.8.C. 102 and 103."" Such statements may be made by checking
the comresponding acknowledgment box un the application data
sheet.

4. Allow for the Parties in a Joint Rescarch Agreement to be Addressed in the
Arrangement of Application Elements Section of the Patent Application

The Proposed Guidelines indicaic that one of the conditions thal must be satisfied in
order 10 apply provision 35 U.S.C. 102(b)}2)C) is that the patent application must list (he
“names of the parties to the joint research agreement.”"” We recommend that such a listing be
included and addressed as part of 1 CFR Part 37, Part 1 § 1.77 entitled Arrangement of

" 1d.
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application elemenis. The specilic provision which would be affected by this section is as
[ollows:

35 UK.C. 102{c) provides that subject maiter disclosed, whieh
might otherwise qualify as prior art, and a claimed invention are
treated as having been owned by the same person or subject to an
obligation of assignment Lo the samc person in applying the
provisions of 35 U.S.C. 102(b)(2)(C) if three conditions arc
satistied. First, the subject matter disclosed must have been
developed and the claimed invention must have heen made by, or
on behalf ol one or more partics to a joint research agreement that
was in effect on or belore the cftective filing date of the claimed
inveniion. The ALA defines the term “joint research agreement” as
a written contract, grant, or cooperalive agreement entered into by
lwo or morc persons or entities lor the performance of
experimental, developmental. or research work m the field ol the
claimed invenuon. Second. the claimed invention must have been
made as a result of activilies undertaken within the scope of the
joint research agreement, Third, the application for patent for the
claimed invention must disclose, or be amended to disclose, the
names ol the partics to the joint research agreement in accordance
with §1.77 Amrangement of application elemenls section ol | CFR
Part 37, Pait 1. Proposed 37 CFR 1.104{c)(4)il) pertains to joint
rescarch agreement subject matter under AlA 35 T.S.C. 102 and
103, and proposed 37 CFR 1.104(¢)(5)(11) pertains to joint rescarch
agreement subject matter under pre-AIA 35 1LS.C. 102 and 103, I1
these conditions are met, the jeint research agreement prior arl 15
not available as prior arl under 33 U.S.C. 102(a)(2). -

5. The Reguirement that Only the “Same Subject Matter” Be Allowed to Tnvoke the 35
L.S.C. 102{b)1)}B) Exception Is Counterintumitive to the Intent of the Statute and
Renders 35 US.C. 102(b)1)({B) and 35 U.5.C. 102{bH2)(13) Useless

The AIA provides exceptions to the prior art provisions of or 353 U.S.C. 102(a).
Specifically, the AIA provides 35 U.S.C.102(b)}1xB) and 35 ULS.C. 102(b)(Z)}B) disqualifics
disclosures of “subject maiter. |that has| been publically disclosed by the inventor or a joint
inventor or another who obtained the sufjecs metter disclosed divectly or indirectly from the
inventor or a joint inventor,"'* The Proposed Guidelines indicate that such subject matter must be
the “same ‘subject matter,” and prior art with “mere insubstantial changes, or only trivial or
obvious variations™ cannot invoke the cxceptions under 33 US.C.102(bX1¥B) and 35 U.S.C.

102(b)2)B)."

(K]

o,

" Pub. L. No. 112-29, 125 Stat. 284-341 (2011} (emphasis added).

" 77 Fed. Rex, 43767 & 43769 (proposed July 26, 2012) (to be codified al 37 C.F.R. pt. 1) (emphasis added).
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In essence, according to the Proposed Guidelnes, only an exact copy ol the later filed
application appears to be the only acceptable disclosure for which the exceptions may apply.
Such a result appears to be counterintuitive to the intent of the statute and essentially renders the
statutory exceplions useless.

As such. we recommnend that the requirement that subject matter eligible 10 invoke the
exceptions be the same subject matter be deleted. Specifically, we recommend that the following
sections with the Proposed Guidelines be edited as follows:

The exceplion in 35 LLS.C. 102(b)1}B) applics if the **subjcct
matter’ disclosed [in the prior arl disclosure| had, belore such |prior art]
dtscl::nsure bean pubhc.lv dmduaed b}f the invenior or a 5mm iny enlc-r ¥

Alternatively, we propose that an acceptable standard for determining whether the
¢laimed subject maticr was described printed publication may be whether one of ordinary skill in
the art would consider the claimed subjcct matter to be that of deseribed in the prinled
publication. Such a slandard already exists for other patent determinations and may be a
standard casily applied in this scenario as well.

6. The Office Should Reguire Corroborating Evidence from an lnveator to Prove
Entitlement to a Prior Art Execption under ATA 35 U.S.C. § 102(b) {(ATA §102(b))

'The Office should require corroborating evidence trom an inventor Lo prove entitlement
to a prior art cxeeption under AlA §102(b). This practice would be consistent with the currcnt

% £t ar 43767,
W fd ar 43769
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system in which. for example. inventor testimony regarding conceplion or reduction to practice
are not given evidentiary weight unless supported by comroborating evidence.'"™ This practice
should be cxtended to the exceptions under ALA §102{b) due to the inventor’s sclf-intcrest m
abtmning patent protection. Excemplary language that could be added to the Proposed Guidelines
to accomplish this result could be as follows:

1. Prior Art Exception Under 33 U.S.C. 102(b)( 1 ¥A) 10 35 TU.S.C.
102{a) 1}

Grace period non-imventor disclosure; 35 U.S.C 102(b)(1WA) also
provides that a disclosure which would otherwise qualify as prior
arl under 35 11.5.C. 102(a} 1} 1s not prior art if the disclosure was
musde: (1) One year or less belore the effective filing date of the
claimed invention; and (2) by another who obtained the subject
matter directly or indirectly from the inventor or a joint inventor.
'Thus, if the disclosurc upon which the rejection is based is by
someone who obtained the subject matter from the inventor or a
joinl inventor, the mvenlor could provide an affidavit or
declaration which may overcome Lhe rejecion. Howewver, in this
case. substantial corroborating evidence is required (o support
inventor’s testimony, as is required in all cases in which the
inventor’s testitnony is relicd upon by the applicant to prove
entitlement lo a prior art exception under $102(b). Lhis is similar
te the current practice ol mequinng corroboration ol inventor
testimony in providing a date ol invention.

2. Prior Art Exception Under 35 UL.S.C. 102{b){ 1 }B) to 35 U.8.C.
102(a) 1)

An affidavit or declaration under 37 CFR 1.130{a) 1) could be
used to establish that the subject matter disclosed had been
publicly disclosed by the inventor or a joint inventor before the
disclosure of the subject matter on which the rejection is based.
Such an alfidavil or declaration under 37 CFR 1.130(a)(1) must
gstablish that the subject matter disclosed n the crled prior art had
been publicly disclosed by the inventor or a joint inventor before
the disclosure of the subjcet matter on which the rejection is bascd.
Specifically, the invenior or joint inventor must establish the date
and contenl of their earlier public disclosure. If the earlier
disclosure was a printed publication, the allidavit or declaration

¥ £, MPEP §2138.04 (8% ed. Rev. 9, Aug. 2012).



must be accompanicd by a copy of the printed publication. [f the
carlier diselosure was not a printed publication, the affidavit or
declaration must describe the earlier disclosure with sufficient
detanl and particularity to deternmne that the earlier disclosure is a
public disclosure of the subject matter. Substantial corroborating
cvidence is required in cases in which the inventor’s testimony is
relicd upon by the applicant to prove entitlement to a prior art
exception under §102(b).

2. Prior Art Lixception Under 35 US.C. 102(bX23{A) to 35 U.S.C.
L02()(2)

] * *

Non-fuventor Disclosure fxception: 35 US.C. 102(b)(2KHA)
provides that a disclosure which would otherwise qualify as prior
arl under 35 UL.S.CC. 102(a)2) is not prior art if the diselosure was
made by another who oblained the subject matter directly or
indirectly from the invenlor or a joint wventor. This means that if
the disclosure of the subject matter upon which the rgjection is
bascd iz by another who obtained the subject matter from the
inventor or joint inventor, then the inventor could provide an
aifidavit or declaration to establish that the inventor or joint
inventor 1s the inventor of the subject malter of the disclosure and
that such subject matter was communicated to the other entity.
Thus, an applicant may benefit from the earlier disclosure by
another during the grace period, if the applicant can cstablish that
ihe invenior or a joinl inventor is the actual inventor of the subject
matter of the disclosure and that the subject maller was obtained
directly or indirectly from the inventor or a joint inventor.
Substantial corroborating evidence is required in cases in which
the inventor’'s testimony is relicd upon by the applicant to prove
entitlement Lo 2 prior art exception under §102({b).

3. Prior Art lixception Under 35 U.S.C. 102(b)(2W D} to 35 U.S.C.
102(2)(2)

W * e

As discussed previously, an alhidavit or deelaration under 37 CFR
1 130(a) 1) could he used to establish that the subject matler
disclosed 1 the cited patent ot published application to be
disqualified had been publicly disclosed by the inventor or a joint
inventor before the date the subject matter in the patent or
published application to be disqualified was cffcetively ftiled.
Specifically, the inventor or joint inventor must cstablish the date
and content of their earlier public disclosure. T the earlier
disclosure was a printed publication, the atfidavil or declaration

8
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must be accompanied by a copy of the printed publication. [f the
earlier disclosure was not a prnted publication, the affidavit or
declaration must describe the earlier disclosure with sulhcient
detail and particularity to determine that the earlier disclosure is a
public disclosure of the subject matter. Substantial corrobhorating
evidence is required 1n cases in which the inventor’s testimony is
relied upon by the applicant to prove entitlement to a prior art
exception under §102(b}.

Conclusion

RINM appreciates the opportunity to commenl on the Fxamination Cuidelines for
implementing the First-Invemtor-to-File Provisions of the Lealpy-Smith Amcerica Imvents Act.
RIM believes that the modifications to the rules proposed will greatly enhance the usefulness of

the First lo File Examination Ciuidelines. The Office is requested to seriously consider and adopl
these proposals.

If there should be any questions related to our proposals, please feel [reg to contact me at
O72-310-1197.

Respectfully Submitted,

RESEARCH IN MOTION LTD.

Jon M. Jurgovan
Thrector, Patent Strategy



