
 

 
 

   

   
   

 

 
 

 

 
   

 

   

  

  
 

 

 

 
   
   
     
     

 
   
     

 
   
   
   
 

 

 

 

 
 
 

 

 
 

   
 

   
   
      

   
 

   

 
   
  
   

     

 

 
 

 
  

 
 

 

   
   
    
   

 
   

    
   

     
      
   

   
   

 

 

 
   
   

 
 
   
     

       
     

     
   

     

 

       
   

   
   
    

 
 

   

     
   
     
 
 

 

 
 

     
     
   
   
     
     
   
 

   
     

 
       

 

  
 

       
   
     
   
     
   

   
 

   
   

     
 

 

 
 
 
 

 

 

 

From: Leevine, Mark 
Sent: Tueesday, Februaary 12, 2013 4:20 PM 
To: RCE ooutreach 
Subject: Questions Reelated to RCEE Practice 

From my experience, tthe most sign ificant factor contributing to the need to file an RCEE (as well as t he 
perpetuall and ever‐inccreasing back log of patent applications at the USPTOO) is the poorr and impropeer 
examinatiion practices in first actionns. For instannce, many exaaminer’s fail tto address all of the pendi ng 
claims in aa first action (and, in somee egregious ciircumstancess, only addresss the elemennts and limita tions 
in the basse claims or, wworse yet, a ssingle indepeendent claim) . In addition,, many first a ctions fail to 
properly aarticulate thee examiner’s ggrounds for reejection, espeecially provid ing a factual basis for 
anticipatioon and obvio usness rejecttions. If examminer’s were i incentivized ( (or required) to issue thoroough 
first officee actions, I woould venture that the nummber of RCE’s would be redduced significcantly. 

Another ppossible factoor contributin g to the needd to file an RCCE is the tend ency for examminer’s to 
improperly make seco nd actions finnal. This is soo because the current counnt system at tthe USPTO 
incentiviz es such practtices. Moreovver, there apppears to be v ery little by s upervisors too prevent the 
issuance oof improper ffinal actions. IIf examiners wwere given thhe opportunitty to issue a ssecond non‐fiinal 
action, I wwould venturee that the nummber of RCE’ s would be reeduced signifiicantly. 

Mark JJ. Levine 
Patent Atttorney - Litiigation & Inttellectual Prooperty Grouup 

300 S. Rivverside Plaza 
16th Floo r 
Chicago, IL 60606-66113 
Dial (312)  425-8554 
Cell (312) 3316-2172 
Fax (866) 947-3129 
mlevine@nnixonpeabody..com 
www.nixonnpeabody.comm 

This e-mail communication , and any attachmments thereto, coontains informattion that is confiidential and mayy be protected byy the 
attorney/clieent privilege or oother applicable laws. This information is intendded to be conveyyed only to the ddesignated recipient(s) 
of the messaage.  If you are nnot an intended rrecipient of this mmessage, or youu believe that youu are not an inteended recipient, pplease 
notify the seender by replyin g to this e-mail oor by calling (3112) 425-8554. PPlease delete thiss message. Unauuthorized use, saale, 
disseminatioon, distribution, or reproduction of this message by other than thhe intended recippient(s) is STRICCTLY PROHIB ITED 
and may be unlawful. 


