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incentivized to actually challenge issued patents in the USPTO rather than waiting for costly lawsuits 

to arise. 

In a PGR, a third party has the opportunity to challenge the validity of a recently issued 

patent on any ground that could be raised under 35 U.S.C. 282(b)(2) or (3) for example under 35 

U.S.C. §§ 102 or 103 on the basis of any type of prior art as well as under 35 U.S.C. §§ 101 and 

112.3  Once a petition for PGR is granted, the proceeding is intended to move quickly and conclude 

within one year of its institution (absent good cause for a six-month extension) by the USPTO's final 

determination.4  In contrast to traditional inter partes reexamination's "substantial new question of 

patentability" standard, the Director may not authorize a PGR to be instituted, unless the Director 

determines that the information presented in the petition demonstrates that it is "more likely than not 

that at least one of the claims challenged in the petition is unpatentable."5  This standard may be 

satisfied upon a showing that the petition raises a novel or unsettled legal question that is important 

to other patents or patent applications.6   

Although, a final determination of the Board going to the merits of a PGR can be appealed to 

the Court of Appeals for the Federal Circuit, a USPTO refusal to grant a petition for PGR is "final 

and nonappealable."7  Potential petitioners would be further incentivized to utilize the PGR 

proceeding if the USPTO offered a mechanism wherein it would at least grant a request for 

reconsideration of an initial refusal to grant a petition for PGR.   

In addition, the AIA authorizes the USPTO to promulgate litigation-type discovery rules for 

both PGR and inter partes review proceedings.  The Office considered a procedure for discovery 

similar to those available in district court litigation.  However, discovery of such a scope has been 

                                                 
3  Challenges for failure to disclose best mode are not permitted in PGR. 
4  35 U.S.C. 326(a)(11) requires that the final determination in any post-grant review be issued not later than 1 

year after the date on which the Director notices the institution of a proceeding under this chapter, except that 
the Director may, for good cause shown, extend the 1-year period by not more than 6 months 

5  35 U.S.C. § 324(a). 
6  35 U.S.C. § 324(b) 
7  35 U.S.C. § 324(e)   
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context, and (3) avoid strict estoppel for arguments that "reasonably could have been raised" by a 

petitioner against the patent owner. 

II. COMMENTS TO PROPOSED RULES 

A. Petitioners Should be Allowed to Request Reconsideration of USPTO's Rejection of 
a Petition for Post-Grant Review 

 According to the AIA, the Director may not authorize a PGR unless the Director determines 

that the information presented in the requesting petition would demonstrate that it is "more likely 

than not that at least one of the claims challenged in the petition is unpatentable."12  The AIA further 

states that the determination required under 35 U.S.C. 324(a) may also be satisfied by a showing that 

the petition "raises a novel or unsettled legal question that is important to other patents or patent 

applications."13  The Director will determine whether to institute a PGR pursuant to a petition filed 

within three months after:  (1) receiving a preliminary response to the petition; or (2) if no such 

preliminary response is filed, the last date on which such response may be filed.14  The Director will 

notify the petitioner and patent owner in writing, of the Director's determination and will make such 

notice available to the public as soon as is practicable.15  The AIA provides that the USPTO's 

decision to reject a petition and refuse to institute a PGR "shall be final and nonappealable."16  

 To ensure oversight of the decision-making process and the application of the threshold 

standards for instituting a post-issuance challenge, the USPTO should adopt regulations that 

establish a procedure by which petitioners can seek reconsideration of a denial of a petition within 

the USPTO.  Such a practice would be consistent with other circumstances in which petitioners are 

allowed to seek reconsideration of adverse decisions.  For example, under the current inter partes 

reexamination standard: 

                                                 
12  35 U.S.C. § 324(a) 
13  35 U.S.C. § 324(b) 
14  35 U.S.C. § 324(c) 
15  35 U.S.C. § 324(d) 
16  35 U.S.C. § 324(e)   
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denial will further provide an incentive to the petitioners to use post-issuance proceedings since 

filing a petition identifies the petitioner as an interested party that could trigger an infringement suit.  

Thus, the Office should adopt a rule that is similar to 37 C.F.R. § 1.927.  Particularly, a rule 

should be adopted for PGR that states if the initial review of the petition is found that more likely 

than not that at least one of the claims challenged in the petition is not unpatentable or that a novel or 

unsettled legal question that is important to other patents or patent applications is not present, the 

petitioner may request reconsideration of that determination within one month of its determination.  

The final dismissal of a petition requesting a PGR after reconsideration should be confirmed by at 

least two ALJs.     

B. Parties to a PGR Should Be Permitted Adequate Discovery to Fully Develop Claims 

The USPTO should allow the parties the opportunity to obtain adequate discovery to 

incentivize the use of PGR in order for the parties to fully develop their arguments.  The scope of 

discovery procedures under the proposed rules is rather limited in comparison with the liberal 

discovery of an opponent's case afforded in federal district court.  For example, a PGR "trial" is a 

proceeding that includes the patent owner's single response or motion to amend claims, the 

petitioner's response and opposition to the amendment, the patent owner's reply, motions by both 

parties and discovery including cross-examination of both parties' expert witnesses.   

If the Director institutes a PGR, it will also issue a scheduling order for the "trial phase" of 

the proceeding.  The scheduling order will provide periods for the patent owner's response to the 

decision to institute the PGR, a reply by the petitioner to the patent owner's arguments and a reply by 

the patent owner to the petitioner's reply. 

During a PGR, the parties can request discovery limited to evidence directly related to factual 

assertions advanced by either party.20  Discovery in PGR consists of "routine" and "additional" 

discovery.  Routine discovery includes the production of exhibits and cross-examination of an 
                                                 
20    35 U.S.C. § 326(a)(5) 
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rules indicate that sanctions under § 41.12(a) could be imposed for misconduct including the failure 

to comply with an applicable rule.  The Draft Rules state that "an example of a failure to comply 

with an applicable rule includes failure to disclose a prior relevant inconsistent statement." 

When defining appropriate discovery standards, it is critical that the USPTO consider 

whether its discovery rules advance the statutory goal of providing a meaningful and, indeed, 

preferable alternative to litigation for weeding invalid patents out of the patent system.  The 

discovery standards are particularly important when considered with the potentially onerous estoppel 

provisions associated with PGR (discussed below). 

Proper PGR discovery rules in this context should have several features.  Foremost, the 

USPTO should make clear that post-grant review proceedings are "contested cases" for which third 

party discovery can be modeled under the provisions of 35 U.S.C. § 24.96.  This would allow the 

patent owner and petitioner to receive discovery from third parties having relevant information about 

the subject invention or certain prior art.  Additionally, the time frame for discovery should provide 

petitioners with adequate time to investigate any substitute claims submitted by the patent owner 

before the petitioner must reply. 

The USPTO should balance burdening the parties in the PGR with the time consuming 

trappings of discovery in federal court litigation with Congress's suggestion that alternate discovery 

rules were appropriate for PGR.24   Congress stated that possible discovery procedures for post-grant 

reviews should be "limited to evidence directly related to factual assertions advanced by either party 

in the proceeding."  

Moreover, for PGR, the AIA states that the petitioner cannot assert in a civil action "that the 

claim is invalid on any ground that the petitioner raised or reasonably could have raised" during the 

post-grant review.  As a result of this estoppel provision, it will be of critical strategic importance to 

potential PGR petitioners in determining whether to withhold validity challenges for district court 
                                                 
24  35 U.S.C. § 326(a)(5). 
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With regard to a claim on any ground that "the petitioner raised" during a PGR, it would 

certainly be reasonable and expected that a party should be estopped from "taking another bite at the 

apple" and raising the same issue again in a later proceeding.  However, estopping a petitioner from 

presenting an argument that the petitioner "reasonably could have raised" during that PGR could 

have the unintended consequence of stifling the very intent Congress and the USPTO are hoping to 

achieve using PGR.  Indeed, the onerous estoppel provision with regard to an argument the petitioner 

"reasonably could have raised" during that post-grant review runs counter USPTO's primary goal in 

implementing the proposed regulations to improve patent quality and limit unnecessary and 

counterproductive litigation costs. 

In order to achieve the USPTO's goals of increasing the quality of patents, the USPTO should 

not strictly preclude petitioners from later bringing legal theories in an inter partes review (IPR) 

proceeding that it "reasonably could have been raised" during a PGR proceeding.  The USPTO 

should narrowly interpret this standard by promulgating rules setting forth a definition for what must 

be shown to demonstrate that an argument "reasonably could have been raised" during PGR.   

The undersigned argues that rules going to the "reasonableness" standard include only 

information within the actual knowledge of the petitioner at the time of filing the petition.  For 

example, a petitioner who becomes aware of a third party patent that has improperly issued, should 

be permitted to challenge the improperly issued patent in a PGR proceeding using, for example, a 

known prior art printed publication, without the undue burden of conducting a costly and time 

consuming search for additional art to avoid being estopped under what amounts to a "could have 

known" or "should have known" standard. 

If the AIA's estoppel provisions related to PGR are narrowly interpreted, the speed of the 

proceeding in combination with the potentially limited scope of discovery (discussed above) is likely 



United Stat
Attn: Lead 
April 10, 20
Page 12 
 
to negativel

review), as 

Thu

balk at petit

important s

litigation.29

It w

USPTO too

could have 

the risk ass

costly litiga

                  
29  If the
 attac
              instit

tes Patent an
Judge Mich
012  

ly prejudice

well as in I

us, if narrow

tioning for 

strategic con

9   

would greatly

ok a lenient 

raised" dur

ociated with

ation and in

                  
e post-grant re
ch to the petiti
tution of that p

nd Tradema
hael Tierney

e the PGR p

ITC and dis

wly interpret

PGR particu

nsideration w

y incentiviz

interpretati

ring PGR.  I

h estoppel t

ncrease paten

             
eview is termi
ioner, or to the
post-grant rev

ark Office 
y  

petitioners in

trict court l

ted the AIA

ularly with 

will be whe

ze third part

ion of what 

It would fur

to a party w

nt quality. 

inated with re
e real party in
view. 

n downstrea

itigation.  

A's estoppel 

respect to a

ether to save

ties to take a

constitutes 

rther the goa

who files for 

espect to a peti
 interest or pr

am USPTO

provisions 

a high-stake

e validity ch

advantage o

arguments 

als of Cong

PGR and u

itioner, no est
ivy of the peti

 proceeding

will likely c

es patent.  A

hallenges fo

of the PGR p

that the pet

ress and the

ultimately re

oppel under 3
itioner, on the

 

gs (e.g., inte

cause many

As a result, a

or subsequen

proceeding 

titioner "rea

e USPTO by

esult in a red

35 U.S.C. 325(
e basis of that 

er partes 

y parties to 

an 

nt 

if the 

asonably 

y lowering 

duction in 

(e) will 
 petitioner's 

 



Wa

United Stat
Attn: Lead 
April 10, 20
Page 13 
 

ashington D.C. 

 

III. CO

We 

Rules accor

procedural 

to litigation

advance Co

its time and

 

 

                  

 

 

 

 
 

tes Patent an
Judge Mich
012 

1909 K Street
t 202.706.791
info@fanellih

ONCLUSIO

respectfully

rdingly.  Th

rights neces

n that Congr

ongress's go

d resources 

                  

nd Tradema
hael Tierney

t NW, Suite 1120, Wa
0 • f 202.706.7920 

haag.com • www.fanel

ON 

y urge the U

he proposals

ssary to ma

ress intende

oal of increa

on innovati

                  

ark Office 
y  

ashington D.C., 20006

llihaag.com  

USPTO to c

s will provid

ake the new 

ed.  By adop

asing patent

ion, and wil

                  

 Berlin
Germa

 

consider the

de would-be

PGR proce

pting the rec

t quality, wi

ll reduce the

                

any 

Fasanen
t +49 30

e comments 

e PGR petit

eedings the v

commendat

ill allow the

e burden on

Best reg

Fanelli 
 

Dean L

nstraße 29 · 10719 Ber
0 832 02 330 · f +49 

herein and 

tioners with

viable and a

tions herein

e U.S. paten

n Article III 

gards, 

Haag & Ki

L. Fanelli, Ph

rlin 
30 832 02 369 

modify the

h the clarity 

attractive al

, the USPTO

nt communit

courts.  

ilger PLLC 

h.D. 

 Draft 

and 

lternatives 

O will 

ty to focus 

 


